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PART I 


THE SIGNIFICANCE OF TRADE-MARK AND UNFAIR COMPETITION 
LAW FOR THE FUTURE* 


By Harry D. Nims** 


We lawyers seem to work in an environment and under conditions which, in 
some ways, are unique among the professions. 

In 1926, Professor Edson R. Sunderland, of the Law School of the University 
of Michigan, published a notable series of articles dealing with what he called 
“100 Years War For Legal Reform in England.” In these articles, he analyzed 
the attitude of lawyers toward their work and pointed out that all learn the same 
rules; all follow the same sequence of steps; all use the same technical language 
and the same legal formulae; none are able to outbid a rival by offering new or 
better remedies or procedures, for all use the same; there is no loss in using a 
system or method which is known to be defective or inadequate, because its handi- 
caps operate equally on all; and then Professor Sunderland adds: ‘Not until 
inefficiency reaches a point where it threatens to drive away business does the 
unreasoning group instinct scent danger and prepare to assume the burden of 
inevitable reforms.” 

These conditions have produced a strange attitude among lawyers toward 
reform and towards study of the social significance of our work which has been 
traditional with us. 

Very different is the attitude of the medical profession. Says Professor Sunder- 
land: Medicine is not governed by legislation; “established practice crumbles 
instantly before a new discovery. Regularity counts for nothing in the face of 
actual results and professional ingenuity knows no limits, except the limits of the 
human mind.” 

Furthermore, we lawyers deal constantly with specific problems and we have 
little incentive or need in our work to consider the fundamentals of our art. 

I am sure, however, that we will all agree that it is wise for us, once in awhile, 
to review these fundamentals—that we may be intelligently watchful to preserve 
the best in the present and work for the best in the future. With these conditions 
in mind I would like to consider with you some of the features of trade-mark and 
unfair competition law. 

Ample evidence exists that marks of identity were in use for centuries before 
Christ and some of the acts with which the law of unfair competition deals are 
even older, for many of them are outcroppings of inherent traits of human nature. 

When litigation over trade-marks first began, we do not know. Certainly, it 
was long before the term “unfair competition” was ever heard of. We have some 


* Address before the Patent Law Association of Pittsburgh, delivered on April 18, 1951, 
reprinted by special permission, from Publication No. 46, of the Patent Law Association of 
Pittsburgh. 

** Member of the New York Bar. 


649 





650 TRADE-MARK BULLETIN 41 T.M.R. 


evidence, for instance, of litigation of this general character in the Star Chamber 
Court which existed perhaps as early as 1400. It was abolished in 1641. 

The action for unfair competition is probably a descendent of the action on 
the case for Deceit, but it differs from that action in that the action for deceit was 
brought by the one who was deceived against the deceiver, whereas the action for 
unfair competition usually is brought against the deceiver by a third party who is 
injured because he is interested in the merchandise which is affected by the deceit. 

Justice Cardozo once said: “Life casts the moulds of conduct which will some 
day be fixed as law. Law preserves the moulds which have taken form and shape 
from life.’ And Oliver Wendell Holmes, Jr., then a teacher at Harvard Law 
School, shocked the conservative Bar of Boston when, in his lectures on the Com- 
mon Law, he said: “The law did not begin with logic but with experience.” 


The law of unfair competition is a peculiarly human thing. It has been said 
that its basis is general and without exception, namely, “that no one may so 
exercise his own rights as to inflict unnecessary injury upon his neighbor.” 


It is probable that this action is the result of a congealing of public sentiment 
regarding the fairness and justice of some particular course of action which finally 
reaches the judges and causes them to incorporate it into law. In one unfair 
competition case, the Court remarked “The conduct of the defendant must be 
examined in the light of the morals of the market place.” 


The law of unfair competition has been developed in the courts and not in 
halls of legislation, and it is important to note that this law and that of trade-marks 


are about the only common law remaining to us. This fact is not always recog- 
nized, for not long ago one of our judges stated that the law of unfair competition 
is of judicial creation and development while the law of trade-marks is purely 
statutory. This can hardly be accurate. 


It is said that Carlyle once remarked: “Justice is, whether I can define it or 
not.” It is almost as difficult to define “Unfair competition” as it is to define 
“Justice.” A catalogue of the acts which may be said to be unfair today within 
the rules of unfair competition may be inadequate and inaccurate tomorrow for 
they represent the ingenuity of the unfair trader to which there are no limits of 
time or place. 


While it is impossible to define or delimit unfair competition, there have been 
various significant characterizations of it. It has been said to consist of acts by 
which one endeavors “to deprive another of his individuality”; to despoil him of 
gains to which, by his industry and skill, he is fairly entitled; of acts which “shock 
judicial sensibilities.” It has been characterized as dealing with “commercial hitch- 
hiking”; with “reaping where one has not sown”; with masquerading one’s goods 
or one’s self for purposes of deceit. It may be invoked to prevent unfair inter- 
ference with one’s business and libel and slander of goods for competitive purposes. 
Not all acts which the public considers unfair in a moral sense are actionable— 
the action represents a drawing together of public sense of fairness, with legal 
concepts of what is actionable. 


The name “unfair competition” is decidedly unfortunate, for competition is 
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not essential to the action—the emphasis is always on the unfairness, not on the 
existence of competition. 

Just when the term “unfair competition” was first used we do not know, nor 
do we know the origin of the term. Lord Eldon spoke of “fair competition” as 
early as 1803. Cases were tried between 1830 and 1850 in England which today 
would be classified as unfair competition cases in America. The term “unfair 
competition” is not used in England. 

The first American cases in which this term was used, seem to have been tried 
between 1840 and 1850. The first case of this sort in the United States Supreme 
Court was decided in 1871. It cited 24 English cases, 7 New York cases, 4 Massa- 
chusetts cases, 1 Connecticut case and 5 United States cases. 

The fundamental purposes of the action have never been agreed on. Some 
say that its object is to protect the public—others to protect the plaintiff’s good 
will or celebrity—others, to protect honesy and fair dealing and to prevent fraud. 
However, there seems to be no lack of unanimity as to the fundamental principle 
involved, namely, that no one may so exercise his own rights as to inflict unneces- 
sary injury upon his neighbor. 

In the old action of deceit, it was essential to show motive on the part of the 
defendant. But in modern unfair competition actions, no motive need be shown. 
It is enough that “the injury to A is present and the fraud upon the consumer is 
present: nothing more is needed.” Nor is it necessary that any act designed as 
unfair should have actually been committed before the Court will exercise its 
powers. The Courts look with favor on actions in the nature of quia timet which 


are brought on evidence that the defendant is threatening to injure the plaintiff. 


Again, it is not necessary, in order to prevent deception that the plaintiff 
should own the instrumentality which the defendant uses to create the deceit. The 
late Judge Sanborn of Michigan illustrated this principle in a most picturesque 
way: “Everyone has the right to use and enjoy the rays of the sun, but no one 
may lawfully focus them to burn his neighbor’s house. Everyone has the right to 
use the common highway, but no one has the right to apply it to purposes of 
robbery or riot. Everyone has the right to use pen, ink and paper, but no one may 
apply them to the purpose of defrauding his neighbor of his property, or making 
counterfeit money or of committing forgery.” 

We have said that the acts with which the law of unfair competition deals 
may not be catalogued or defined. The same is true of the instrumentalities by 
which deceit may be accomplished. They include symbols, names, shapes, appear- 
ance, size or form (as, for instance, that of the loaf of bread) store fronts. Indeed, 
their name is legion. Among them will be found the use of falsehood and unfair 
interference with business for competitive purposes, as well as the use of libelous 
statements regarding a competitor’s products. 

Sirice it is usually important to the plaintiff to stop the defendant’s unfair acts 
as soon as possible, practically all unfair competition actions are brought in equity 
and the pleadings in these actions can be very simple, although often that is not 
the fact. 

The defenses which are available in such actions may be summarized: 
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a 


(a) That the plaintiff has no right to relief; (b) that if plaintiff ever had 
any right to relief, he had forfeited it or lost it; (c) that the defendant did not 
commit the acts charged. These defenses include abandonment, laches, acquies- 
cence, loss of distinctiveness, and estoppel. 


Abandonment is conceded to be a voluntary surrender by the plaintiff of 
such rights as he has and it includes both the intention to abandon and the ex- 
ternal acts by which such intention is carried into effect. 


Acquiescence may be established on evidence of conduct inconsistent with a 
claim of exclusive rights in a plaintiff or rights entitling it otherwise to relief. 
Usually it implies positive acts, not mere silence or inaction. Acquiescence involves 
the relationship between the plaintiff and the particular defendant, whereas aban- 
donment involves relationship with the trade and public. 


Loss of distinctiveness may be established as a defense by evidence of change 
of meaning of a trade-mark or trade symbol as a result of which it ceases to 
function as such and no longer indicates the source of merchandise. 


The defense of laches may be founded on evidence of unreasonable and un- 
necessary delay in bringing action against an infringer or unfair competitor. Un- 
fortunately, the upholding of this defense has resulted in situations which are most 
unfair to the public. The plaintiff may show that his rights have been infringed 
and that there is confusion as a result. The defendant then comes forward and 
shows that the plaintiff has been dilatory in seeking relief, and argues that since 
equity favors the diligent, the court is not in a position to grant relief under such 
circumstances. The result is that the defendant is permitted to continue to deceive 
the public for profit. The interest of the consumer in the situations with which 
these actions deal should be given far more importance with respect to this defense 
than it has received in the past 


Despite the many cases of unfair competition which have been tried, we still 
find frequent instances of inadequate relief. Accountings are sometimes ordered 
which are most unfair to litigants. Judge Baker of the Seventh Circuit Court of 
Appeals once pointed out that it had taken five years after the decision of the case 
under consideration to find out how much the defendant owed the plaintiff. Ac- 
countings as they are used today reflect little credit on the courts. It is not 
uncommon in patent, trade-mark and unfair competition cases for accounting 
proceedings to last five or more years. Such proceedings disgrace the law and our 
profession. For instance: 


1934 An unfair competition case was begun in January. 


1936 It was reached for trial in 24 months. The trial lasted about two 
weeks. It was decided in less than a month. 

1937 An appeal was decided in about six months. Four months were taken 
by certiorari proceedings to the Supreme Court and 42 months after 
the case was started accounting proceedings were begun. They took 
seven years and four months, including a contempt proceeding. 


In this year the case which had been pending for ten years and eleven 
months was finally ended. 





41 T.M.R. TRADE-MARK AND UNFAIR COMPETITION 653 


Reasonable and prompt methods for determining how much is owed by the 
defendant to the plaintiff have been devised and are used today in some juris- 
dictions. 

Of the present accounting methods, Mr. Frederick P. Fish said in 1929: “The 
result is that there is a complete failure of justice in almost every case in which 
supposed profits are recovered or recoverable.” That the court has power, without 
legislation, to use more effective methods is not open to doubt. 

Relief often is rendered inadequate because of what may be called thin dis- 
tinctions used by the courts between names and between kinds of goods. To 
authorize the continued sale of two inhalants—one known as “Vapex” and the other 
‘“Vapure”—lacks practicality. To permit similar names to be used by different 
concerns on goods sold in the same store like ordinary flour and pancake flour, is 
to disregard public interest and convenience. This is to emphasize the equities as 
between the parties at the expense of the public. 

It has been pointed out above that the unfair competition action is common 
law and does not rest on legislation. Like all common law it is not static but is 
constantly, even though slowly, adapting its principles and its methods to the needs 
of the day. Its capacity for development may be illustrated by its use in dealing 
with libel and slander of goods. For a long time such practices have been con- 
sidered by many as improper methods of business. In 1902 the Court of Appeals 
of the State of New York decided a case in which it was held that no injunction 
could be issued against such practices. In 1916 Dean Pound published an article 
in the Harvard Law Review advocating effective relief against competitive methods 
of this sort. In 1928 the New York courts enjoined misstatements regarding the 
efficiency of a competitor’s machinery. In 1931, Federal Judge Patterson in New 
York commented on the inadequacy of relief in these cases. In 1933, the Cornell 
Law Quarterly published an article advocating effective relief and in 1941, the 
Third Circuit Court of Appeals enjoined such practices. This may seem slow 
progress indeed. It is, but it is a better method than to freeze these rules into 
statutes, which legislators regard as dealing with minor matters and hence are very 
difficult to amend or repeal. 


Many years ago, the California court stated that: “The fact that the question 
comes to us in an entirely new guise and that the schemer has concocted a kind of 
deception hitherto unheard of in legal jurisprudence, is no reason why equity is 
either unable or unwilling to deal with him.” 


It is to be hoped, therefore, that the younger members of the profession will 
not fail to study and to understand and appreciate the possibilities for usefulness 
of this unfair competition action and will use every effort to protect it from legis- 
lation and will encourage its development in a normal way as in the past through 
the slow but constructive efforts of our equity courts. 

The use of identifying marks and symbols over the years presents a fascinating 
study. Yale University possesses a collection of Greek and Italian vases of the 
5th Century B.C., carrying marks not dissimilar to trade-marks; and there are 
many other objects of great age to be found in museums on which similar mark- 


ings appear. 
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Such marks or symbols were used in early days for various purposes. One was 
identification of goods. In the middle ages, and even later, merchandise was fre- 
quently cast up on the seashore from ship wrecks or was recovered from pirates; 
and the identification of the owners of it presented a real problem. It was solved, 
to a very large degree, by the use of symbols or marks which were placed on the 
goods and often were recorded in various ports. Marks were also used for the 
purpose of placing responsibility for defective goods; particularly was this true of 
armour and weapons like swords. Life often depended on the quality of these 
articles and it became of the greatest importance to be able to identify the manu- 
facturer or maker of them. This was done to some degree by symbols and other 
devices engraved or otherwise marked on such articles. 


Today, the principal purpose of the trade-mark is to symbolize good will, or, 
as the Supreme Court has termed it, the “celebrity” of the user of the mark. It is 


said that the elder J. P. Morgan once stated that good will is the most valuable 
form of property provided it is adequately protected. 


There are many interesting characterizations of good will. Judge Story stated 
that it was an “advantage attaching to the possession of the house.” Lord Eldon 
referred to it as the “probability that old customers will resort to the old places.” 
More recently, the courts have recognized that there may be a good will of mer- 
chandise, as well as that of individuals or corporations. 


There are few restrictions on what may serve as a trade-mark. Almost any- 
thing may function in this way, provided it is not descriptive. Names, like “Camel”, 
shapes like the form of loaves of bread, symbols and emblems like the design on 
the end of the National Biscuit Company’s “Uneeda” biscuit box, or a bronzing of 
the heads of nails may serve as trade-marks. Even an odor like that of “Lifebuoy” 
soap conceivably may indicate origin. A mark may be invisible to the consumer 
like the brands on the bottom of a cork in a wine bottle but valid nonetheless. 
Names which become trade-marks may be new words devised for the purpose or 
they may be words in the common vocabulary of the language which are put to 
use as trade-marks as, for instance, “Quaker” oats. Letters of the alphabet like 
“GE”, numerals, like “57”, and nicknames, like “Coke” are effective and valuable 
trade-marks. 


The beginnings of trade-marks are not without a degree of romance: The 
soldiers in Sherman’s and Johnston’s Armies in marching through the Carolinas 
became acquainted with and liked the tobacco that grew in the neighborhood of 
Durham and after the war was over wrote to Durham from many parts of the 
country for the “smoking tobacco in the small bags.” This was the beginning of 
the famous “Bull Durham” trade-mark. 


Something like a hundred years ago, a curio dealer opened a little shop in 
London. One day he took his children to the seashore on a holiday and they 
brought home a supply of sea-shells. Presumably, they went again and later the 
father began to manufacture shell-covered boxes. The business grew. Later, a 
company was formed which not only sold shells but also dealt in barrelled kero- 
sene. It used a name which included the word “Shell” and it used the shell 
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emblem which is so familiar to us all today. From it evolved the Shell Oil Com- 
pany and its Trade-mark. 

There is a tradition in the Proctor & Gamble organization that Mr. Harley T. 
Proctor, in the early days of the business, was once attending a church service at 
which the 45th Psalm was read. His ear caught the words—“All thy garments 
smell of myrrh and alois, and cassia, out of the ivory palaces whereby they have 
made thee glad.” There, said Mr. Proctor to himself is the name for our new soap 
and in 1879 “Ivory” soap appeared on the market. 

While trade-marks are often of great value to those who use them, their 
greatest value is to the public. It is difficult indeed to imagine the extent which 
our daily life would be handicapped were all trade-marks eliminated or were con- 
sumers to lose confidence in them and in their reliability. 

The function of trade-marks is to indicate source. 

In 1938 England enacted a new trade-mark statute. Section 68 (1) refers 
to a trade-mark as “* * * a mark used or proposed to be used in relation to 
goods * * * so as to indicate a connection in the course of trade between the goods 
and some person having the right either as proprietor or as registered user to use 
the mark.” 

When this provision came before the House of Lords, Lord MacMillan said: 
“In construing this definition it is essential to bear in mind what is the function 
of a trade-mark. If there is one thing that may be described as fundamental in 
this branch of law it is that the function of a trade-mark is to indicate the origin 
of the goods to which it is applied.” (Aristoc v. Rysta, 62 R. P. C. 65-79.) 

Unfortunately, in recent years there has been constant pressure on lawyers 
and courts to weaken this function of trade-marks, although it would seem that all 
interested in them should wish to increase rather than to lessen their trustworthi- 
ness. Steps have been taken to legalize the use of marks by others than their owners. 
The English statutes recognizes “permitted uses” of marks, meaning users other 
than the owner. Our own statute recognizes use by concerns not the owners, pro- 
vided they are “related.” Some decisions approve licensing others than the owners 
to use marks. Our statute approves “concurrent” uses of marks by more than 
one concern. 

Lord MacMillan’s decision quoted above gives some idea of the attitude of the 
English courts toward steps which may impair the trustworthiness of trade-mark 
statutes. Our statute has yet to be construed in this respect. 

Another attempt to weaken trade-marks is found in the proposition advanced 
by some courts that ownership of trade-marks rests not on first use, but on the 
extent to which they are known to the public in association with their owner, or to 
characterize their theory as did the late Frank Schechter, whose untimely death was 
a great loss to all interested in these matters, ownership was to rest on a “judicial 
appraisal of public opinion.” Under such a theory the ownership of the mark 
may go to the concern with the greatest advertising budget, and control of it may 
be lost to those who first devised it and used it and whose money and efforts dem- 
onstrated its usefulness. There is reason to believe that the theory is impractical 
and unworkable. 





TRADE-MARK BULLETIN 41 T.M.R. 


The name of a manufacturer may not appear on his goods or in his adver- 
tisement. The only indication of their source may be the trade-mark. Yet it still 
indicates source even though that source be unknown and undisclosed. All of us 
can recall trade-marks, the owners of which we do not know. A pound of “sugar” 
is one thing; a pound of “Domino” is another even though the buyer does not 
know the maker of “Domino” sugar. 

It might almost be said that the rules governing the geographical extent of 
trade-marks have been changed by Charlie McCarthy and “Amos & Andy”, for 
formerly rights to a mark extended only as far as it was carried by goods bearing it. 
Today almost equally effective knowledge of the mark can be carried by radio to 
places where the goods have never been seen, with the result that goods bearing an 
infringing mark may be bought in such localities in the belief that they are the 
goods with which the public, through radio, has heard of and desires to buy. As long 
as the rules of unfair competition remain unfettered by statute, they can be adapted 
by the court to such changes in the commercial world. 

Woodrow Wilson once taught at Wesleyan College. While there he gave a 
talk to the students in which he said that “Democratic institutions are never done. 
They are, like the living tissue, always a-making.” The same is true of unfair 
competition and trade-mark law. It deals with conditions that are constantly 
changing and it must itself change to deal with them. 

The London Chamber of Commerce reporting in 1930 on the expense of 
litigation applied this same thought to all civil disputes, saying that the procedure 
for their settlement “can no more remain static than any other branch of life of 
the community but must be adapted or altered from time to time to meet changing 
conditions. 

This body of law which we have been discussing is indeed “a-making.” Its 
usefulness for today and for the future seems clear and it seems clear also that we 
as lawyers have a very real privilege and opportunity for service in seeking to 
preserve it and to develop it along sound lines. 


nen 
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SOME SUGGESTED CHANGES IN TRADE-MARK LAW 
By Hugo Mock* 


The following ideas regarding surnames, descriptive and geographical marks 
are confessably unorthodox but are presented as possibly harmonious with “the wave 
of the future.” 

The changes suggested are believed to be in the interests of the public and of 
trade-mark owners. They are not the fruit of any “hardship” cases but are thought 
to be in the direction of the evolution and improvement in future trade-mark law. 

In many cases we have almost lost sight of the original and real function of the 
trade-mark which is that it is nothing but a shorthand signature. 


Surnames 


The lawbooks are full of adjudicated cases, probably no branch of trade-mark 
litigation has been more fruitful, involving surnames and the present law seems to 
have been crystallized into the principle that all persons should be permitted to use 
their surnames in business and in competition with established concerns, but must 
provide in their advertising and labeling the necessary information to the consumer 
of the distinction between their enterprise and that of the original surname owner. 

This is, with variations in principle, set forth in the Waterman case,! the Stetson 
case,” the David’s case,® the Coty case,* and others. 

Up to the present time the Courts have been reluctant to interfere with the 


right of an individual to use his own name in business.® 


I believe that considering the conditions of modern business, the time has arrived 
for breaking this old and honored rule. When manufacturing was in the hands of 
small factories, involving individual efforts, individual techniques and in some cases, 
secret information, where often the business was carried on by a family group, then 
the technique of these small factories had a personality of its own and relatives of 
the owner brought up in the same business had a right to use their own names if 
connected with a similar enterprise. 

Consider, for instance, the work of the old silversmiths, hatters and dyers. But 
business has become highly impersonal and the reason for the present rule has long 
disappeared. If a grandson of the original Buick decided to use his name in con- 
nection with a motor car would it be of any assistance to the public in differentiating 
his name from the old Buick name by calling his product the “James Buick car, not 
connected with the original Buick.” Despite such a notice which would be in strict 


* Member of the New York Bar; Contributing Editor, The Trade-Mark Reporter. 

1. L. E. Waterman Co. v. Benjamin Gordon, 72 F. (2d) 272; 76 F. (2d) 1013; 8 FS. 
351; L. E. Waterman Co. v. Modern Pen Co., 197 Fed. 536; 35 S. Ct. 91; 235 U. S. 881. 

2. John B. Stetson Co. v. Stephen L. Stetson Co., 85 F. (2d) 586; 128 F. (2d) 981; 
133 F. (2d) 129; 58 F. Supp. 586. 

3. Thaddeus Davids Co. v. Davids, 165 F. 792; 178 Fed. 801; Thaddeus Davids Co. v. 
David, 190 F. 285; 192 F. 915; 34 S. Ct. 648; 233 U. S. 461. 

4. Coty, Inc. v. Parfums De Grand Luxe, 292 F. 319, affirmed 298 F. 865; 266 U. S. 
609; certiorari denied 45 S. C. 94. 

See, however, Dobbs v. Hobbs, 18 T. M. R. 217; Westphal v. Westphal, 16 T. M. R. 

139. 
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conformity with the law, such a nameplate would be misleading to the public and 
of great financial profit to the user. Why befuddle the commerce of the entire world 
in order to conserve the theoretical rights of a person who had no knowledge of the 
manufacturing technique of the original manufacturer of that name and I use this 
illustration without any specific knowledge of the Buick family, but only as an 
example. 


It is of historical interest to remember that at one time we had another manu- 
facturer of motor cars by the name of Ford who wisely did not use his own name 
but called his car the “Saxon.” The use of precautionary labels does not protect the 
public from fraud and it is believed that it would be better in the long run to pre- 
vent the use of surnames entirely where such use would be confusing to the public 
and very damaging to the original owners. 


Geographical Marks 


Until the passage of the Lanham Act, any mark which was geographical was 
refused registration in the United States Patent Office but happily the language of 
the Lanham Act is broader in Section 2(e) which provides that a mark may be 
refused registration if 


“when applied to the goods it is merely descriptive, or deceptively misdescriptive of 
them, or when applied to the goods of the applicant is primarly geographically 
descriptive or deceptively misdescriptive of them.” 


This is better than the previous practice, but why in theory considering the fact 
that a trade-mark is primarily a signature, should the trade-mark be refused regis- 
tration even if the word has no meaning other than a merely geographical one, 
provided that the use of the geographical term in question is purely arbitrary and 
has no meaning to the trade or to the public. 


It is apparent that there are thousands of geographical names which are merely 
place names and have really not even geographical significance as such but which 
if adopted as trade-marks would make perfectly legitimate marks and would take 
nothing from the public or competitors. A casual glance at any gazetteer will imme- 
diately show hundreds of names which could be safely used as trade-marks even 
though they are place names. A casual glance at any gazetteer will confirm this: 
Arroyo, Ascencion, Asmal, Asul, Bajan, Bagham, Bolan, etc., etc. 


In view of the difficulty of selecting new trade-marks there are probably thou- 
sands of names which may be merely geographical which would otherwise meet all 
the standards of registered trade-marks and which would not in any way interfere 
with commerce by such selection. Would it not be better to permit the registration 
of any mark even if merely geographical, provided the adoption of said word as a 
trade-mark afforded no competitive advantage to the user thereof. 


Obviously, we should not open the doors to monopolize words with real place 
name significance like New York or Paris or Solingen, but why should Arroyo not 
be a good mark for cameras or steel? In view of the scarcity of words which can be 
used as trade-marks and which are not descriptive, it seems that the rule that marks 
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which are “merely geographical” should not be registered should be somewhat 
broadened. 


Descriptive Marks 


Is it not possible that in the treatment of descriptive marks, both in the Patent 
Office and in the courts, the national advertiser with his considerable resources has 
exerted an influence which has not been altogether salutary in the development of 
trade-marks. 

The choosing of a trade-mark in the United States appears to be carried on on 
a different principle than say in Great Britain. In a great many instances, a trade- 
mark is chosen in the United States in the office of the merchandising branch of the 
business or in the office of the advertising agency and the preference in these cases 
always is for a descriptive mark or for a mark which while it is useful as a trade-mark 
will also have selling qualities. 

In the choice of a trade-mark in the United States, too seldom is the attor- 
ney’s the deciding voice but rather someone connected with the promotion arm of 
the business. If a mark for a candy is to be chosen, the copywriter’s desk comes up 
with Honi-Sweet or Tastee. If it is a garment, it is apt to be something like Long- 
wear or Everlasting. In many cases then when the mark comes to be registered, it 
is forced to go on the Supplemental Register and if a competitor uses a similar mark, 
the outraged originator of one of these descriptive marks is apt to sue and claim 
enormous secondary meaning for his particular mark. 

Contrary to this system, the British practice is to stick closely to the definition 
of descriptiveness and if a mark can be interpreted as descriptive to refuse its regis- 
tration. This system at least has the advantage of permitting the judicial body pass- 
ing upon the mark to determine whether it is descriptive or not and the judicial 
officer is not plagued with affidavits testifying to secondary meaning. 


This practice has resulted in the emphasis on the doctrine of secondary meaning 
in the United States and has resulted in a great deal of trade-mark litigation in 
which the litigant with a heavier war chest has the advantage in proving secondary 
meaning, because by a considerable amount of market surveying and sampling 
amongst consumers he can always present liberal proof of secondary meaning by not 
presenting to the court such testimony as would not be in support of such proof of 
secondary meaning. 


One of the great impediments to the passage of the Lanham Act was an attempt 
to provide in the Act that trade-marks should not be used to support monopoly and 
Sec. 14 of the Lanham Act provides for the cancellation of trade-marks by the 
Federal Trade Commission or otherwise where same appears to be in the public 
interest. 

For the reasons above stated, there has been a tendency by some national ad- 
vertisers to expand the doctrine of secondary meaning so much that words obviously 
descriptive become monopolistic. For instance, in the Tabasco case, no trade-mark 
owner outside of the original registrant is permitted to call a sauce a Tabasco sauce 
although a competitor was permitted to say in his labeling ‘made from tabasco 
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peppers” with the qualifying phrase that it was not the product of the McIlhenny 
Co.® 

Similar attempts to monopolize purely descriptive terms were happily defeated 
in the shredded wheat case,’ and in similar cases in Canada.® 


Similarly the Courts decided in an attempt to monopolize the term “cornflakes” 
that this term could not be monopolized.® 


It is clear, however, in the case of Shredded Wheat, until the final decision of 
the United States Supreme Court referred to, the owners of the shredded wheat trade- 
marks were able to use these marks to conserve their monopoly of the article known 
as shredded wheat although the patents on same had long expired and it was many 
years before the monopoly in the use of the term “Shredded Wheat” was broken. 


It is true that the Patent Office in an attempt to cooperate with American 
business has with commendable leniency registered and protected marks which were 
primarily descriptive. However, this very liberality on the part of the Patent Office 
has merely resulted in a greater drive to use and register marks which while they met 
the approval of the advertiser and the copywriter were unquestionably descriptive 
and to this extent are an attempt to monopolize words which equally belong to the 
public and to competitors. 


More recently the Patent Office has taken a firmer attitude toward such marks 
and has refused to register Fleur de Soufre, French for “flowers of sulphur’,!® or 
Plasticsuede either on the Principal or Supplemental Register! or “5 Full 


12 


Glasses in Every Bottle”,!” or Truckloader and Carloader.1% 


In the long run, despite the dissatisfaction of the frustrated applicant and his 
attorneys, it might improve the status of trade-marks in the United States if the 
future practice of the Patent Office approximated somewhat more nearly the 
British point of view and became less lenient to obviously descriptive marks. Such 
a trend in the end might discourage a certain amount of litigation regarding 
secondary meaning. 


See McIlhenny Co. v. Bulliard, 265 Fed. 705, 33 F. (2d) 978. 
Kellogg Co. v. National Biscuit Co., 305 U. S. 111; 91 Fed. (2d) 150. 

Canadian Shredded Wheat Co. v. Kellogg Company of Canada, 55 R. P. C. 125. 
Kellogg Toasted Cornflakes Co. v. Quaker Oats, 235 Fed. 657. 

Ex parte Stauffer Chemical Company, 81 U. S. P. Q. 255. 

Ex parte Pine Hill Products Company, 83 U. S. P. Q. 398. 

Ex parte Booth Bottling Company, Inc., 80 U. S. P. Q. 78. 

Ex parte Clark, 41 T. M. R. 498. 
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INTERNATIONAL PROTECTION OF WELL-KNOWN TRADE-MARKS 
By Stephen P. Ladas* 


The International Commission for the Protection of Industrial Property of the 
International Chamber of Commerce is meeting in Lisbon, in conjunction with the 
Congress of this Organization, on June 10-16, 1951. One of the problems that the 
Commission has been vitally interested in for a considerable time is the International 
Protection of Well-Known Trade-Marks. In this connection, the writer, as Chair- 
man of the American Committee, submitted a Memorandum which will be dis- 
cussed at the Congress. Inasmuch as the British National Committee has decided 
recently to support all of the proposals made in this Memorandum, I thought this 
might be of interest to the readers of The Trade-Mark Reporter. I am therefore 
giving below the text of the Memorandum in question: 


For some time past, the Commission for the Protection of Industrial Property 
of the I. C. C. has been struggling with a group of problems in the international 
protection of industrial property which we have attempted to encompass under the 
term of “protection of well-known trade-marks.” The English expression “well 
known” is perhaps a not too accurate rendering of the French notion “notoirement 
connue.” The latter is taken from Article 6bis of the International Convention 
where it has a meaning different than the one sought to be given in the discussion 
had at the two meetings of the Commission in Quebec in 1948 and in Paris in 1950. 


I should like to submit that we are really thinking of three different problems: 


1. Protection of the prior user of a trade-mark in a certain country against 
misappropriation of such mark by another; 


Protection of the owner of a trade-mark in a certain country in advance of 
its use in that country; and 


Protection of reputed trade-marks against their use by others on dissimilar 


goods. 


(A) The International Convention for the Protection of Industrial Property, 
in the present text, deals only with the first problem. Article 6bis of the Conven- 
tion requires a contracting country to prohibit the use, refuse the application or 
cancel the registration of a mark which the competent authorities of such country 
consider as the reproduction or imitation of a trade-mark well-known as the trade- 
mark of a national of another contracting country and used for products of the 
same or similar kind. 


The expression “notoirement connue” (well known) is generally construed to 
mean at least that the mark, protection of which is sought, has been used in the 
country in question by the unionist national before the use, filing of application, or 
registration of the same or a similar mark by the defendant. In other words, the 
word “notoirement” in this case has the meaning of “manifestly” or “generally.” 
Thus, if the owner of a trade-mark in country “A” may show that he used his mark 


* Member International Trade-Mark Committee, The United States Trade-Mark Asso- 
ciation. 
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in commerce in country “B,” he may take action against the use, application or 
registration of an infringing mark by another person in country “B.” 


The purpose of this provision in Article 6bis was to bring about by interna- 
tional legislation changes of the law particularly in countries in which the principle 
of the trade-mark law was the so-called “attributive system”, that it, where owner- 
ship of a trade-mark was acquired by registration and not by prior use. A decision of 
the German Reichsgericht of March 2, 19051 recognizing property in a registrant 
over a prior user in Germany for thirty years, seemed to have so underlined the 
unfairness of the position and the necessity of such international legislation, that 
there was unanimity for the insertion of the new Article 6bis at the revision of the 
Convention in Washington in 1911. 


Article 6bis gives to the prior user a term of three years within which to 
assert his prior rights except that it provides that in case of fraud the prior user is 
not limited by any term in asserting his prior rights. 

This stipulation of the Convention has brought about a change of law in most 
of the countries which previously recognized property in a trade-mark to the prior 
applicant or registrant as against a prior user. But in a number of countries, the 
law has not yet been changed so that the stipulation of the International Conven- 
tion is still the only rule of law which may be invoked by prior users against mis- 
appropriation of their marks. 


We have agreed at Quebec and at Paris and the Congress of the A. I. P. P. I. 
has similarly voted that the term for the recognition of the prior user’s rights should 
be increased from three to five years, and this is a step in the right direction. 


(B) The second problem arises with respect to trade-marks which may not 
have been actually used in a certain foreign country by the importation of goods 
there bearing the trade-mark in question and yet which marks may be known there. 


This problem is an acute one. A manufacturer brings out a new product and 
adopts a new mark for such product. It is natural that such manufacturer will be 
primarily interested in his home country and will start marketing and advertising 
his product with the new mark in that country. It is only after he has tried the 
home market that he will think of exports to foreign countries and therefore of the 
protection of his trade-mark by use or registration in such countries. But then he 
may find that he is too late. His mark may have been misappropriated by use or 
registration in the name of another in such foreign countries. This danger is par- 
ticularly great in these times when commercial radio broadcasting featuring new 
marks transcend boundaries, when large magazines and periodical publications 
circulate internationally and when air transportation bring people quickly from 
country to country and enable them to look at publications of many countries. 


The General Inter-American Convention for Trade-Mark and Commercial 
Protection signed by the American Republics in Washington in 1929 attempts to 
meet this problem in Articles 7 and 8. These articles stipulate that the owner of a 
mark in one of the contracting countries may oppose the application or cancel the 


1. Blatt fur Patent-Muster und Zeichenwesen, 1905, p. 247. 
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registration of an interfering mark in the other contracting countries by proving 
that the applicant or registrant “had knowledge” of the prior use or registration of 
the complainant’s trade-mark in the latter’s home country. Thus, no prior use of 
the mark in question by importation of the goods in the defendant’s country is 
needed. Knowledge of the prior use by the defendant is sufficient. 


Now, knowledge is a subjective condition ordinarily. If the defendant had 
correspondence with the plaintiff, relating to the mark, received samples or printed 
matter bearing the trade-mark from the plaintiff, a Court would find that the de- 
fendant had knowledge. But, suppose there never was a direct contact between 
the plaintiff and the defendant and yet the defendant is a trader in the particular 
class of goods and the trade in the defendant’s country receives a trade publication 
in which the mark was featured or, suppose, the defendant is a subscriber to a 
general magazine published in the plaintiff’s country in which magazine there was 
an advertisement of the plaintiff’s mark, should the defendant be deemed to have 
acquired knowledge of the mark or to have constructive knowledge? The answer 
should be in the affirmative and yet it is not certain what a Court would hold in 
such case. 

The Canadian Unfair Competition Act, 1932, is an improvement of the above 
Inter-American Convention. It provides, in effect, in Section 3 that the right in a 
trade-mark belongs to the person who first used or made known the mark in Canada. 
A mark is made known in Canada if it is advertised in any printed publication 
circulated in the ordinary course among potential dealers in and/or users of such 
products in Canada. This provision enacts an objective rather than a subjective 
test of knowledge. If the mark has been advertised in a publication which in the 
ordinary course of trade circulates among potential dealers or users of the products 
in question, then any person of that class of dealers or users is automatically 
assumed to have had knowledge of the claimant’s mark. Why is this so? Because 
the law seeks to protect the interest of the person who first adopted and used such 
mark although such person may not have had the opportunity yet to import his 
products into Canada, and at the same time to protect the public against decep- 
tion. If the potential dealers or users of the products in question have already, 
by the advertisement of the mark, become aware of a certain mark designating 
origin of such products from a certain source, they would be deceived if such mark 
should be appropriated and used by another person. 


The law of British countries in general has a concept which purports to ac- 
complish the same object. Section 11 of the British Trade-Mark Act (and 
corresponding provisions in the Trade-Mark Acts of other British countries) pro- 
vides that a mark will be refused if it is “calculated to deceive”. While it is true 
that generally the mark relied upon by the plaintiff is a mark which has been used 
in the territory, the real ground of objection is not prior user, but the fact that 
use of the mark applied for by the defendant is calculated to deceive, because in 
the public mind it already denotes some person other than the defendant. In the 
ordinary case, it is necessary for the plaintiff only to establish that the mark is 
already known as his trade-mark. A mark which has not in fact been used or 
locally advertised in England but which has been so largely used and advertised in 
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its home country that its reputation has, as it were, overflowed the borders of the 
home country and become well known in England will be protected against its use 
or registration by another. 

But this concept of the British law does not go as far as the Canadian Act and 
its application would probably be limited to marks of considerable foreign repu- 
tation. Also, while the concept of “calculated to deceive” may have a clear mean- 
ing under British law by virtue of a long series of Court decisions, it may not be 
readily assimilated in civil law countries. 

Indeed, even the stipulation of Article 6bis of the Convention is not unadapt- 
able to the problem we are discussing. The Article requires that the mark of the 
plaintiff should be “notoirement connue” in the country in question. “Notoirement” 
may very well be contrasted to “d’une facon non divulgee ou dissimulee”. It does 
not necessarily require prior user by the plaintiff through the importation of goods 
bearing his mark in the country in question. Any other way by which the mark 
may have become known in such country should be sufficient. But the word 
“notoirement” implies a certain amplitude of knowledge of the mark or a certain 
condition where the generality of the trade or consuming public have an aware- 
ness of the mark. 

In conclusion, it would seem that the problem we are discussing here could 
be met by an appropriate amendment of Article 6bis. Several alternatives could 
be considered : 


(a) to delete the word “notoirement” in Article 6bis. This would leave the 
word “connue” alone. The prior owner of the mark then in country 
“A” could object to the use, application for registration or registration of 
the same or a confusingly similar mark in country “B” by showing merely 
that his mark is “known” in country “B” either by reason of the fact that 
it has been used there by the importation of goods bearing the mark or by 
local advertising or by foreign advertising circulating in country “B”. 
This would conform the International Convention to the Inter-American 
Convention of 1929. This change would probably permit differences of 
interpretation in the various countries and uncertainty as to the position. 


to add a provision at the end of paragraph (1) of Article 6bis, as follows: 


“A mark shall be deemed notoirement connue for the purposes of this 
stipulation if such mark has been used in the country in question or 
has been made known there by local or foreign advertising or other 
means among potential dealers or users of the products to which the 
mark applies.” 


This would bring into the Convention the concept of the Canadian law 
or the British concept of “calculated to deceive”. 


(c) to add a new paragraph (4) in Article 6bis, worded as follows: 


“The stipulation of the first paragraph of this Article should also apply 
in the case of a trade-mark which has not been used by the owner in 
the country in which protection is sought but which has been made 
known there by a proven circulation of printed publications advertising 
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the mark among potential dealers or users of the products in question, 
but in such case a period of one year need only be granted in order to 
claim protection of such mark.” 


The difference between (b) and (c) is that in the latter case a limited 
term of one year will be granted to the owner rather than the long term 
of five years granted to the prior user. 


(C) The third problem is the protection of reputed trade-marks against their 
use by others on dissimilar goods. 


It is a generally admitted principle of trade-mark law that the owner of a 
trade-mark by use or registration enjoys a right of exclusive use of such mark to 
the extent that the institution of trade-marks purports to afford protection, i.e., 
to avoid confusion and deception of the public with respect to the origin of the 
goods and to safeguard the good will of the owner appurtenant to or symbolized 
by the trade-mark. Therefore, ordinarily the owner of a mark should not be 
entitled to object to the use of the same or a similar mark in connection with goods 
of a different class or category or goods which are not within the scope of the 
business of the trade-mark owner. To go beyond that is to extend unduly the 
monopoly of the trade-mark owner or to restrict the available stock of word marks 
and symbols which is exceedingly limited in these times of great multiplication of 
businesses and products. 


But the same objects of avoidance of confusion and deception of the public 
and of maintenance and protection of the good will and reputation of trade-mark 
owners require in the case of certain marks that the law should prohibit their use 
by others on entirely dissimilar goods. This is the case of trade-marks of great 
reputation which either by their uniqueness and originality or by their long and 
exclusive use by a certain person or company or by their extraordinary publicity 
have so impressed the mind of the public with a certain source of origin of the 
products bearing such mark or with the idea of a guarantee of certain standards 
of such products, that the use of such marks by others on any other kind of products 
would deceive the public into the belief that either these other products come from 
the same origin or that the person responsible for the goods of the original mark is 
also responsible for the other goods and their standard or that the person putting 
out the new products is a person related to the owner of the original mark. 

At the Quebec Congress, the Commission hastily adopted an amendment of 
Article 10bis of the Convention purporting to extend the meaning of unfair compe- 
tition to the situation. The amendment then adopted was not too happily drawn. 


The question, however, is whether we should consider this problem as being 
only a case of unfair competition or whether we should also consider it as a case 
of trade-mark infringement to the extent of enabling the owner of such reputed 
trade-marks to oppose the application for registration or to cancel the registration 
of such marks under the provisions of Article 6bis. 


It is believed that without attempting to solve the theoretical question whether 
the case involves trade-mark infringement or unfair competition, we should cover 
the case by an appropriate amendment of Article 6bis. 
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It is suggested, therefore, that an additional paragraph be added to Article 
6bis, to read as follows: 


“The stipulation of the first paragraph of this Article shall also be applied in the 
case where the mark attacked by the interested party is used on dissimilar products 
provided, however, the competent authorities shall consider that the mark, by reason 
of its uniqueness or originality or its long and exclusive use by the interested party 
or its exceptional advertising, if used by the other person may lead the public to 
believe that such dissimilar products originate with the interested party or their 
standards are guaranteed by him or are made by a person in relation to him.” 


If this provision is adopted, the amendment adopted at Quebec for Article 
10bis will not be necessary and may be dropped. 


Note: The International Commission of the International Chamber of Commerce did 
in fact resolve at the meeting in Lisbon to have the above Memorandum submitted to the 
various national committees for study and approval with the view to adopting definite amend- 
ments of the International Convention for the Protection of Industrial Property. 


ss 
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THE BENEFICIAL INFLUENCE OF THE INTER-AMERICAN 
CONVENTION ON NICARAGUAN JUDICIAL DECISIONS 


By Henry Caldera-Pallais* 


One of the most difficult questions which had to be dealt with in the Nica- 
raguan trade-mark practice, prior to the ratification of the General Inter-American 
Convention, was the question of prosecuting infringements and filing oppositions 
to imitations and conflicting marks. The Nicaraguan Trade-Mark Law as it had 
been handed down in 1907 had as the only test for deciding whether a mark 
was an infringement of another that the one be “substantially” similar to the 
other. There was a total absence of legislation regarding unfair competition. 
There was no other guide whatsoever for the Judges and the Courts to follow and 
every case that came before them had to be framed within those limits. As a 
result, the cases decided on prosecutions of infringement and oppositions in the 
early part of our trade-mark litigations, very frequently decided the question in 
favor of infringers for the reason that, although there was a certain similarity in 
the marks, yet there was not the “substantial” similarity required by the law 
then in force. 


When Nicaragua ratified the General Inter-American Convention for Trade- 
Mark and Commercial Protection, signed in Washington in 1929, there came a 
feeling of relief on the part of the Nicaraguan practitioners with respect to their 
clients’ trade-marks and the prosecution of infringements. The Convention con- 


tains in the Spanish text,! provisions which prohibit the use of marks the dis- 
tinguishing elements of which infringe rights already acquired by another person; 
those which are either substantially similar or susceptible of producing confusion 
of purchasers as to the identity of the products covered by the marks or those 
having abvious similarity capable of creating such confusion, or the simulation 
of trade-marks already registered or imitation of labels, wrappers, containers or 
other means of identification which cause acts of unfair competition. 


With these definitions of infringement there were more adequate means of 
bringing most of the usual forms of infringement within the law, and although 
the Courts were at first reluctant to accept these new forms of measuring the 
extent of imitations, nevertheless, decisions are now being rendered which give 
full effect to such provisions. 


The cases decided in Nicaragua which more obviously show the influence of 
the Inter-American Convention are the “Coca-Cola” cases. In the decision 
rendered in an early opposition filed by The Coca-Cola Company against the 
registration of the trade mark “Pepsi-Cola” the grounds for rejecting the opposition 
were outlined as follows: 


“From the mere sight of the marks ‘Pepsi-Cola’ and ‘Coca-Cola’ the conclusion 


* Trade-mark attorney, Managua, Nicaragua. 

1. Articles 3, 7, 8 and 21 of the Convention. The English text of the Convention gives 
the expressions of the different forms of infringements merely as “interfering marks” (See 
Convention Arts. 7 and 8). Only the Spanish text contains the expressions cited. 





668 TRADE-MARK BULLETIN 41 T.M.R. 


is reached that the two marks are not ‘substantially’ alike either in their graphic or 
phonetic aspects . . .”2 


In a more recent decision rendered by the Nicaraguan Supreme Court, re- 
versing a similar finding of the lower Court, in The Coca-Cola Company v. 
Adolfo Guerrero Pineda, where registration of “Coca-Cristal” was denied to Guerrero 
Pineda because of the prior registration of “Coca-Cola,” the Supreme Court 
commented on the change made by the Convention in the Nicaraguan legislation 
as follows: 

“The legislature has been broadening the bases upon which registration can be 
denied to a trade-mark, first, our law prohibited only the use of generic terms or 
words which were identical or substantially similar to those already registered when 
applied to goods of the same class; but later, the Trade-Mark Convention, signed at 
Washington in 1929, specifies not only those bases but, wishing to do away with all 
the possibilities of controversy, and being desirous of eliminating unfair competition, 
gave the authorities broader grounds . . . showing by this that what the legislature 
had in mind was to prevent all similarity between the trade-mark which is sought to 
be registered and the one already registered, whether such similarity is phonetic, 
graphic or of partial or total identity of the component parts . . .” 


After this decision in the “Coca-Cola” v. “Coca-Cristal” case, in which the 
provisions of the Inter-American Convention were so well outlined, and which 
case has been interpreted in commercial spheres to mean that the word “coca” 
had not fallen into common use and therefore protection was given to “Coca-Cola” 
in that case and not so in the “Pepsi-Cola” case, it is also interesting to note the 
decision by the Nicaraguan Supreme Court in The Coca-Cola Company v. Lime- 
Cola Company Inc. In that case registration was denied to the trade-mark 
“Lime-Cola” in view of the prior registration of the trade-mark “Coca-Cola” 
and it will be noted that “Lime-Cola” is no closer to “Coca-Cola” than was 
“Pepsi-Cola.” 


This decision was definitely inspired by the decision in “Coca-Cola” v. “Coca- 
Cristal” supra from which it contains quotations similar to the paragraph quoted 
above. In this decision it is worth noting the language used by the Courts in 
finding the similarity. The Court of Appeals (whose findings were upheld by 
The Supreme Court) expressed the similarity as follows: 

“That the phonetic and graphic elements of the mark ‘Lime-Cola’ are conducive to 

confusion with the idea suggested by the mark ‘Coca-Cola’; that this confusion will 


induce the consumer to consider as the same or similar things the beverages covered 
by both marks; that such confusion causes unfair competition.” 


As can be readily appreciated, on comparing the decisions based on the 
original law and the ones inspired by the Inter-American Convention, it will 
be noted that there has been a tremendous improvement in the protection afforded 
to trade-marks in Nicaragua. 


2. Section III decision of the Court of Appeals upheld by the Supreme Court. 


cca 
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INCONTESTABILITY OF REGISTERED TRADE-MARKS IN MEXICO 


By Ramon Solorzano* 


A legally registered trade-mark in Mexico becomes incontestable after a period 
of three years. 
“The rights acquired by the registration of a trade-mark can not defeat the rights 


of any party, who has used the same trade-mark in Mexico for a period of more than 
three years before the filing of the application for registration of that trade-mark.”’! 


The Mexican Industrial Property Act recognizes two sorts of trade-marks: 
“common law” and “technical” trade-marks. The right to exclusive use of a 
common law trade-mark is acquired by continuous commercial use of the mark 
for a period of more than three years, provided, of course, that the mark meets 
the requirements for a valid trade-mark. The proprietor of such a common law 
trade-mark can enforce his rights against a third party who has obtained registra- 
tion of an identical or similar trade-mark for identical goods. 

The American doctrine of natural expansion of a business is not recognized 
by the Mexican Patent Office of the Mexican Courts. 

“Should the prior owner of a common law trade-mark apply for registration of his 

common law trade-mark, within the period of 3 years from the date of registration of 


the identical trade-mark to a third party, then the registered ‘technical’ trade-mark 
falls under the provisions of art. 200, section 2 of this Act.” 


We see, then, that a legally registered trade-mark in Mexico becomes in- 
contestable only after three years and one day. During that period of time, the 
proprietor of an identical or similar common law trade-mark which has been in 
commercial use for three years before the filing of the application for registration 
of the “technical” trade-mark, can petition the Mexican Patent Office for can- 
cellation of the registration of such a trade-mark. The best evidence of actual 
commercial use is that based on documents, as oral testimony given by witnesses 
is not binding on the Patent Office or the Courts. 

The registration of a trade-mark is null and void: 

“When the common law trade-mark has been in use in the Republic prior to the 

date of registration thereof by a third party; and the owner of the common law trade- 

mark enforces his rights by filing a petition for registration of his trade-mark within a 

period of three years, from the date of the publication of the registered technical 

trade-mark in the Gaceta de la Propiedad Industrial, and further proves that he has 
used his common law trade-mark since prior to the registration of the technical trade- 
mark.”’3 


The Mexican Industrial Property Act does not provide for publication of 
trade-marks for opposition purposes; and the only way to find out what 
trade-marks have been registered, is to consult the Gaceta de la Propiedad In- 
dustrial. The dates of publication and of circulation of the Gaceta de la Propiedad 


* Member of firm of Solorzano & Solorzano, Mexico City. 
1. Mexican Industrial Property Act of 1943, Art. 99. 
2. Ibid., Art. 100. 

3. Ibid., Art. 200, sec. 2. 
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Industrial are far apart (three to six months). Therefore, the date to be used 
in computing the three years should be the circulation date for the particular 
bulletin. To emphasize that all copies of the Gaceta de la Propiedad Industrial 
bear a stamp indicating the date of its going into circulation. 

If the owner of a common law trade-mark should fail to exercise his right 
to ask for cancellation of an infringing registered technical trade-mark within 
the three year period mentioned, the result would be an incontestable technical 
trade-mark coexisting with a common law trade-mark for identical goods. Neither 
the Mexican Patent Office nor the Mexican Courts have as yet given a decision 
on such concurrent use. 

However, as the Mexican Industrial Property Act of 1943 recognizes full 
proprietary rights in the common law trade-mark, the owner of such a mark 
will have the protection of the law embodied in the Mexican Civil Code, but 
not that of the Industrial Property Act, reserved for the legally registered technical 
trade-marks.* 

In Argentina the Camara Federal of Buenos Aires decided that common 
law and technical trade-marks are equally protected by the Argentine law, and 
that the only difference between them is, that the registered trade-mark is pro- 
tected by the provisions of the Argentine Industrial Property Act, and the common 
law trade-mark by the provisions of the Argentine Civil Code.5 

The period of three years for cancelling a registered trade-mark is reduced to 
six months, when the common law trade-mark has been in use and registered in a 
foreign country, provided that such foreign country grants the same privilege to 
Mexican nationals. 

This situation obtains in Switzerland, where by constant decisions of the 
Federal Court the doctrine of personal rights in a trade-mark in use has been 
maintained; consequently a Swiss common law trade-mark in use in Switzerland 
would be entitled to priority of registration in Mexico over an identical registered 
trade-mark.® 

“The registration of a trade-mark is null and void: When the common law trade- 
mark has been previously used in a foreign country as provided by section 2, but on 
condition of its actual registration in such foreign country. In that case, the period 


of three years provided for, is reduced to six months, provided that such foreign 
country grants reciprocal rights to Mexican nationals.’’7 


Occasionally, it develops that due to the Examiner’s mistake or failure to 
appreciate the principal characteristics of a trade-mark, one is recorded which is 
identical or confusingly similar to one already registered for the same goods. 
In that case, the prior registrant has three years, from the date of the publication 
of the registration of the second trade-mark in the Gaceta de la Propiedad In- 
dustrial, for starting cancellation proceedings against the later trade-mark, under 
penalty of having the later registered trade-mark become incontestable. 


4. Ibid., Art. 1. 

5. Breuer Moreno: Tratado de Marcas, page 187, 2nd Ed. 

6. BGE 26 (1900) II 650; 35 (1909) II 339; 36 (1910) II 258. David: Kommentar 
zum Marken schutzgesetz. 

7. Mexican Industrial Property Act, Art. 200. 
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“When due to an error, carelessness or misunderstanding, a trade-mark is regis- 
tered which is confusingly similar to another one duly recorded, the Commissioner of 
Patents, ex-officio, or at the petition of a third party, shall cancel the second registra- 
tion, whenever such a mistake is found or pointed out within three years since the 
publication of the second registration in the Gaceta de la Propiedad Industrial. 
After that time, the second registration becomes incontestable.”’8 


But in order to maintain the incontestability of a trade-mark in Mexico, 
the commercial use of same is required and the renewal of its registration. 
Non-use, for five consecutive years, exposes it to cancellation proceedings by 
interested third parties or by the Commissioner of Patents ex-officio. To avoid that 
the Mexican law permits, in justifiable cases, the procedure of “Special Renewal” 
of the mark.® 


All other trade-marks registered in violation of the Mexican Industrial 
Property Act are null and void, and cancellation proceedings can be started 
at any time. No statute of limitation bars such an action. Those trade-marks 
never become incontestable. 


The same period of three years for the cancellation of a registered trade- 
mark is provided by the Paris Convention: 


“The countries of the ‘Union’ agree to refuse or invalidate either administra- 
tively, if their legislation so permits, or at the request of an interested party, the 
registration of a trade-mark, which constitutes a reproduction or imitation liable to 
create confusion with a mark considered by the competent authority of the country 
of registration to be well known there, as being already a mark of a person or a 
national of any other of the members of the ‘Union’ and used for identical or similar 
products. 


“A period of at least three years must be granted in order to claim the can- 
cellation of these marks. The period shall start from the date of registration of the 
mark,”’10 


After three years of acquiescence, the reproduced or imitated registered trade- 
mark is incontestable. 


The starting date for computing these three year periods is, however, not 
the day of registration of the trade-mark, for that date is unknown to third parties. 
The time runs from the publication of the mark in the Gaceta de la Propiedad 
Industrial, or to be exact, from the date of its circulation. Therefore it is 
important for enterprises doing business and selling goods in Mexico under 
registered trade-marks to consult, from time to time, the Gaceta de la Propiedad 
Industrial for the protection of their interests in Mexico. 


8. Ibid., Art. 200, sec. 5. 
9. Ibid., Arts. 156, 171. 


10. Paris Convention, Art. 6 bis. 
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PART II 


TIMKEN ROLLER BEARING COMPANY v. UNITED STATES 
No. 352—U. S. SUPREME CT.—June 4, 1951 


Courts—FEDERAL APPELLATE PRocEDURE—ASSIGNMENTS OF ERROR 
While an excessive number of assignments of error, unduly repetitious and some 
frivolous in nature, justifies dismissal of appeal, such action is not taken since the few 
real objections raised are sufficiently spelled out in appellant’s brief opposing the 
Government’s motion to dismiss the appeal. 


Courts—PLEADING AND PrAcTICE—FINDINGS AND CONCLUSIONS 
On facts of record, trial court’s opinion held to meet requirements of Rule 52(a) 
of Federal Rules of Civil Procedure and findings held not “clearly erroneous.” 


FEDERAL ANTI-TRustT LAws—CoMBINATIONS IN RESTRAINT OF TRADE—GENERAL 
Agreements providing for an aggregation of trade restraints including allocation of 
trade territories, price-fixing, elimination of outside competition, and participation in 
cartels restricting imports to and exports from the United States held to violate Sherman 


Act. 


FEDERAL ANTI-Trust LAws—DEFeENsES—GENERAL 

Fact that there is common ownership and control of or joint venture by contracting 
corporations held not to liberate them from impact of anti-trust laws. 

Trade-mark cannot be legally used as a device for Sherman Act violation. 

Agreements in question held to have gone far beyond protection of trade-mark 
“Timken” and provided for control of manufacture and sale of anti-friction bearings 
whether carrying mark or not. 

Current foreign trade conditions held not to justify failure to enforce Sherman Act, 
since its provisions against restraints on foreign trade are based on assumption and re- 
flect policy that export and import trade in commodities is both possible and desirable. 

FepERAL ANTI-TRust LAws—Scope or ReLtieF—PartTIcULAR INSTANCES 

On facts of record, decree enjoining continuation or repetition of conduct found 
illegal held correct. 

Other restraining provisions held within trial court’s discretion because relief, to 
be effective, must go beyond narrow limits of the proven violation. 

Divestiture is a remedy to restore competition and not to punish those who restrain 
trade; it is not to be used indiscriminately, without regard to type of violation or whether 
other effective methods, less harsh, are available. 

Provisions requiring defendant to divest itself of stock and other financial interests 
in British and French concerns ordered stricken from decree. 


Appeal from Northern District of Ohio. 

Suit for injunction, to restrain violation of Sherman anti-trust law, by United 
States against Timken Roller Bearing Company. Defendant appeals directly to 
Supreme Court of the United States from judgment granting injunction and re- 
quiring divestiture of stock and other interests in British and French concerns. 


Modified and affirmed. 

Luther Day, of Cleveland, Ohio, and John G. Ketterer, of Canton, Ohio for 
appellant. 

W. Perry Epes (Philip B. Perlman, H. G. Morison, Charles H. Weston, J. Roger 
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Wollenberg, Bertram C. Dedman, and Karl M. Kunz on the brief) of Wash- 
ington, D. C., for appellee. 


Mr. Justice Black: 


The United States brought this civil action to prevent and restrain violations 
of the Sherman Act! by appellant, Timken Roller Bearing Co., an Ohio corpora- 
tion. The complaint charged that appellant, in violation of §§1 and 3 of the 
Act,? combined, conspired and acted with British Timken, Ltd. (British Timken), 
and Societe Anonyme Francaise Timken (French Timken) to restrain interstate 
and foreign commerce by eliminating competition in the manufacture and sale 
of antifriction bearings in the markets of the world. After a trial of more than 
a month the District Court made detailed findings of fact which may be summa- 
rized as follows: 


As early as 1909 appellant and British Timken’s predecessor had made compre- 
hensive agreements providing for a territorial division of the world markets for 
antifriction bearings. These arrangements were somewhat modified and extended 
in 1920, 1924 and 1925. Again in 1927 the agreements were substantially renewed 
in connection with a transaction by which appellant and one Dewar, an English 
businessman, cooperated in purchasing all the stock of British Timken. Later some 
British Timken stock was sold to the public with the result that appellant now holds 
about 30% of the outstanding shares while Dewar owns about 24%.° In 1928 
appellant and Dewar organized French Timken and since that date have together 
owned all the stock in the French company. Beginning in that year, appellant, 
British Timken and French Timken have continuously kept operative “business 
agreements” regulating the manufacture and sale of antifriction bearings by the 
three companies and providing for the use by the British and French corporations 
of the trade-mark “Timken.”* Under these agreements the contracting parties have 
(1) allocated trade territories among themselves; (2) fixed prices on products of 
one sold in the territory of the others; (3) cooperated to protect each other’s 
markets and to eliminate outside competition; and (4) participated in cartels to 
restrict imports to, and exports from, the United States. 

On these findings, the District Court concluded that appellant had violated 
the Sherman Act as charged, and entered a comprehensive decree designed to bar 
future violations. 83 F.Supp. 284 [39 T. M. R. 431]. The case is before us on 
appellant’s direct appeal under 15 U. S. C. § 29. 


Although appellant has indiscriminately challenged the District Court’s judg- 
ment and decree in over 200 separate assignments of error, the real grounds relied 
on for reversal are only a few in number.® In the first place, appellant contends 


1. 26 Stat. 209, 15 U. S. C. §§1-4. 

2. These sections declare illegal all contracts, combinations or conspiracies in restraint 
of trade or commerce among the states and territories or with foreign nations. 

3. Dewar died while the appeal in this case was pending. See note 10 infra. 

4. The most recent of these agreements, which was to have governed the conduct of 
the parties until 1965, is dated November 28, 1938. 

5. Appellant originally attacked the decision below in 206 assignments of error, 
including 69 alleged errors in the District Court’s findings of fact, 26 in its conclusions of 
law, and 62 based on the court’s refusal to make new and additional findings. (Later 
appellant abandoned 5 of the assignments.) These assignments are unduly repetitious, some 
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that most of the District Court’s material findings of fact are without evidential 
support, that they “ignore or fail properly to evaluate” evidence supporting appel- 
lant’s position, and that it was error for the court to refuse to make additional 
findings. For the most part, this shotgun approach is actually only a dispute as 
to the proper inferences to be drawn from the evidence in the record;® in effect, 
it is an invitation for us to try the case de novo. This Court must decline such 
an invitation just as it does when the Government makes the same request. United 
States v. Yellow Cab Co., 338 U. S. 338. In the present case, the trial judge after 
a patient hearing carefully analyzed the evidence in an opinion prepared with 
obvious care.? Appellant’s lengthy brief has failed to establish that there was error 
in making any crucial, or even important, ultimate or subsidiary finding. Since we 
cannot say the findings are “clearly erroneous,” we accept them. Fed. Rules Civ. 
Proc. 52 (a). 

Appellant next contends that the restraints of trade so clearly revealed by the 
District Court’s findings can be justified as “reasonable,” and therefore not in 
violation of the Sherman Act, because they are “ancillary” to allegedly “legal main 
transactions,” namely, (1) a “joint venture” between appellant and Dewar, and 
(2) an exercise of appellant’s right to license the trade-mark “Timken.” 


‘ 


We cannot accept the “joint venture” contention. That the trade restraints 
were merely incidental to an otherwise legitimate “joint venture” is, to say the 
least, doubtful. The District Court found that the dominant purpose of the restric- 
tive agreements into which appellant, British Timken and French Timken entered 
was to avoid all competition either among themselves or with others. Regardless 
of this, however, appellant’s argument must be rejected. Our prior decisions plainly 
establish that agreements providing for an aggregation of trade restraints such as 
those existing in this case are illegal under the act. Keifer-Stewart Co. v. Seagram 
& Sons, 340 U. S. 211, 213; United States v. Socony-Vacuum Oil Co., 310 U. S. 
150, 223-224 and note 59; United States v. National Lead Co., 63 F. Supp. 513, 
affirmed, 332 U. S. 319; United States v. American Tobacco, 221 U. S. 106, 180- 
184; Associated Press v. United States, 326 U.S. 1, 15. See also United States v. 
Aluminum Co. of America, 148 F. 2d 416, 439-445. The fact that there is common 
ownership or control of the contracting corporations does not liberate them from 
the impact of the antitrust laws. E.g., Keifer-Stewart Co. v. Seagram & Sons, 


are frivolous, and the excessive number obscures the actual grounds on which appellant relies 
for reversal. As the government pointed out in its motion to dismiss the appeal, our prior 
cases justify dismissal in such situations. See Local 167 v. United States, 291 U. S. 293, 
296; Phillips @ Colby Construction Co. v. Seymour, 91 U. S. 646, 648. We do not take that 
action, however, since appellant in its brief opposing the Government’s motion has sufficiently 
spelled out the few real objections it raises here. 


6. This is well illustrated by the following portion of the “Summary of Argument” 
which appears in the appellant’s brief: “The evidence relied upon by the district court as 
demonstrating conduct of an intentional restraint of trade by the three Timken companies 
from 1928 on is just as reconcilable with the conduct of a legal joint adventure as with the 
conduct of a combination for the purpose of suppressing competition and controlling world 
trade in tapered roller bearings, and therefore the district court’s decision to the contrary 
is clearly erroneous.” Brief for Appellant, pp. 78-79. 

7. Appellant claims the District Court’s findings of fact and conclusions of law 
failed to comply with Rule 52(a) of the Federal Rules of Civil Procedures. We think that 
the opinion below meets all the requirements of the Rule. 
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supra, at 215. Nor do we find any support in reason or authority for the proposi- 
tion that agreements between legally separate persons and companies to suppress 
competition among themselves and others can be justified by labeling the project 
a “joint venture.” Perhaps every agreement and combination to restrain trade 
could be so labeled. 


Nor can the restraints of trade be justified as reasonable steps taken to imple- 
ment a valid trade-mark licensing system, even if we assume with appellant that 
it is the owner of the trade-mark “Timken” in the trade areas allocated to the 
British and French corporations. Appellant’s premise that the trade restraints are 
only incidental to the trade-mark contracts is refuted by the District Court’s find- 
ing that the “trade-mark provisions (in the agreements) were subsidiary and 
secondary to the central purpose of allocating trade territory.” Furthermore, while 
a trade-mark merely affords protection to a name, the agreements in the present 
case went far beyond protection of the name “Timken” and provided for control 
of the manufacture and sale of antifriction bearings whether carrying the mark or 
not. A trade-mark cannot be legally used as a device for Sherman Act violation. 
Indeed, the Trade-Mark Act of 1946 itself penalizes use of a mark “to violate the 
antitrust laws of the United States.”® 


We also reject the suggestion that the Sherman Act should not be enforced in 
this case because what appellant has done is reasonable in view of current foreign 
trade conditions. The argument in this regard seems to be that tariffs, quota re- 
strictions and the like are now such that the export and import of antifriction 
bearings can no longer be expected as a practical matter; that appellant cannot 
successfully sell its American-made goods abroad; and that the only way it can 
profit from business in England, France and other countries is through the owner- 
ship of stock in companies organized and manufacturing there. This position 
ignores the fact that the provisions in the Sherman Act against restraints of foreign 
trade are based on the assumption, and reflect the policy, that export and import 
trade in commodities is both possible and desirable. Those provisions of the Act 
are wholly inconsistent with Appellant’s argument that American business must be 
left free to participate in international cartels, that free foreign commerce in goods 
must be sacrificed in order to foster export of American dollars for investment in 
foreign factories which sell abroad. Acceptance of appellant’s view would make the 
Sherman Act a dead letter insofar as it prohibits contracts and conspiracies in 
restraint of foreign trade. If such a drastic change is to be made in the statute, 
Congress is the one to do it. 


Finally, appellant attacks the District Court’s decree as being too broad in 
scope. The decree enjoins continuation or repetition of the conduct found illegal. 
This is clearly correct. Ethyl Gasoline Corp v. United States, 309 U. S. 436, 461. 
It also contains certain other restraining provisions which were within the court’s 
discretion because “relief, to be effective, must go beyond the narrow limits of the 
proven violation.” United States v. United States Gypsum Co., 340 U. S. 76, 90. 


8. 60 Stat. 427, 439, §33 (b) (7), 15 U. S. C. $§1051, 1115 (b) (7). The reason for 
the penalty provision was that “trade-marks have been misused. * * * have been used in 
connection with cartel agreements.” 92 Cong. Rec. 7872. 





676 TRADE-MARK REPORTER 41 T.M.R. 


The most vigorous objection, however, is made to those portions of the decree re- 
lating to divestiture of appellant’s stockholdings and other financial interest in 
British and French Timken. 


Mr. Justice Douglas, Mr. Justice Minton, and I believe that the decree prop- 
erly ordered divestiture. Our views on this point are as follows: Appellant’s in- 
terests in the British and French companies were obtained as part of a plan to 
promote the illegal trade restraints. If not severed, the intercompany relationships 
will provide in the future, as they have in the past, the temptation and means to 
engage in the prohibited conduct. These considerations alone should be enough 
to support the divestiture order. United States v. Paramount Pictures, Inc., 334 
U. S. 131, 152-153; United States v. National Lead Co., 332 U. S. 319, 363. But 
there are other considerations as well. The District Court’s decree should not be 
overturned unless we can say that its discretion was abused. Absent divestiture, it 
is difficult to see where other parts of the decree forbidding trade restraints would 
add much to what the Sherman Act by itself already prohibits. And obviously the 
most effective way to suppress further Sherman Act violations is to end the inter- 
corporate relationship which has been the core of the conspiracy. For these reasons, 
we cannot say that the District Court abused its discretion in ordering divestiture.!° 


Nevertheless, a majority of this Court, for reasons set forth in other opinions 
filed in this case, believe that divestiture should not have been ordered by the 
District Court. Therefore, it becomes necessary to strike from the decree §§ VIII, 
IVB, and the phrase “or B” in § IVC. As so modified, the judgment of the Dis- 
trict Court is affirmed. 


It is so ordered. 


Mr. Justice Burton and Mr. Justice Clark took no part in the consideration or 
decision of this case. 


Mr. Justice Reed, with whom the Chief Justice joins (concurring) : 


It seems to me there can be no valid objection to that part of the opinion 
which approves the finding of the District Court that the Timken Roller Bearing 
Company has violated §§ 1 and 3 of the Sherman Act. It may seem strange to 
have a conspiracy for the division of territory for marketing between one corpora- 
tion and another in which it has a large or even a major interest but any other 
conclusion would open wide the doors for violation of the Sherman Act at home 
and in foreign fields. My disagreement with the opinion is based on the suggested 
requirement that American Timken divest itself of all interest in British Timken 


9. We would reject the argument that divestiture is unwise in light of current foreign 
trade conditions for substantially the same reasons we rejected it in connection with appellant’s 
contention that there was no violation of the Sherman Act. 


10. Dewar died while this appeal was pending. Were it not for the present litigation, 
appellant, under the contracts between it and Dewar, would be entitled to purchase Dewar’s 
interest in British Timken (which would give appellant a 54% stock interest in that cor- 
poration) ; appellant also has a right of first refusal as to Dewar’s 50% stock interest in 
French Timken (which, if exercised, would give appellant 100% ownership of that company). 
Appellant moved in the District Court to reopen the record to admit evidence of these 
changed circumstances caused by Dewar’s death and for a reconsideration of the divestiture 
provisions of the decree. The District Court denied the motion. Mr. Justice Dovc.tas, 
Mr. Justice Minton and I would hold that this ruling was within its discretion. 
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and French Timken as required by paragraph VIII of the decree set out below."! 
My reasons for this disagreement follow. 

There are no specific statutory provisions authorizing courts to employ the 
harsh remedy of divestiture in civil proceedings to restrain violations of the Sherman 
Act. Fines and imprisonment may follow criminal convictions, 15 U. S. C. § 1, 
and divestiture of property has been used in decrees, not as punishment, but to 
assure effective enforcement of the laws against restraint of trade.’* 

Since divestiture is a remedy to restore competition and not to punish those 
who restrain trade, it is not to be used indiscriminately, without regard to the type 
of violation or whether other effective methods, less harsh, are available. That 
judicial restraint should follow such lines is exemplified by our recent rulings in 
United States v. National Lead Co., 332 U. S. 319, where we approved divestiture 
of some properties belonging to the conspirators and denied it as to others, pp. 348- 
353. While the decree here does not call for confiscation, it does call for divestiture. 
I think that requirement is unnecessary.!* 

In this case the prohibited plan grew out of the effort to implement a patent 
monopoly. The difficulties of cultivating a foreign market for our manufactured 
goods obviously entered into creation of the British and French companies so as to 
enjoy a right of distribution into areas where otherwise restrictions, because of 
tariffs, quotas and exchange, might be expected. We fail to see such propensity 
toward restraint of trade as is evidenced in the Crescent case. 

What we have is an American corporation, dominant in the field of tapered 
roller bearings, producing between 70 and 80 percent of the American output. In 
1947 it did over $77,000,000 gross sales. This is a distinctive type of bearing, com- 
peting successfully for adoption by industry with other antifriction bearings. Timken 
produces about 25% of all United States antifriction bearings. As there were no 
findings of facts tending to show violation of the Sherman Act otherwise than 
through formal agreements for partition of territory, we assume appellant’s conduct 
was otherwise lawful. 

In such circumstances, there was, of course, no occasion for the lower court 
to order any splitting up of a consolidated entity. Cf. Standard Oil Co. v. United 
States, 221 U. S. 1; United States v. American Tobacco Co., 221 U. S. 106. There 


11. “VIII. A. Within two years from the date of this judgment, defendant shall 
divest itself of all stock holdings and other financial interests, direct or indirect, in British 
Timken and French Timken. Within one year from the date of this judgment, defendant 
shall present to the Court for its approval a plan for such divestiture. 

“B. Defendant is hereby enjoined and restrained, from the date of this judgment from: 

“1. Acquiring, directly or indirectly, any ownership interest in (by purchase or acquisi- 
tion of assets or securities, or through the exercise of any option, or otherwise), or any 
control over, British Timken or French Timken, or any subsidiary, successor or assign thereof; 

“2. Exercising any influence or control over the production, sales or other business 
policies of British Timken or French Timken, or any subsidiary, successor, assign, agent, 
sales representative, or distributor thereof; 

“3. Causing, authorizing or knowingly permitting any officer, director, or employee 
of defendant or its subsidiaries to serve as an officer, director, or employee of British Timken 
or French Timken or of any subsidiary, successor, assign, agent, sales representative, or 
distributor thereof.” 

12. United States v. Crescent Amusement Co., 323 U. S. 173, 189; United States v. 
Paramount Pictures, 334 U. S. 131, 166 (Third); 85 F. Supp. 881, 895; affirmed subnom. 
United States v. Loew’s Inc., 339 U. S. 974; United States v. Aluminum Co. of America, 
91 F. Supp. 333, 392 (Aluminum Limited) at 418-419. 

13. Cf. Hartford-Empire Co. v. United States, 323 U. S. 386, 413, et seq. 
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has been no effort to create numerous smaller companies out of Timken so that 
there will be no dominant individual in the tapered roller bearing field. The Ameri- 
can company had had a normal growth and development. Its relations with 
English and French Timken were close and American Timken had stock and 
contracts for further stock in both foreign companies of value in the development 
of its foreign business. Such business arrangements should not be destroyed unless 
necessary to do away with the prohibited evil. 

An injunction was entered by the District Court to prohibit the continuation 
of the objectionable contracts. Violation of that injunction would threaten the 
appellant and its officers with civil and criminal contempt. United States v. Gold- 
man, 277 U. S. 229, and Hill v. Weiner, 300 U. S. 105. The paucity of cases 
dealing with contempt of Sherman Act injunctions is, I think, an indication of how 
carefully the decrees are obeyed. The injunction is a far stronger sanction against 
further violation than the Sherman Act alone. Once in possession of facts showing 
violations, the Government would obtain a quick and summary punishment of the 
violator. Furthermore this case remains on the docket for the purpose of “en- 
forcement of compliance” and “punishment of violations.” This provision should 
leave power in the court to enforce divestiture, if the injunction alone fails. Prompt, 
and full compliance with the decree should be anticipated. 

This Court is hesitant, always, to interfere with the scope of the trial court’s 
decree.'* However, in this case it seems appropriate to indicate my disapproval 
of the requirement of divestiture and to suggest a direction to the District Court 
that provisions leading to that result be eliminated from the decree. Such remand 
would also give opportunity for reconsideration of the changes necessary in the 
decree because of the remand and the death of Mr. Dewar. 

In my view such an order should be entered. 

Mr. Justice JACKSON (dissenting) : 

I doubt that it should be regarded as an unreasonable restraint of trade for 
an American industrial concern to organize foreign subsidiaries, each limited to 
serving a particular market area. If so, it seems to preclude the only practical 
means of reaching foreign markets by many American industries. 

The fundamental issue here concerns a severely technical application to for- 
eign commerce of the concept of conspiracy. It is admitted that if Timken had, 
within its own corporate organization, set up separate departments to operate plants 
in France and Great Britain, as well as in the United States, “that would not be a 
conspiracy; we must have two entities to have a conspiracy.”!5 Thus, although a 
single American producer, of course, would not compete with itself, either abroad 
or at home, and could determine prices and allot territories with the same effect as 
here, that would not be a violation of the Act, because a corporation cannot con- 
spire with itself. Government counsel answered affirmatively the question of the 
Chief Justice: “Your theory is that if you have a separate corporation that makes 
the difference?”’'® Thus, the Court applies the well-established conspiracy doctrine 


14. See United States v. United States Gypsum Co., 340 U. S. 76, 89. 
15. Argument of Government counsel reported 19 L. W. 3291 et seq. 
16. See note 1, supra. 
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that what it would not be illegal for Timken to do alone may be illegal as a con- 
spiracy when done by two legally separate persons. The doctrine now applied to 
foreign commerce is that foreign subsidiaries organized by an American corporation 
are “separate persons,” and any arrangement between them and the parent corpo- 
ration to do that which is legal for the parent alone is an unlawful conspiracy. I 
think that result places too much weight on labels. 

But if we apply the most strict conspiracy doctrine, we still have the question 
whether the arrangement is an unreasonable restraint of trade or a method and 
means of carrying on competition in trade. Timken did not sit down with com- 
petitors and divide an existing market between them. It has at all times, in all places, 
had powerful rivals. It was not effectively meeting their competition in foreign 
markets, and so it joined others in creating a British subsidiary to go after business 
best reachable through such a concern and a French one to exploit French markets. 
Of course, in doing so, it allotted appropriate territory to each and none was to 
enter into competition with the other or with the parent. Since many foreign 
governments prohibit or handicap American corporations from owning plants, 
entering into contracts, or engaging in business directly, this seems the only practical 
way of waging competition in those areas. 

The philosophy of the Government, adopted by the Court, is that Timken’s 
conduct is conspiracy to restrain trade solely because the venture made use of sub- 
sidiaries. It is forbidden thus to deal with and utilize subsidiaries to exploit foreign 
territories, because “parent and subsidiary corporations must accept the consequences 
of maintaining separate corporate entities,”!7 and that consequence is conspiracy to 
restrain trade. But not all agreements are conspiracies and not all restraints of trade 
are unlawful. In a world of tariffs, trade barriers, empire or domestic preferences, 
and various forms of parochialism from which we are by no means free, I think a 
rule that it is restraint of trade to enter a foreign market through a separate sub- 
sidiary of limited scope is virtually to foreclose foreign commerce of many kinds. It 
is one thing for competitors or a parent and its subsidiaries to divide the United 
States domestic market which is an economic and legal unit; it is another for an 
industry to recognize that foreign markets consist of many legal and economic units 
and to go after each through separate means. I think this decision will restrain more 
trade than it will make free. 

Mr. Justice FRANKFURTER (dissenting) : 

The force of the reasoning against divestiture in this case fortifies the doubts 
which I felt about the Government’s position at the close of argument and persuades 
me to associate myself, in substance, with the dissenting views expressed by Mr. 
Justice Jackson. Even “cartel” is not a talismanic word, so as to displace the rule 
of reason by which breaches of the Sherman Law are determined. Nor is “division 
of territory” so self-operating a category of Sherman Law violations as to dispense 
with analysis of the practical consequences of what on paper is a geographic division 
of territory. 

While American Banana Co. v. United Fruit Co., 213 U. S. 347, presented a 
wholly different set of facts from those before us, the decision in that case does point 


17. See note 1, supra. 
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to the fact that the circumstances of foreign trade may alter the incidence of what 
in the setting of domestic commerce would be a clear case of unreasonable restraint 
of trade. 

Of course, it is not for this Court to formulate economic policy as to foreign 
commerce. But the conditions controlling foreign commerce may be relevant here. 
When as a matter of cold fact the legal, financial, and governmental policies deny 
opportunities for exportation from this country and importation into it, arrange- 
ments that afford such opportunities to American enterprise may not fall under the 
ban of a fair construction of the Sherman Law because comparable arrangements 
regarding domestic commerce come within its condemnation. 


GOLD SEAL COMPANY v. MARZALL 
No. 10670—C. A. D. C.—May 3, 1951 


Surrs Unper R. S. 4915—PLeapInc AND PracticE—GENERAL 
4915 suit by unsuccessful applicant under 1905 Act to compel issuance of registra- 
tion, held proper practice because of assimilation of trade-mark practice to that in 
securing patents. 


Surrs Unper R. S. 4915—Parties—GENERAL 
Under the assimilated practice, defeated applicant for registration of trade-mark 


under 1905 Act could maintain suit in equity against Commissioner of Patents alone. 
By terms of 1946 Act, Commissioner of Patents could no longer be made sole 


defendant in 4915 suit where there was an opposing party. 
Trave-Mark Act or 1946—PLEADING AND Practice—Sections 21 anp 46(a) 


Surrs Unper R. S. 4915—Parties—GENERAL 
1946 Act held not applicable to 4915 suit by applicant whose application was filed 
under 1905 Act prior to effective date of 1946 Act; such applicant being entitled to 
remedy afforded by 1905 Act, which was to sue Commissioner alone. 
Gardel Industries v. Kingsland, 39 T. M. R. 986 (C. A. D. C. 1949) overruled. 


Appeal from District of Columbia. 


Suit under R. S. 4915, to compel issuance of registration by Gold Seal Com- 
pany against John A. Marzall, Commissioner of Patents. Plaintiff appeals from 
dismissal of complaint. Reversed. 

Edward B. Beale, of Washington, D. C. (Maurice M. Moore, of Minneapolis, Minn. 
on the brief), for plaintiff-appellant. 

E. L. Reynolds, of Washington, D. C., for defendant-appellee. 

Before MILLER, PRETTYMAN and Fany, Circuit Judges. 

MIL-er, C. J.: 

On November 23, 1945, the Gold Seal Company, a partnership, filed in the 
Patent Office its application for the registration of a trade-mark, under the Act 
of February 20, 1905, as amended, 15 U. S. C. A. §§ 81 et seg. Later, an instru- 
ment duly recorded in the Patent Office assigned the application and the trade- 
mark therein described to the Gold Seal Company, a corporation, which is the 
appellant in this case. 
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Publication of appellant’s application was followed by an opposition pro- 
ceeding initiated by Lever Brothers Company and instituted by the Patent Office. 
From the decision of the Examiner of Trade-Mark Interferences which sustained 
the opposition, the Gold Seal Company appealed to the Commissioner of Patents, 
who held there was reasonable likelihood of confusion between the Gold Seal and 
Lever Brothers marks, and for that reason upheld the Examiner and refused reg- 
istration to the appellant. 


On September 20, 1949, the Gold Seal Company filed a complaint in the 
United States District Court for the District of Columbia, seeking a decree author- 
izing and directing the Commissioner of Patents to register its trade-mark. This 
was proper practice under the Act of February 20, 1905, as amended, because the 
Supreme Court had held in Baldwin Company v. Robertson, 265 U. S. 168, 179 
(1924), 


. that the assimilation of the practice in respect of the registration of trade- 
marks to that in securing patents as enjoined by §9 of the Trade-Mark Act [15 U. S. 
C. A. § 89] makes § 4915, Rev. Stats., providing for a bill in equity to compel the 
Commissioner of Patents to issue a patent, applicable to a petition for the registration 
of a trade-mark when rejected by the Commissioner. American Steel Foundries v. 
Robertson, 262 U. S. 209; Baldwin Co. v. Howard Co., 256 U. S. 35, 39; Atkins 
& Co. v. Moore, 212 U. S. 285, 291.” 


Moreover, under the assimilated practice enjoined by § 9 of the Trade-Mark 
Act of 1905, a defeated applicant for the registration of a trade-mark could main- 
tain a suit in equity under R. S. §4915 against the Commissioner of Patents alone. 
Barron-Gray Packing Company v. Kingsland, 84 U. S. App. D. C. 28, 171 F. (2d) 
576 (1948), cert. denied 336 U. S. 944 (1949) ; Speed Products Company v. Tin- 
nerman Products, Inc., 83 U. S. App. D. C. 243, 171 F. (2d) 727 (1948); Tom- 
linson v. Coe, 74 App. D. C. 364, 123 F. (2d) 65 (1941); Alexandrine v. Coe, 63 
App. D. C. 227, 71 F. (2d) 348 (1934). 


After the appellant’s application for registration was filed, but before this suit 
was instituted, important changes in the trade-mark statutes were made by an Act 
of July 5, 1946, 60 Srar. 427, 15 U. S. C. A. $1051 et seq., called the Lanham 
Trade-Mark Act, which became effective one year after its enactment. Section 21 
of the new measure (15 U. S. C. A. § 1071) included the following: 


“. , . The Commissioner shall not be a necessary party to an inter partes pro- 
ceeding under section 63 of Title 35 [R. S. § 4915]... .” 


This reversed the former practice, so that the Commissioner could no longer 
be made the sole defendant in a suit under R. S. § 4915, where there was an 
opposing party. 

While the present case was pending in the District Court, awaiting trial on 
the merits, our opinion in Gardel Industries v. Kingsland, 85 U. S. App. D. C. 414, 
178 F. (2d) 974 (1949), was handed down. In it we held that §21 of the 1946 
Act applies to all trade-mark actions under R. S. §4915 which are begun after its 
effective date of July 5, 1947, even though the Patent Office proceedings were pend- 
ing before and at that time. Relying upon the Gardel decision, the Commissioner 
moved to dismiss the complaint in this case. 
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“. . . on the ground that the action cannot proceed in the absence of the nec- 
essary party, Lever Brothers Company, the opposer in the Patent Office proceeding 
on which this action is based.” 


In like reliance, the District Court granted the motion and dismissed the complaint. 
The appellant admits that, to obtain a favorable decision on this appeal, it must 

ask us to depart from our decision in Gardel v. Kingsland. The Commissioner 

agrees that such departure would require reversal in this case, saying in his brief: 


*. , . It is conceded, on behalf of the appellee, that if the present case is to 
be treated without regard to section 21 of the 1946 Act, then under the prior deci- 
sions of this Court the motion to dismiss should not have been granted.” 


The agreed question is, therefore, whether we correctly held in the Gardel case 
that § 21 of the Lanham Act applies to any trade-mark suit under R. S. § 4915 
filed after July 5, 1947 the (effective date of that Act), regardless of the fact that 
the Patent Office proceeding which gave rise to it was instituted before, and was 
pending on, that date. 

In Gardel v. Kingsland, Gardel argued, just as the Gold Seal Company does 
in this case, that the Act of February 20, 1905, as amended, afforded to an unsuc- 
cessful applicant the remedy of filing a bill in equity under R. S. §4915 against the 
Commissioner alone; that the effect of applying § 21 of the new Act to the suit of 
one who had applied for registration before the effective date of the new statute is 
to change the remedy which he had under the Act of 1905 by requiring him to pro- 
ceed in the court of the opposer’s domicile; and that §46(a) of the New Act! 
prevents such a consequence, and saves inviolate to such an applicant the remedy 
which he had under prior acts by providing 

“. . . That this repeal [of former acts] shall not affect the validity of regis- 
trations granted or applied for under any of said Acts prior to the effective date of 


this Act, or rights or remedies thereunder except . . ..” (Exceptions inapplicable 
here.) 


With respect to that argument we said in Gardel v. Kingsland, 85 U. S. App. 
D. C. at 416: 


“Section 21, in providing that the Commissioner of Patents shall not be a neces- 
sary party in an inter partes proceeding under Section 4915, does not conflict with 
any repealed statute nor with any right or remedy afforded by any such. No re- 
pealed act provided that the Commissioner should be a necessary party. The effec- 
tiveness of Section 21 does not, therefore, depend upon a repeal. It is a new and 
added rule. It would be effective had there been no repeal of prior acts. Conse- 
quently, we hold that Section 21 applies to all actions under Section 4915 which 
were begun after the effective date of the statute under consideration.” 


The holding just quoted depends for validity upon its premise that “No re- 
pealed act provided that the Commissioner should be a necessary party”; that is, 
that no repealed act provided that the Commissioner could be made the sole defend- 
ant in a proceeding under R. S. § 4915. If the premise is invalid, so is the holding. 

To be sure, no repealed act provided by its own terms that an unsuccessful ap- 
plicant for a trade-mark could institute a suit under R. S. § 4915 against the Com- 


1. 60 Stat. 444; Historical Note following 15 U. S. C. A. § 1051. 
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missioner of Patents alone. Although the repealed Act of February 20, 1905, as 
amended, did provide by its own terms that an unsuccessful applicant could insti- 
tute a suit under R. S. §4915 against the Commissioner of Patents, it did not ex- 
pressly provide that he could be made the sole defendant. We held, however, in 
Barron-Gray Packing Company v. Kingsland, supra, and the three other cases cited 
with it earlier in this opinion, that such a suit could be maintained against the Com- 
missioner as the only defendant. Certiorari was denied by the Supreme Court in the 
Barron-Gray case and was not sought in the other three, so our opinions therein 
were thereafter authoritative for this jurisdiction; that being true, our holding that 
the Commissioner could be sued alone inhered afterward in the trade-mark statutes 
as though it were an integral part thereof. Gulf, C. @ S. F. Ry. v. Moser, 275 U.S. 
133, 136 (1927) ; United States v. Republic Steel Corp., 11 F. Supp. 117, 123 (N. D. 
Ohio 1935) ; Winters v. New York, 333 U. S. 507, 514 (1948) ; Douglass v. County 
of Pike, 101 U. S. 677, 687 (1879). 

In deciding the Gardel case, we overlooked the principle to which we have 
just referred and, therefore, made the statement, which we now regard as erroneous, 
that “No repealed act provided that the Commissioner should be a necessary party.” 
It follows that the Gardel case was incorrectly decided and must be overruled. 

We hold that § 21 of the Act of July 5, 1946, is not applicable to a proceeding 
brought under R. S. §4915 by one whose application for registration of a trade- 
mark was filed before July 5, 1947, the effective date of the Act of 1946. Such an 
applicant is entitled to the remedy afforded by the Act of 1905, which was to sue 
the Commissioner alone, without joining the opposer. 

Reversed. 


TIDY-HOUSE PAPER PRODUCTS, INC. v. TIDY HOUSE 
PRODUCTS CoO. ETC. 


TIDY HOUSE PRODUCTS CoO. ETC. v. TIDY-HOUSE 
PAPER PRODUCTS, INC. 


Nos. 5765, 5768—C.C.P.A.—May 8, 1951 


TraDE-Marks—Goops oF DiIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Paper place mats, bowl covers, waxpaper, paper napkins, paper towels and paper 
toilet tissue, (Case 1) and household bags, sandwich bags, place mats, refrigeration 
bags, garbage bags, bowl covers, waxpaper, paper napkins, packing and shipping bags, 
food bags, paper towels, coasters, paper toilet tissue, cups and plates (Case 2), held 
goods of different descriptive properties from liquid silver polish, window cleaner, 
rug and upholstery shampoo, laundry soap, wall paper cleaner, sanitary bowl-flush, 
scouring powder, painted surface cleaner, toilet soap, dry cleaning fluid, polishing cloths, 
self-polishing wax and furniture polish, under 1905 Act. 
TraDE-NAMES—DoMINANT FEATURE—PARTICULAR INSTANCES 
(Case 1) The words “Tidy House,” held the salient and distinguishing feature of 
opposer’s corporate name, “Tidy House Products Co. Nebraska.” 
TRADE-MARKS AND TRADE NAMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
(Case 1) “Tidy House” held confusingly similar to and appropriation of the 
salient feature of opposer’s corporate name under the name clause of Section 5 of 


1905 Act. 
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TRADE-MAarKS—REGISTRABILITY—GENERAL OPppPoOsITIONS—PLEADING AND PracTICE— 
GENERAL 
(Case 2) As between the two contestants, failure of opposer to plead name clause 
of 1905 Act within the statutory period was a bar to it in inter partes proceedings. 
(Case 2) Opposer’s failure to plead name clause of 1905 Act within the statutory 
period held not to justify applicant’s appropriation of salient feature of opposer’s cor- 
porate name because of duty of Patent Office to consider the name clause ex parte. 
(Case 2) It is not only the right but the duty of the Patent Office to determine 
ex parte and without reference to issues raised by notice of opposition whether or not 
mark is registrable. 
(Case 2) Commissioner’s decision reversed and case remanded for further proceedings 
to consider ex parte the applicability of name clause of 1905 Act in the application here 
involved. 


Appeals from decisions of Commissioner of Patents. 


Trade-mark oppositions by Tidy House Products Co. (lowa), Tidy House 
Products Co. (Nebraska), substituted, against Tidy-House Paper Products, Inc. 
Applicant appeals from decision sustaining notice of opposition in Appeal No. 
5765 (Case 1). Affirmed. Opposer appeals from dismissal of notice of opposition 
in Appeal No. 5768 (Case 2). Reversed and remanded. 

Emanuel R. Posnack (Abraham J. Nydick and Almon S. Nelson of counsel) 
for Applicant. 

Bair, Freeman & Molinare (Rogers & Woodson, Smith, Michael & Gardiner, W. M. 
Van Sciver, W. T. Woodson, and Spencer B. Michael of counsel) for Opposer. 
Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JOHNSON, and WorLEy, 

Associate Judges. 

Wor ey, J.: 

These are two appeals from the decisions of the Commissioner of Patents in 
trade-mark opposition proceedings, 80 U. S. P. Q. 526 and 80 U. S. P. Q. 527, 
respectively. Both proceedings were based upon the same record and exhibits and 
while two decisions were given and separate briefs have been filed here, we will 
dispose of the appeals in a single opinion. 


(Case 1) Appeal No. 5765 


In this case, appellant-applicant, Tidy-House Paper Products, Incorporated, 
of Brooklyn, New York, hereinafter referred to as the New York Corporation, 
appeals from the decision of the Commissioner of Patents sustaining the opposition 
of Tidy House Products Company, originally of Des Moines, Iowa (Tidy House 
Products Company, Nebraska, substituted), hereinafter referred to as the Nebraska 
Corporation. 


It appears that the opposition arose when the New York Corporation made 
application for registration of the phrase “Tidy House,” under the Trade-Mark 
Act of 1905, as applied to “Paper Place Mats, Bowl Covers, Waxpaper, Paper 
Napkins, Paper Towels, and Paper Toilet Tissue.” 


In its notice of opposition, the Nebraska Corporation alleged ownership and 
prior use of the trade-mark “Tidy House” for a number of household items which 
included liquid silver polish, window cleaner, rug and upholstery shampoo, laundry 
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soap, wall paper cleaner, sanitary bowl-flush, scouring powder, painted surface 
cleaner, toilet soap, dry cleaning fluid of solvent type, polishing cloths, self-polishing 
wax for painted or varnished surfaces, furniture polish emulsion, and paste wax 
for varnished or painted surfaces. 


The grounds of opposition raised by opposer, Nebraska Corporation, include 
the confusion in trade clause and the name clause of Section 5 of the Act, the 
pertinent portions of which read as follows: 


Sec. 5. That no mark by which the goods of the owner of the mark may be 
distinguished from other goods of the same class shall be refused registration as a 
trade-mark on account of the nature of such mark unless such mark— * * * s0 
nearly resemble[s] a registered or known trade-mark owned and in use by another, 
and appropriated to merchandise of the same descriptive properties, as to be likely 
to cause confusion or mistake in the mind of the public, or to deceive purchasers, 
* * * no mark which consists merely in the name of an individual, firm, corpora- 
tion, or association, not written, printed, impressed, or woven in some particular or 
distinctive manner * * * shall be registered under the terms of this Act * * *. 


The Examiner of Interferences summarized the facts of record as follows: 


* * * the business conducted by the opposer’s corporation in connection with the 
mark on which it relies is a continuation of a like enterprise of a partnership having 
a similar name which it succeeded in September 1941. This partnership was formed 
in the fall of 1939, largely through the efforts of the opposer’s witness Hunt, who 
earlier the same year had filed an application in his own name for registration of 
the mark “tidy house” as applied to various cleaning and detergent preparations 
in Class 4 of the official classification of merchandise, and in January 1940, subse- 
quent to the formation of the partnership, filed a second application in his individual 
name for registration of this mark for polishing wax and related goods in Class 16. 
These applications later matured into Registrations Nos. 374,706 and 382,209, 
respectively, which in December 1941 were assigned by Hunt to the opposer’s cor- 
poration by a recorded instrument of assignment, opposer’s Exhibit 10. 


While the opposer’s testimony is not altogether clear upon the point, it seems 
doubtful that the opposer’s assignor Hunt, as an individual, made use in trade of 
the mark “tidy house” as early as June 1939 when the first of said applications for 
registration was filed. And as to the second thereof, the record affirmatively shows 
that when this application was filed the mark was being used by the partnership 
rather than by Hunt. Regardless of whether or not either registration properly 
issued to Hunt, however, the partnership succeeded to whatever rights he may have 
owned in the mark when it commenced business in the fall of 1939. Hence the 
opposer’s assignor Hunt possessed no proprietary interest in the mark in December, 
1941 at the time the assignment of Exhibit 10 was executed, and such an assign- 
ment, in the absence of an intervening assignment to the partnership, therefore was 
without legal force as a transfer of title to the registered mark concerned. 


For the reasons indicated the opposer is deemed not to be entitled to rely 
upon the registrations referred to as evidence of use of its mark upon the goods 
therein recited; and the testimony in fact reveals that a number of the products 
specified in such registrations have never been marketed by the opposer or any 
predecessor thereof. On the other hand, it is amply established by the evidence 
offered in its behalf that the opposer has had use in its own right of “tidy house” 
for certain of the products pleaded in the notice of opposition since prior to the 
earliest date of use claimed by the applicant, and as regards such products it becomes 
immaterial in this proceeding whether or not the opposer may own a registration 
for its mark. Primrose House Inc. v. The Randolph Drug Co., 72 U. S. P. Q. 173. 





TRADE-MARK REPORTER 41 T.M.R. 


Testimony of opposer’s witnesses disclosed that the predecessor of the Nebraska 
Corporation, as early as 1939, had registered the mark “Tidy House” in thirteen 
states; that it had bought radio and magazine advertising which had both local 
and national coverage; that the goods of opposer were sold in grocery, hardware, 
and department stores, and that the goods of opposer and those of applicant were 
often sold in the same section of such stores and often from the same shelves in the 
same departments; and that as a result of similar merchandising methods and of the 
concurrent use of the same marks, several instances of actual confusion as to the 
origin of the involved products have occurred. 

It is not disputed that the mark sought to be registered by the New York 
Corporation is almost identical with that of the Nebraska Corporation. 

As stated above, the Nebraska Corporation predicated its opposition to the 
application for registration by the New York Corporation on the grounds that 
“Tidy House” is a distinguishing feature of its corporate name, and that the 
articles of the parties possess the same descriptive properties. 

The examiner held, and we think properly, that the involved goods do not 
possess similar descriptive properties to such a degree as to create the likelihood 
of confusion contemplated by the statute. 

The examiner did find, however, that 

* * * the opposer’s corporate name, Tidy House Products Company, which has 


been in use as such since considerably prior to the filing of the application here 
involved, is a bar to the registration applied for. 

It appears from the evidence filed on behalf of the opposer that there have 
been a number of instances of actual confusion of identities of the parties as a result 
of use of “Tidy House” as the distinguishing feature of the opposer’s name and 
the concurrent use of this same notation by the applicant. Even without this evi- 
dence, however, it seems clear to the examiner that such confusion would be likely 
to occur. The expression “Tidy House” is a unique and highly distinctive one, 
which so far as appears herein has never been used in trade for any purpose by 
other than the parties or persons in privity therewith. Under such circumstances 
it is believed that the use of “Tidy House” in the respective name and mark is 
calculated to cause confusion of the parties, even though they are engaged in differ- 
ent lines of trade. American Steel Foundries v. Robertson, 269 U. S. 372, 1926 
Cc. D. 289. 


Upon appeal by the New York Corporation, the commissioner sustained 
examiner in the following language: 


The fact that the goods do not possess the same descriptive properties is not, 
however, controlling with respect to the claim based upon the name clause. “Tidy 
House” is clearly the salient and distinguishing feature of opposer’s corporate name 
under the principle set out in American Steel Foundries v. Robertson, 269 U. S. 
372, 1926 C. D. 289, and Duro Pump & Manufacturing Co. v. California Cedar 
Products Co., 56 App. D. C. 156, 11 Fed. (2d) 205. There is some evidence of 
confusion of identity of record between the two corporations but, as found by the 
examiner of interferences, it seems clear that there is likelihood of confusion irre- 
spective of such evidence. Considering the matter in accordance with the name 
clause of the Trade-Mark Act of 1905, the decision of the examiner of inter- 
ferences must be considered well founded. American Steel Foundries v. Robertson, 
supra; Duro Pump & Manufacturing Co. v. California Cedar Products Co., supra; 
Radio Corporation of America v. Rayon Corporation of America, 31 C. C. P. A. 
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808, 139 Fed. (2d) 833; Air King Products Company, Inc. v. Bernstein, 590 O. G. 
536, 70 U. S. P. Q. 504; Safeway Stores Incorporated v. Safeway Opticians, Inc., 
584 O. G. 498, 68 U. S. P. Q. 333. 


With these views we are in thorough accord and hereby affirm the action of 
the commissioner in appeal No. 5765. 


(Case 2) Appeal No. 5768 


The facts in this appeal appear to be substantially the same as those in the 
companion appeal except that here the New York Corporation made application 
to register the “Tidy House” mark for use on “Household Bags, Sandwich Bags, 
Place Mats, Refrigeration Bags, Garbage Bags, Bowl Covers, Waxpaper, Paper 
Napkins, Packing and Shipping Bags, Food Bags, Paper Towels, Coasters, Paper 
Toilet Tissue, Cups and Plates.” 

In its notice of opposition, the Nebraska Corporation relied on several grounds 
therefor, which included the confusion in trade clause but did not include the 
name clause which was pleaded in the companion case. 

In this appeal, as in the companion case, the examiner held that the goods of 
the parties were not sufficiently similar as to be likely to result in confusion in trade. 
The commissioner sustained that holding. We are in complete agreement with 
such action. 

However, we disagree with the conclusion of both the examiner and commis- 
sioner that the failure of the Nebraska Corporation to plead the name clause within 
the thirty-day statutory period, of itself, justifies or warrants the appropriation by 
the New York Corporation of the “Tidy House” mark owned by the Nebraska 
Corporation, because it was the duty of the Patent Office to consider the corporate 
name clause ex parte. 

In the case of Burmel Handkerchief Corp. v. Cluett, Peabody & Co., Inc., 29 
C. C. P. A. (Patents) 1024, 127 F. (2d) 318, 53 U.S. P. Q. 369, this court said: 

The contention of appellant that the tribunals of the Patent Office erred in 
deciding the ex parte case before deciding the inter partes case is without merit. 

* * * “Tt was not only the right but the duty of the tribunals of the Patent Office 


to determine, ex parte, and without reference to issues raised by the notice of 
opposition, whether the mark was entitled to registration.” 


And in the later case of McKesson & Robbins, Inc. v. Isenberg, 35 C. C. P. A. 
(Patents) 1095, 167 F. (2d) 510, 77 U.S. P. Q. 382, this court again said: 

We have held many times that it is not only the right but the duty of the 
tribunals of the Patent Office to determine ex parte and without reference to the 
issues raised by the notice of opposition, whether a mark is entitled to registra- 
on °°" 


Clearly the Patent Office followed the law applicable to inter partes proceed- 
ings in holding that, as between the two contestants, the failure of opposer to plead 
the name clause within the statutory period was a bar to it in such inter partes 
proceedings. However, as has been stated, we feel that it was incumbent upon the 
tribunals of the Patent Office, as guardian of the public interest, to consider 
ex parte the application for registration in the light of the corporate name clause. 

The decisions of both the examiner and the commissioner create doubt in our 
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minds as to the extent of ex parte consideration given the mark sought to be 
registered. We quote from the decision of the examiner as follows: 






There remains to consider, ex parte, the question of applicant’s right to 
registration. 

Testimony for the applicant establishes that of the various items enumerated 
in its application, the mark sought to be registered has been used only upon 
household, food, and garbage bags. Appropriate amendment of the application 
therefore will be required in the event the applicant finally prevails in this pro- 
ceeding. 

For the reasons set forth above, the notice of opposition is dismissed; and 
subject to the filing of the suggested amendment to the description of the appli- 
cant’s goods, it is further adjudged that the applicant is entitled to the registra- 
tion for which it has made application. 

















There is nothing in the decision of the examiner to indicate that the regis- 
trability of applicant’s mark was considered ex parte under the name clause of the 
statute. Furthermore, there is nothing in the record to apprise us as to the reason, 
if any there was, such consideration was not given by the examiner. 


We find in the decision of the commissioner the following: 


Opposer further contends that the examiner of interferences should have 
taken ex parte action to refuse registration in view of opposer’s corporate name. 
While opposer may suggest ex parte action, it is not entitled to question the 
decision of the examiner of interferences upon such matters. McKesson @& Robbins, 
Incorporated v. Isenberg, 35 C. C. P. A. 1095, 167 Fed. (2d) 510; Island Road 
Bottling Company v. Drink-Mor Beverage Company, 31 C. C. P. A. 816, 140 Fed. 
(2d) 331. In view of the fact that opposer has waived its right to rely upon this 
ground of opposition and that the basis of such suggested ex parte action appears 
only in the record of this case and not from matters otherwise of record in the 
Patent Office, it does not appear appropriate that ex parte action be taken at this 
time, nor is the suggestion that this be taken affected by anything contained in the 
Trade-Mark Act of 1946 to which both parties refer, although conceding that this 
case must be considered under the provisions of the Trade-Mark Act of 1905. 





















We are entirely at a loss to understand what is meant by the holding of the 
commissioner with respect to the taking of ex parte action. This language might 
be construed to mean that ex parte action would be taken at a subsequent time 
after the Patent Office has had jurisdiction of the case returned to it. On the other 
hand, it may be that the commissioner intended to affirm the holding by the 
examiner that the applicant is entitled to register its mark. If the latter construction 
is to be placed on the quoted portions of the decisions, it is clear that a most 
unusual and inconsistent situation results. In Appeal No. 5765, the tribunals of 
the Patent Office properly held that applicant could not register its mark because 
it had appropriated the corporate name of the opposer, while in the instant case, 
if the holdings of the Patent Office should be upheld, applicant is free to do the 
very thing which it was not allowed to do in the companion case. 

For the reasons stated, we hereby reverse the decision of the commissioner and 
remand this case for further proceedings to consider ex parte the applicability of 
the corporate name clause of the 1905 Act to the application here involved. 
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AUTOMATIC WASHER COMPANY v. EASY WASHING MACHINE 
CORPORATION 


No. 3354—U. S. D. C. N. D. N. Y.—May 8, 1951 


Courts—J urIsDICTION—GENERAL 
Allegation of infringement of 1920 Act registration, unless plainly unsubstantial, held 
sufficient to confer jurisdiction upon federal court in trade-mark infringement and unfair 
competition suit between citizens of same state, since both causes of action rest upon 

substantially the same grounds. 


TrapeE-Markxs—Proor or OwNeERSHIP—EFFECT OF REGISTRATION 
Plaintiff's 1920 Act registration held to create no presumption of ownership. 


Trape-Mark INFRINGEMENT AND UNrarr CompetiTion—Basis or Rev_ier—GENERAL 
Even though a mark is descriptive and hence not a good common law trade-mark, 
it will be protected in an unfair competition suit where secondary meaning is established. 
On facts of record, plaintiff held to have failed to sustain burden of proof to estab- 
lish that the mark “Spin-dry” had acquired secondary meaning so as to afford basis for 
finding of ownership of mark in plaintiff cither upon theory of trade-mark infringement 
or unfair competition. 


Trape-Marks—Worps INCAPABLE oF ExcLusive ApPpROPRIATION—DESCRIPTIVENESS 
“Spin-dry” held not fanciful or unique but a general term, in common use, descrip- 
tive of laundry equipment and incapable of exclusive appropriation. 


Trape-Marks—SECONDARY MEANING—GENERAL 
There is no inflexible rule for determining existence of secondary meaning as each 
case must depend upon its own facts. 
To acquire secondary meaning, evidence must show that term has been used in such 
manner over such period of time and to such extent that purchasing public associates 
term with goods of particular manufacturer. 


Trape-Marxk Act or 1946—CANCELLATIONS—SECTION 37 


CANCELLATIONS—GrouNnps—-Lack or Exciusive Use 
Section 37 of 1946 Act in broad terms confers upon the court power to invalidate 
registrations. 
Plaintiff's 1920 Act registration of “Spin-dry” held invalid and cancelled. 


Trape-Marxk Act or 1920—RecistraBiILiry—SeEctTIon 1(b) 

Requirement of Section 1(b) of 1920 Act as to bona fide use for not less than one 
year, held to mean exclusive use for at least one year prior to date of application for 
registration. 

On facts of record plaintiff held not to have had such bona fide use of term “Spin- 


” 


dry. 


TrapE-MarKs—REGISTRABILITY—EFFECT OF DISCLAIMER 
Disclaimer held to operate only as acknowledgment that right to use of words dis- 
claimed is not claimed to be exclusive, but it does not operate to surrender to a later 
comer the exclusive right therein. 


Trape-Mark Act or 1946—Remepies—Section 38 
Purpose of Section 38 of 1946 Act, granting civil action for damages to any person 
injured as result of procurement by another of registration by false or fraudulent decla- 
ration or representation, or any false means, held punitive and intended to be used only 
upon a finding of wilful falsity or misrepresentation. 


Trade-mark infringement and unfair competition suit by Automatic Washer Com- 
pany against Easy Washing Machine Corporation. Defendant counterclaims for 
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cancellation of plaintiff’s registration and for money damages. Complaint and 

counterclaim dismissed and registration cancelled. 

Hiscock, Cowie, Bruce, Lee & Mawhinney (Gerald Henley, of counsel), of Syra- 
cuse, N. Y., and Toulmin G Toulmin (Harry A. Toulmin and C. E. Crafts, of 
counsel) , of Dayton, Ohio, attorneys for plaintiff. 

Hancock, Dorr, Ryan & Shove (John Gates, of counsel) and Francis P. Keiper, of 
Syracuse, N. Y., and Fraser, Myers @ Manley (Howard J. Churchill, of coun- 
sel), of New York, N. Y., attorneys for defendant. 

BRENNAN, C. J.: 

The complaint on its face sets forth a claim for relief based upon trade-mark 
infringement. It is alleged that the action arises under the Trade-Mark Laws of 
the United States and charges in substance that the use by the defendant of the 
designation “Spindrier” is a colorable imitation of plaintiff’s registered trade-mark 
“Spin-dry,” and an infringement thereof as applied by the defendant to its washing 
machines or laundry equipment. The plaintiff seeks an injunction, an accounting 
of profits, and treble damages. 

The answer denies infringement, ownership by the plaintiff of the mark, the 
validity of the registration, and pleads abandonment, estoppel and laches. The 
cancellation of plaintiff’s trade-mark registration is sought. Defendant also counter- 
claims seeking an award of money damages. 


The trial record of this case is voluminous and is supplemented by a large num- 
ber of exhibits. Plaintiff submits briefs of something over one hundred pages, par- 


tially printed and partially typewritten. The defendant’s briefs are composed of 
about seventy typed pages. With such a background, if this opinion is to be kept 
within reasonable length, it is readily understandable that a statement of the facts 
and discussion of law must be drastically condensed. 


The parties to this action are both Delaware corporations. Plaintiff’s principal 
place of business is at Newton, Iowa. Defendant’s principal place of business is at 
Syracuse, New York. Plaintiff and defendant are both engaged in the manufac- 
ture of washing machines and laundry equipment. They are definitely competitors 
in the field of the manufacture and sale of domestic washing machines. This one 
item of merchandise is involved in this litigation. 

In 1931 Prima Manufacturing Co., Inc. of Sydney, Ohio, was engaged in the 
manufacture of a washing machine which was composed of two tubs, one of which 
enclosed an agitator type of mechanism designed to cleanse or wash clothes placed 
therein. The smaller tub or cylinder contained a mechanism of a rotary type which, 
when used, would extract the water from the clothes by use of the principle of cen- 
trifugal force. On October 4, 1932, it caused to be registered in the United States 
Patent Office its trade-mark composed of the words “Prima Spin-Dry.” This regis- 
tration was granted under the 1905 Act. The word “Spin-Dry” was disclaimed 
apart from the mark as shown. In 1934 Prima filed a petition for reorganization 
under the then existing provisions of the Bankruptcy Law and generally referred 
to as “77-B.” A trustee was appointed who continued the business from 1934 until 
December 16, 1936, when all assets were sold to Dallas E. Winslow, Inc. A few 
months later a new corporation was formed; to-wit, Prima Manufacturing Corpo- 
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ration, and the assets of the Winslow Company transferred thereto. This Prima 
corporation continued the business until April 3, 1939, when its manufacturing 
plant was destroyed by fire. In June, 1939, part of the assets, including the machin- 
ery and special equipment relating to the manufacture of spinner type washers was 
transferred to Automatic, the plaintiff herein. In all of the above transactions all 
trade-mark rights Were transferred to each succeeding purchaser, so that Automatic 
became the owner thereof, as above indicated. Automatic then started to manu- 
facture the same type of washer as above described, and continued until about 
1942, when further manufacture was forbidden by governmental restriction. In 
1944, Automatic caused the trade-mark “Spin-dry” No. 408,153 under the 1920 
Act to be registered in the United States Patent Office. In its statement it was 
recited that the trade-mark had been used continuously and applied to laundry 
machines in the business of the applicant or its predecessors since 1931, and that 
the mark had been in bona fide use for not less than one year in interstate com- 
merce by the applicant or its predecessors. It was recited that the plaintiff is the 
owner of the trade-mark registration of 1932 above referred to. 


Easy has been continuously engaged in the manufacture of laundry equipment 
over a period of many years. Early in September, 1939, it introduced in interstate 
commerce a domestic washing machine which may be described generally as similar 
to the product manufactured by Automatic and its predecessors. The manufacture 
and sale of such machines has continued to date. Easy has registered several trade- 
marks but the only one appearing to be connected with the issues here is the regis- 


tration under the Act of 1905, granted February 27, 1940, which may be generally 
described as a composite mark containing the words “Spiralator” and “Spindrier,” 
superimposed over the word “Easy.” In this registration the use of the word “Spin- 
drier” was disclaimed apart from the mark as shown. 


The above facts are not disputed and may be termed historical in nature. In 
the main there is no serious conflict in the factual evidence, and the problem is to 
draw the proper inferences therefrom and to apply the applicable law. To find 
the nature and extent of the use of the words “Spin Dry” in the washing machine 
industry is a necessary background for the determination of the issues here. 


The evidence in this case overwhelmingly indicates that the words “Spin Dry” 
—either separately or in a hyphenated form—have been used for some years prior 
to 1931 and continuously since that date to refer to and describe laundry equipment 
designed to force the water from washed clothes by use of a high speed rotating 
mechanism, as distinguished from the wringer type laundry equipment. The term 
was and is extensively used by many large washing machine manufacturers in their 
advertising and operating instructions. It was also used in writings referring to 
household laundry equipment. Commencing in 1928, the Savage Arms Corporation 
of Utica, New York, a large manufacturer of washers, caused the words “Spin- 
Rinse”—‘“Spin-Dry” to be placed upon the name plate of the Savage Washer. Such 
use continued until 1947 with the exception of the war years and also prior to any 
similar use by plaintiff’s predecessors which began in 1931. 

During the period from 1931 to 1934 the Prima Manufacturing Co., Inc., 
affixed the word “Spin-Dry” to the tub or cylinder in which the drying operation 
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was performed, while the word Prima was placed upon the tub in which the wash- 
ing operation was performed. The extent of such use does not clearly appear in 
the evidence, but it is fair to say that Prima’s manufacturing operations were not 
large. The evidence is not clear as to the actual use of the term from 1934 to 1939, 
when the manufacture of the so-called Prima Washer was carried on by the Trustee 
in reorganization, the Dallas Winslow Co. and Prima Manufacturing Corporation. 
The evidence warrants, however, the conclusion that the washers manufactured 
during that period were marked in the same manner as in the case of the original 
Prima product. In 1939, Automatic, having purchased the equipment necessary to 
manufacture the Prima machine, began its first actual manufacture. Its first sale 
occurred on September 26 or 28, 1939. There was manufactured by Automatic 
from that time until 1942, when governmental restrictions prohibited further manu- 
facture, a total of about five thousand machines. For the first part of that period 
the machine was identical with the so-called “Prima” machine and Automatic 
claims that it was marked with the words “Prima” on the washing tub and “Spin- 
dry” on the spinner compartment. Later the same type of machine was manufac- 
tured with the name Automatic appearing thereon as the manufacturer. Easy con- 
tends that the evidence is insufficient to show that the mark was affixed to the 
machines so manufactured, and such contention has a basis in the evidence. Even 
if it be assumed that the machines manufactured during that period were marked 
as claimed by Automatic, the point is not of great importance for the reason that 
Macy & Co. was the principal customer of the machines manufactured by the 
plaintiff and its predecessors, and that during the period under discussion: to-wit, 
1939 to 1942, about thirty-three hundred of the five thousand machines manufac- 
tured by Automatic were sold to Macy’s and distributed to the retail trade through 
Macy’s New York store. These machines bore no evidence that Automatic was the 
manufacturer thereof. In fact, they were so marked as to convey the impression that 
Macy was the manufacturer thereof. Even if we assume that the remaining ma- 
chines, about seventeen hundred in number, were marked as claimed by Automatic, 
such assumption is only available as a circumstance to establish a secondary mean- 
ing in the words “Spin Dry.” It is conceded that from 1942 until the commence- 
ment of this action, Automatic did not affix the word “Spin-dry” to its domestic 
washing machines manufactured during that period. Beginning in 1940, Automatic 
distributed a considerable number of circulars or pieces of advertising literature, 
and advertised its product to some extent in newspapers and trade magazines. 


Easy commenced the manufacture of domestic washing machines labelled with 
the 1940 registered trade-mark of “Easy Spiralator Spindrier” about August, 1939. 
The first interstate transaction or sale involving a machine so marked was made 
September 5, 1939, and similar shipments continued from that date to sometime in 
1942, when the manufacture of washing machines was stopped by governmental 
regulations. Fifty-nine thousand such machines so labelled or bearing the words 
“Spiralator Spindrier,” together with the name Easy, were manufactured and sold 
during that period. After the government’s restriction had been raised, Easy 
manufactured and sold about nine hundred thousand machines up to the com- 


mencement of this action labelled “EASY Spindrier.” About $1,000,000 has been 
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spent in advertising EASY Spindrier washing machines between October 1, 1939 
and the date of the commencement of this action. 

The Court now turns to a consideration of the principles of law which must 
be applied to the facts recited above in order to reach its decision. 

A question of the jurisdiction of this court is raised by the defendant, which 
may well be disposed of here. The complaint alleges the infringement of plain- 
tiff’s trade-mark registration under the 1920 Act. Such allegation, unless plainly 
unsubstantial, is sufficient to confer jurisdiction upon the court to determine the 
issue of infringement. If plaintiff should fail on that issue and the complaint is 
construed broad enough to raise the common law issue of unfair competition, then 
the court has jurisdiction to determine such controversy, since both causes of action 
rest upon substantially the same grounds. (Armstrong Paint and Varnish Works v. 
Nu-Enamel Corp., 305 U. S. 315; Best and Co. v. Miller, 167 F. 2nd 374; Hanson 
v. Triangle Publications, 163 F. 2nd 74 at 79; see also 28 U.S. C. A. 1338.) 

The crux of Automatic’c claim is that Easy has competed and is competing 
unfairly by attaching to its domestic washing machines and using in its advertise- 
ments the word “Spindrier,” thereby infringing upon its trade-mark “Spin-dry.” 

It is stated that the complaint in this action is based upon the pleading in 
Armstrong Co. v. Nu-Enamel Corp., supra, and that decision is urged as an authority 
here. Factually it appears that there is one important distinction between the 
Nu-Enamel case and the instant case. A secondary meaning was conceded to exist 
in the former, while it is definitely a controversial question here. 

Using the decision in the Nu-Enamel case as a starting point, it is apparent 
that there may be no recovery here either upon the basis of infringement (page 335), 
or upon the basis of unfair competition (page 336), unless Automatic has estab- 
lished that the word “Spin-dry” as applied to domestic washing machines means 
Automatic’s merchandise and its alone. This is another way of saying that plain- 
tiffs registration under the 1920 Act creates no presumption of ownership, and, 
if recovery is to be had under a claim of infringement ownership must be estab- 
lished by evidence sufficient to show that the mark by its use has acquired a sec- 
ondary meaning. It also means that, even though a descriptive mark is not a good 
trade-mark at common law, it will be protected in an unfair competition action 
only if a secondary meaning is established. 

The Second Circuit in Speed Products Co. v. Tinnerman Products, 179 F. 2nd 
778, recognized the principles stated above, and the parties hereto do not seriously 
dispute same. 

It becomes apparent then that the determination as to whether or not the 
word “Spin-dry” has acquired a secondary meaning is determinative of the plain- 
tiff’s cause of action either upon trade-mark infringement or unfair competition. 
That the word “Spin-dry” is descriptive when used in advertising is hardly open 
to argument. It implies in the washing machine industry a machine which per- 
forms the drying operation by a spinning or revolving mechanism as distinguished 
from the wringer type laundry equipment, which accomplishes the same result. 
The word is not fanciful nor unique. It is a general term in common use. 

The problem of determining rights in a generic term or word is not unusual. 
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The word “Spin-dry” is incapable of exclusive appropriation. (Elgin @ Nat'l 
Watch Co. v. Illinois Watch Co., 179 U. S. 665), and being words of common 
speech a secondary meaning capable of supporting a finding of ownership required 
under the doctrine of the Nu-Enamel Corp. case “. . . is harder to create and easier 
to lose . . .” than in the case of coined or fanciful words. (Landers, etc. v. Uni- 
versal Cooler Corp., 85 F. 2nd 46.) 

The doctrine of the creation of a secondary meaning seems to be recognized 
in the 1946 statute as applying to a mark which has become distinctive of appli- 
cant’s goods in commerce. The law provides no all-inclusive definition of the term, 
but the authorities are agreed that to acquire a secondary meaning the evidence 
must show that the term has been used in such a manner, over such a period of 
time, and to such an extent that the purchasing public associates the term with 
the goods of a particular manufacturer. The query here is: Does the evidence 
show that the purchasing public associate the term “Spin-dry” only with Auto- 
matic’s washers? 

There is no inflexible rule to determine the existence of a secondary, meaning. 
Each case must be decided upon its own facts. The following quotation taken 
from Sun Valley Mfg. Co. v. Sun Valley Togs, Inc., 39 F. Supp. 502, at 503 and 
504, is applicable. 

“The elements to be considered in determining whether a name has acquired a sec- 

ondary meaning are generally (a) length of use of such name, (b) the nature and 


extent of popularizing and advertising such name, (c) the efforts in promoting the 
consciousness of the public in connecting the name with a particular product.” 


Here the extent of the use by Automatic’s predecessors is not clear, but it is 
evident that the word “Spin-dry” placed upon the drying tub entirely apart from 
the word “Prima” is descriptive of the function of that part of the machine, rather 
than indicating the name of the manufacturer. Whatever evidence there is as 
to the purpose of such use indicates that it was descriptive. Automatic’s use of 
the term was limited to the period between 1939 and 1942, and even if it be 
assumed that the term “Spin-dry” was placed on each of the seventeen hundred 
washing machines manufactured by Automatic and sold to the general trade during 
that period, that fact does not constitute satisfactory evidence of the existence of 
a secondary meaning. The extensive and continuous use of the word “Spin-dry” 
by many washing machine manufacturers, the actual affixing of the words “Spin- 
Dry” and “Spindrier” to the Savage and Easy washers are important facts militating 
against such a finding. 

The Court is satisfied that the evidence is entirely insufficient to sustain the 
burden of proof imposed on Automatic to establish that the mark “Spin-dry” has 
acquired a secondary meaning so as to afford a basis for a finding of ownership 
in the plaintiff of the mark “Spin-dry” either upon the theory of trade-mark in- 
fringement or unfair competition. 

The finding above made renders unnecessary the discussion of the remaining 
contentions made by Easy, which are urged as sufficient to defeat plaintiff's 
recovery either on the theory of trade-mark infringement or unfair competition. 

Easy in its answer sets up defenses challenging the validity of the plaintiff’s 
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1944 registered trade-mark “Spin-dry.” In the counterclaim contained in the 
answer the defendant invokes the provisions of Section 38 of the Lanham Trade- 
Mark Act of 1946 (15 U.S. C. A. 1120), which is a reenactment of a similar pro- 
vision found in the prior statutes to recover money damages based upon allega- 
tions of fraud and falsity on the part of Automatic in the registration proceedings. 

The power of the Court to invalidate registrations is conferred in broad terms 
under the present Act. (15 U. S. C. A. 1119.) It seems to be the intent of the 
statute that in a litigation where the parties are afforded the opportunity to present 
all pertinent evidence the Court should proceed to correct the registry where the 
evidence warrants such action. 


The defendant advances about six contentions which are urged as separate 
bases for a finding of invalidity and an order directing cancellation. It is unneces- 
sary to discuss them in detail. 

A mark registered under the 1920 Act (sec. 1 (b) must have been in bona 
fide use for not less than one year in interstate commerce prior to its registration, 
and it may not be registered if it is confusingly similar to a known trade-mark used 
in interstate commerce. Under the Act of 1920 all decisions of the Commissioner 
of Patents in granting or refusing registrations under that Act are final. (In Re 
Cohen, Goldman and Co., Inc., 119 F. 2nd 599; Postum Co. v. California Co., 297 
Fed. 544; 272 U. S. 693.) Recourse then must be had to administrative decisions 
interpreting the requirements for registration to determine whether or not the 
legal requirements were met by Automatic in the registration of its mark. 

The requirements of the statute as to bona fide use for not less than one year 
has been uniformly interpreted to mean use to the exclusion of others for at least 
one year next preceding the date of the filing of the application. (Fortune Tobacco 
Co. v. Axton-Fisher Co., 22 U. S. P. Q. 366; Bosch v. American Bosch Corp., 2 
U. S. P. Q. 15; Frutana Co. v. Musselman, 45 U. S. P. Q. 231; Kellogg Co. v. 
Shredded Wheat Co., 55 U.S. P. Q. 213.) 

In paragraph VI of the complaint the essential charge is that Automatic’s 
trade-mark “Spin-dry” has been infringed by the use of the term “Spindrier” in the 
trade-mark “Easy Spiralator Spindrier.” It is charged that the word “Spindrier” 
as used is a colorable imitation of “Spin-dry.” The alleged infringing trade-mark 
was first used in interstate commerce early in September, 1939, and the mark was 
registered in 1940, so that Automatic is put in the rather inconsistent position of 
alleging an infringement by Easy in the use of “Spindrier” which is a fragment of 
its trade-mark registered four years prior to the mark infringed. There is no doubt 
that Automatic knew of Easy’s use of the alleged infringing mark prior to its regis- 
tration of the word “Spin-dry,” and it is difficult to conclude that it can be found 
that plaintiff had an exclusive use of the term under such circumstances. Auto- 
matic has answered this contention by urging that the word “Spindrier” was dis- 
claimed in Easy’s 1940 registration, which is a fact. Such disclaimer, however, 
operates only as an acknowledgment that the right to the use of the words disclaimed 
is not claimed to be exclusive, but it does not operate to surrender to a late comer 
the exclusive right therein. (Warner Patterson Co. v. Malcomb, 77 F. 2nd 950; 
Vi-Jon Laboratories v. Lentheric, 133 F. 2nd 947.) 
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The continuous use of the word “Spin-dry” by the Savage company would 
seem also to contradict Automatic’s statement as to its exclusive or bona fide use. 
Automatic claims that the words as used by Savage were descriptive or as a slogan. 
The Court is inclined to agree with that contention. However, the words “Spin- 
rinse” and “Spin-dry” appeared on the name plate affixed to the Savage washer 
tub which performed both operations. While the proof shows that the word “Spin- 
dry” when used by Automatic was affixed to the tub which performed the drying 
operation. It is rather difficult to distinguish between the two uses, and it may 
well be that Automatic’s use of the word “Spin-dry” was at all times a functional 
or descriptive use and never reached the dignity of a trade-mark use. In any event 
the use of the terms by both Easy and Savage forecloses a finding that Automatic 
had the exclusive use of the word “Spin-dry” as required by the 1920 Act. 


In view of the above conclusion it is unnecessary to discuss and apply the pro- 
visions of the statute which refer to use in interstate commerce for one year. The 
question there would be whether or not the administrative interpretations as to the 
requirement of one year’s use is affected by governmental restriction. The question 
becomes unimportant, since it has been concluded that Automatic had no such bona 
fide use of the term “Spin-dry” during any particular year prior to its application 
for registration. It may be added that the registration statement as to continuous 
use is patently incorrect. 

It appears to the Court that Automatic’s trade-mark is invalid, and that the 
registration should be cancelled, for the reason that Automatic’s mark “Spin-dry” 
had not been in bona fide use in interstate commerce for any period not less than 
one year prior to its registration. 

In view of the decision, the further contentions that Automatic’s trade-mark 
is inherently incapable of acquiring a trade-mark use; that it is confusingly similar 
to Easy’s trade-mark registration of 1940, and that Prima’s disclaimer as to the 
use of the word “Spin-dry” operates as an estoppel, will not be decided here. 


Defendant’s counterclaim has been considered as has the section of the law 
upon which the claim is based. The section in question has apparently been little 
used, since judicial precedents thereunder appear to be few in number. The pur- 
pose of the section seems to be punitive and intended to be used only upon a finding 
of wilful falsity or misrepresentation. It is sufficient to say that the Court finds the 
evidence insufficient to sustain the claim, and the counterclaim must, therefore, be 
dismissed. 


In addition to the findings and conclusions set forth herein, other findings and 
conclusions are made as follows: 


Frnpincs oF Facr 


1. The plaintiff has failed to establish ownership of the trade-mark “Spin-dry” 
which would afford a basis for a recovery in this action either upon the theory 
of trade-mark infringement or unfair competition. 

2. Plaintiff's trade-mark “Spin-dry” No. 408,153, registered July 18, 1944, 
had not been in bona fide use for not less than any one year in interstate commerce 
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at the time application was made for the registration of said mark or at the time 
of the actual registration thereof. 

3. The evidence is insufficient to sustain the cause of action set forth in 
defendant’s counterclaim herein. 


ConcLusiIons oF Law 


1. The Court has jurisdiction of this cause of action and of the parties thereto. 

2. The complaint should be dismissed. 

3. The trade-mark Registration No. 408,153, registered in the United States 
Patent Office on July 18, 1944, consisting of the word “Spin-dry” should be 
cancelled. 

4. Defendant’s counterclaim should be dismissed. 


5. Judgment is directed accordingly. 


ASSOCIATION OF CONTRACTING PLUMBERS OF THE CITY OF NEW 
YORK, INC. v. CONTRACTING PLUMBERS ASSOCIATION 
OF BROOKLYN AND QUEENS, INC. 


N. Y. Ct. of Appeals—June 1, 1951 


UnFair ComMPETITION—BAsIsS OF RELIEF—GENERAL 


New York PEenat Law Section 964—INJuUNcTIONS—Basis OF RELIEF 
Nature of remedy, a permanent injunction, obtainable under Section 964 of New 
York Penal Law, on affidavits alone and without trial, require that it be invoked only 
where right thereto is established in clear and convincing manner. 
Summary relief may be denied where basic facts as to violation are controverted. 
Section 964 of New York Penal Law held declaratory of common law in granting 
remedy for misuse of name in unfair competition not confined to commercial disputes. 
Summary relief authorized by Section 964 of New York Penal Law should be invoked 
only where there is conclusive evidence of intent to deceive and mislead the public. 


Courts—STATuToRY INTERPRETATION—GENERAL 
Legislative intent is best gathered by according language employed its usual and 
ordinary meaning. 
Unrair CoMpETITION—BuRDEN OF Proor—GENERAL 
On facts of record, petitioner held to have failed to prove violation of Section 964 
of New York Penal Law which requires use with intent to deceive or mislead the public. 


Trap—E NamMeEs—SECONDARY MEANING—GENERAL 
In view of nationwide common usage of “Association of Contracting Plumbers” and 
“Contracting Plumbers Association,’ no secondary meaning may be acquired in such 
phrases. 


Appeal from Appellate Division, First Department. 

Petition under N. Y. Penal Law by Association of Contracting Plumbers of the 
City of New York, Inc. against Contracting Plumbers Association of Brooklyn and 
Queens, Inc. Contracting Plumbers Association of Brooklyn and Queens, Inc., 
appeals from order granting permanent injunction. Reversed. 
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Harold Dublirer and A. E. Robert Friedman, of New York, N. Y., for appellant. 
Abraham Wilson and Elliott A. Wysor, both of New York, N. Y., for respondent. 
Dye, J.: 

The question presented on this appeal concerns the measure of proof required 
to justify the summary remedy provided by section 964 of the Penal Law (L. 1937, 
ch. 638). It turns on whether an order granted on affidavits alone, without a trial, 
permanently restraining and enjoining the appellant-respondent from the use of the 
name “Contracting Plumbers Association of Brooklyn and Queens, Inc.” and par- 
ticularly the words “Contracting Plumbers Association” either alone or on conjunc- 
tion with other words, was justified 

We think not. When the Legislature enacted section 964 of the Penal Law, 
it provided a new and summary proceeding not heretofore available by which an 
aggrieved party in a proper case, could obtain speedy and drastic relief without 
the delays incident to a plenary action. Matter of Julius Restaurant v. Lombardi, 
282 N. Y. 126 [40 T. M. R. 187, 441]. This is not to say, however, that compliance 
with basic evidentiary rules may be dispensed with. The very nature of the remedy 
—a permanent injunction—to be had without a trial on affidavits alone—requires 
that it be invoked only when the right thereto is established in a clear and convincing 
manner. Where basic factual allegations of violation are controverted summary 
relief may be denied. Matter of Alexander's Dept. Stores v. Cohen, 269 App. Div. 
117 [35 T. M. R. 121], revd. 295 N. Y. 557. 

Both parties hereto are local nonprofit trade associations incorporated under 
section 2 of the New York State Membership Corporations Law (L. 1926, ch. 722, 
as amd.), for the purpose of promoting the interest and welfare of their members 
in the plumbing business and with other trade associations in the plumbing busi- 
ness. In practice, however, the principal activity is in the field of labor relations 
and acting as collective bargaining agent in the negotiation, making and super- 
vision of employment contracts with local trade unions. 

The petitioner-appellant, as presently constituted, was originally organized in 
1900 as an unincorporated association of master plumbers, its members being drawn 
and its activities covering all parts of New York City, including the boroughs of 
Brooklyn and Queens. In 1939, it incorporated with no change of name except 
the addition of the abbreviation “Inc.” In 1942, without change of name, it 
absorbed by consolidation another trade association of master plumbers which had 
been incorporated under the Membership Corporations Law in about 1881 as 
“Association of Master Plumbers of the City of New York,” its name being changed 
in 1908 by the addition of the words “Manhattan Branch.” In 1946, the petitioner 
was chartered as an affiliate by the New York State Association of Master Plumbers 
and also chartered as an affiliate of the National Association of Master Plumbers. 
Thereafter dissension developed among certain of its officers and members cul- 
minating in the withdrawal of the dissenting group who organized themselves and 
others as a trade association under the Membership Corporations Law, the certifi- 
cate being filed with the Secretary of State, July 12, 1948, under the name in 
controversy. 

The petition also alleges that its members perform a considerable portion of 
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all physical work done in New York City; that it is recognized as the collective 
bargaining agent for the plumbing industry by the building trade employer’s asso- 
ciation of New York City; that it is the collective bargaining agent in a contract 
with Local Union No. 1 of the United Journeymen, Plumbers, Gas Fitters and 
Apprentices of the United States and Canada and that it shares in the administra- 
tion of a welfare fund established under such agreement. 

The petitioner alleges that by use in its name by the respondent of the words 
“Contracting Plumbers Association” it has appropriated and intends to appropriate 
in substantial part the name, good will and prestige of petitioner and thereby create 
the impression that it is a branch or an affiliate of the petitioner and that such 
action on its part “tends to mislead and deceive the public” particularly in the 
building industry. 

The opposing affidavits generally deny any such intent or purpose and, on the 
contrary, allege circumstances which it is claimed show its good faith and a right 
to use its name. That in the first instance it had submitted the name “Brooklyn 
and Queens Master Plumbers Association, Inc.” which the Secretary of State had 
rejected because of conflict with the name of an existing association; that it limits 
its membership and activities to master plumbers doing business in Brooklyn and 
Queens. It is also chartered as an affiliate of the New York State association under 
the controverted name. That at all times it has maintained an office in Brooklyn 
and conducted its affairs under such name and title. Statistics are also developed 
which indicate, superficially at least, that the petitioner’s membership does not in 
fact perform a considerable portion of the plumbing work in the city; that of the 
3,100 licensed master plumbers in New York City only 90 are currently members 
of the city association while of the 1,400 licensed plumbing contractors in Brooklyn 
and Queens, 67 are members of appellant association and only 4 are members of 
the city association. 

The threshold question as to the availability of section 964 in a nonprofit 
trade association dispute as distinguished from commercial or trading corporations 
finds its answer in the initial words of the statute declaring: 

“No * * * corporation shall * * * use as * * * a corporate * * * name, 


* * * for advertising purposes, or * * * for any other purpose, any name * * * 
which may deceive or mislead the public.” (Emphasis supplied.) 


Legislative intent is best gathered by according the language employed its 
usual and ordinary meaning. When so read the generality of the language here 
employed is broad enough to include both parties. The statute creates no new legal 
principle—at common law equity afforded a remedy for misuse of name in unfair 
competition which was not confined to commercial disputes. It included nonprofit 
corporations. B. P. O. E. v. Improved B. P. O. E., 205 N. Y. 459, 464; National 
Circle Daughters of Isabella v. National Order of Daughters of Isabella, 270 F. 723. 
The parties here even though organized as nonprofit trade associations, are in a 
sense competitors, serving as they do a membership of licensed plumbers (cf. Jnter- 
national News Service v. Associated Press, 248 U.S. 215). 

In reaching this conclusion we have not overlooked certain lower court deci- 
sions which gave the impression without so ruling, that the statutory remedy was 
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limited to cases involving commercial fraud. Matter of Hirsch v. Perlman, 268 
App. Div. 1035; Matter of Overseas Agency v. Overseas Press, 183 Misc. 40, affd. 
268 App. Div. 856 [34 T. M. R. 329]; Matter of Pignatelli v. Pignatelli, 175 Misc. 
139. Our decision in Matter of Julius Restaurant v. Lombardi, supra, is not to the 
contrary for there we considered only the procedural question. 


The proof here, as we view it, falls short of the expressed showing that the 
words “Contracting Plumbers Association” as used are violative of section 964. 


The statute so far as pertinent, provides: 


“No * * * corporation shall, with intent to deceive or mislead the public, assume, 
adopt or use as * * * a corporate * * * name, for advertising purposes, or for the pur- 
poses of trade, or for any other purpose, any name * * * or a part of any name * * * 
which may deceive or mislead the public as to the identity of such * * * corporation 
or as to the connection of such * * * corporation with any other * * * corporation.” 


This, like many other legislative enactments, must be considered as a compre- 
hensive effort to deal with the consequences of a single act either as a criminal 
offense or a civil wrong, depending upon its public impact. Severability depends 
upon circumstances but the substantive definition is equally applicable to either 
situation which is, “No * * * corporation shall, with intent to deceive or mislead 
the public * * * use * * * a * * * name.” The significance and importance of this 
essential element is not extinguished by the latter provision that “an injunction 
may be issued * * * without requiring proof that any person has in fact been 
deceived or misled thereby.” This latter provision is meaningless when lifted out of 
context. It must be read as part of the whole and when so read it becomes crystal 
clear why proof “that any person has in fact been deceived or misled thereby” is 
dispensed with. The wrong is in the use with intent. When that is established a 
case for summary relief is made out. Here the proof falls short of such a showing. 
In fact the answering affidavits tend to show the contrary. 


The controverted name had the approval of the Secretary of State, the State 
and National Association of Master Plumbers, together with a large segment of the 
plumbing industry doing business in the boroughs of Brooklyn and Queens. It 
appears also that the use of the phrases “Association of Contracting Plumbers” or 
“Contracting Plumbers Association” is nationwide and that the national organiza- 
tion is encouraging the use of such phrases by all groups affiliated with it. Such 
words are of widespread and common usage in the plumbing trade. Under such 
circumstances no secondary meaning may be acquired. The petitioner, notwith- 
standing its prior organization, has no monopoly on the use of such terms. The 
very use of the terms in connection with New York City, Brooklyn and Queens indi- 
cate a separate and distinct entity and it is unreasonable to assume without clear 
proof, that in such use the respondent-appellant intended to mislead or deceive 
any member of either association or any labor union with whom they bargain col- 
lectively or any trade association in the building industry particularly when its 
membership and activities are confined to geographical limits, and neither has any 
dealings with the general public as such. Section 964 is drastic in scope and content. 
The summary relief authorized should be invoked only when there is conclusive 
evidence of intent “to deceive and mislead the public.” 
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The orders should be reversed and petition dismissed, without costs, and 
without prejudice to the commencement of an appropriate action in equity. 

Loucuran, Chief Judge, Lewis, Conway, DEsmonp, Futp and FRrokgsseEt, 
Judges, concur. 


BUDDY LEE, INC. v. LEE RAY MEN’S WEAR, INC. 
N. Y. S. Ct. N. Y. County—May 29, 1951 


TRADE-MaARKS AND TRADE NAMES—CONFUSING SIMILARITY—GENERAL 
General rule is that it must be assumed that the public will use reasonable intelli- 
gence and discrimination with reference to names of corporations with which they deal 
or attempt to deal, the same as with individuals having the same or similar names. 


TrADE-MarKks—Marxs Not ConFusInGLy SIMILAR—PARTICULAR INSTANCES 
“Murray Lee” held not confusingly similar to “Buddy Lee,” used on similar goods. 


Trade-mark infringement and unfair competition suit by Buddy Lee, Inc., 
against Lee Ray Men’s Wear, Inc. Complaint dismissed. 


BrisacH, J.: 

This action was brought by the plaintiff, Buddy Lee, Inc., to restrain the 
defendant, Lee Ray Men’s Wear, Inc., from doing business under the trade-mark, 
‘Murray Lee,” on the ground that the defendant’s trade-mark is so similar to 
plaintiff's name as to be calculated to cause people to believe that the defendant 
has a part of or is in some way connected with the plaintiff, and that as a result 
plaintiff’s business will be damaged. 

The principal stockholder of the plaintiff corporation, S. Daniel Lee, com- 
menced business in a small store in Brooklyn during the month of August, 1930, 
under the firm name, “Buddy Lee,” selling men’s clothing at retail. During 1941 
the store was enlarged and in addition to men’s clothing, plaintiff offered for sale 
haberdashery, including neckties, shirts and underwear. 

During the year 1946 plaintiff signed a lease for a store on the northwest 
corner of Thirty-eighth street and Broadway, Manhattan. On December 26, 1946, 
the plaintiff was incorporated under the laws of the State of New York as “Buddy 
Lee, Inc.,” and in the spring of 1951 plaintiff opened its Manhattan store at Thirty- 
eighth street and Broadway under its name, “Buddy Lee.” 

Defendant, Lee Ray Men’s Wear, Inc., opened a small retail store at No. 1686 
Broadway, Manhattan, which is located between Fifty-second and Fifty-third street, 
and on November 28, 1947, filed and registered its trade-mark, “Murray Lee,” with 
the Department of State, Trade-Mark Division, for which authority was granted. 

Plaintiff offered evidence, which was conceded by the defendant, that plaintiff 
conducts extensive advertising campaigns in the daily newspapers and over local 
radio stations, emphasizing its trade-mark, “Buddy Lee,” and offers for sale men’s 
wearing apparel and haberdashery. 

The evidence disclosed that plaintiff knew of no instance when customers were 
confused and were doing business with the defendant, in the belief that they were 
dealing with the plaintiff. 

The rule applicable to cases of this kind has been clearly laid down by the 
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courts (Eastern Construction Co. v. Eastern Engineering Co., 246 N. Y. 459; Buffalo 
Typewriter Exchange v. McGarl, 240 N. Y. 113, in which it stated, “It must be 
assumed that the public will use reasonable intelligence and discrimination with 
reference to the names of corporations with which they are dealing or attempt to 
deal, the same as with individuals having the same or similar names”; Corning Glass 
Works v. Corning Cut Glass Co., 197 N. Y. 173; Yonkers Savings Bank v. Yonkers 
Savings & Loan Association, 22 N. Y. Supp. 2d 368, 174 Misc. 973. 

The labels and the other exhibits offered by the plaintiff and the defendant 
fail to show any similarity in either display or in its labels. 

Under the circumstances, plaintiff failed to sustain the burden of establishing 
a cause of action and the complaint is dismissed. Findings of fact and conclusions 
of law having been waived, this constitutes the decision of the court, under section 
440 of the Civil Practice Act. 


IRISH INDUSTRIAL DEVELOPMENT ASSOCIATION v. WESTERN 
TABLET & STATIONERY CORPORATION 


Commissioner of Patents—April 17, 1951 


OpposITIONS—PLEADING AND PractTicE—MotTions To Dismiss 





Notice of opposition held fatally defective and dismissed for failure to allege any 
facts from which damage to opposer might be inferred. 


Mere conclusion in notice of opposition that opposer will be damaged by registra- 
tion sought, held not sufficient to comply with statute. 
Petition from Examiner of Interferences. 


Trade-mark opposition by Irish Industrial Development Association against 
Western Tablet & Stationery Corporation. Applicant petitions from denial of 
motion to dismiss notice of opposition. Petition granted. 


Marechal © Biebel, of Dayton, Ohio, for Opposer. 
Hervey, Barber & McKee, of New York, N. Y., for Applicant. 


Murpuy, Assistant Commissioner: 

This is a petition addressed to the supervisory authority of the Commissioner 
requesting correction of an alleged erroneous ruling of the Examiner of Interferences 
in this opposition proceeding, repeated on request for reconsideration thereof, deny- 
ing a motion to dismiss the opposition. 

Petitioner asserts that the notice of opposition herein is plainly insufficient in 
law and fatally defective on its face, because (1) it fails to allege damage to 
opposer itself or damage to anyone opposer claims to represent, or any facts 
tending to show damage; (2) it is not filed by such a person as may oppose under 
the Trade-Mark Act; and (3) it alleges only the possibility of deception to the 
public. Applicable authorities in support of each of these grounds have been cited 
and discussed by petitioner. 

The decision of the examiner appears to be based upon the belief that, it being 
one of the opposer’s corporate functions “to prevent the improper and deceptive 
use and registration” of marks which falsely denote Irish origin, the opposer 
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possesses the legal authority to oppose on behalf of its members applicant’s appli- 
cation for the registration of its mark; and upon the belief that the mere filing of 
the notice of opposition itself implicitly constitutes a sufficient allegation of damage 
to meet the requirement of the rules. 

Considering the notice of opposition filed herein it is noted that it states 
merely that the opposer is an incorporated association established for the purpose 
of promoting Irish trade and commerce, to impress on the public the importance 
of using Irish made goods, and to take measures to prevent the improper and 
deceptive use and registration of any mark upon merchandise which would lead 
persons to believe that the merchandise was made in Ireland when in fact it had 
its origin in some other place. 

The deficiency and defects of this notice of opposition are deemed to be so 
apparent on its face that it must be held clearly insufficient to permit opposer to 
intervene between this Office and the applicant. The statutory requirement that 
the notice of opposition state the grounds therefor and the rule requirement that 
the notice must allege facts tending to show why the opposer would be damaged 
have not been met. Moreover, who constitute the membership of the association, 
what business is transacted, and what damage would result to the association 
or its members are not set forth. No fact is alleged from which damage might 
even be inferred. Since the courts have consistently held a mere allegation in a 
notice that opposer will be damaged by the registration sought to be opposed is 
not sufficient to comply with the statute—Battle Creek Sanatorium Co. v. Fuller 


30 App. D. C. 411; Mishawaka Rubber @ Woolen Mfg. Co. v. Bradstone Rubber 
Co., 27 C. C. P. A. 888, 100 F. 2d 219, it would appear to be abundantly clear 
that a notice which contains no allegations of damage is fatally defective. In the 
absence of the proper allegations of damage, opposer has no right to be heard. 
Pepsi-Cola Co. v. Vess Dry Co. of Ohio, 85 U.S. P. Q. 511. 

Accordingly, the petition is granted, and the Examiner of Interferences is 
directed to dismiss the opposition. 


RADIATOR SPECIALTY COMPANY v. SURE-RITE PRODUCTS 
COMPANY 


Commissioner of Patents—May 21, 1951 


TrapE-Marxks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION——DESCRIPTIVENESS 
“Block Seal” and “Blok-Seal” held descriptive of chemical compounds for repair- 
ing and sealing cylinder blocks, water jackets and cylinder heads. 
Mere misspelling of descriptive words “block seal” held not in itself sufficient to 
bestow trade-mark significance upon otherwise unregistrable term. 


Oppositions—Basis oF RELIEF—GENERAL 
Opposer’s use of descriptive words held sufficient to support opposition to registra- 
tion of slight misspelling of same words used in substantially exactly the same way. 
TRADE-MarKs—CONFUSING SIMILIARITY—PARTICULAR INSTANCES 
Composite mark, consisting of word “Sure-Rite,” with strokes of lightning arranged 
above it, and dominated by the term “Blok-Seal” in large black letters underneath, the 
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words “Blok” and “Seal” being disclaimed, held confusingly similar to “Solder Seal’’ in 
conjunction with “Block Seal,” used on similar goods, under 1946 Act. 


TraDE-Marks—REGISTRABILITY—EFFECT OF DISCLAIMER 
Preponderant effect of term “Blok-Seal’” on applicant’s composite mark held not 
lessened by disclaimer and composite mark held not registrable because it is dominated 
by phonetic equivalent and obvious misspelling of generic name of the goods. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Radiator Specialty Company against Sure-Rite Prod- 
ucts Company. Opposer appeals from dismissal of notice of opposition. Reversed. 
A. Yates Dowell, of Washington, D. C., for Opposer. 

Max Wall, of Washington, D. C., for Applicant. 
KLINGE, Assistant Commissioner : 

This is an appeal from the decision of the examiner of trade-mark interfer- 
ences dismissing the opposition filed by Radiator Specialty Company opposing reg- 
istration by the applicant, Sure-Rite Products Company, of its trade-mark “Sure- 
Rite Blok-Seal” for merchandise comprising ‘“‘a chemical composition for repairing 
and sealing cracked valve ports, cylinder blocks, water jackets, aluminum and cast 
iron cylinder heads.” The application was filed January 19, 1948, for registration 
on the Principal Register under the Act of 1946. The mark sought to be registered 
discloses in addition to the words above mentioned certain pictorial material 
depicting strokes of lightning arranged about the notation “Sure-Rite.” That part 
of the present composite mark exclusive of the notation “Blok-Seal” has been sepa- 
rately registered by the applicant under the Act of 1905, registration No. 410,097. 
The applicant disclaimed the words “Blok” and “Seal” each saparately apart from 
the mark as shown, only for the purposes of this application and without prejudice 
to common-law rights. Use of the mark by the applicant is claimed since December, 
1943. 

Only opposer-appellant took testimony, filed a brief and was represented at the 
hearing. 

In the notice of opposition the opposer alleges ownership of a number of trade- 
mark registrations for the marks “Solder Seal,” “Kwixeal,” “Tite Seal,” “Ignition 
Seal,” “Puncture Seal,” and “Setting Seal.” Opposer also relies upon its testimony 
and exhibits to show prior trade-mark use of the words “Block Seal” and “Block 
Weld” in combination with its trade-mark “Solder Seal,” on a product of the same 
kind and for the same purpose as the product to which applicant’s mark is applied. 
Opposer therefore bases its right of action on the allegation of the likelihood of 
confusion between the applicant’s mark and the mark used by the opposer on 
similar goods to opposer’s great disadvantage and damage. 

So far as the opposition is based on opposer’s prior registrations, the notation 
“Block Seal” is shown only in connection with the mark “Solder Seal” and it appears 
from the examiner’s decision that little, if any, consideration was given to the other 
of opposer’s trade-marks since they were not used in connection with that notation. 
So far as the opposition is based on prior trade-mark use by the opposer of the 
notation “Block Seal” it was the examiner’s view that the opposition must fail in 
the light of opposer’s own testimony and exhibits. Before considering the question 
of the trade-mark significance of the words “Block Seal” as used by the opposer, it 
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would be well to discuss briefly the mark sought to be registered and the opposer’s 
use of its mark “Solder Seal” with the words “Block Seal” as evidenced by Exhibits 
3e and 3f. In the applicant’s mark, as shown on the application drawing and on 
the labels, the term “Blok-Seal” is set up in so solid black letters which are over-all 
at least twice as large as the thin line letters of the notation “Sure-Rite” and hence 
many times more conspicuous. This distinctive difference greatly emphasizes the 
notation “Blok-Seal” over the notation “Sure-Rite” and would thus tend to impress 
the mind of the purchaser with the prominence of the notation “Blok-Seal,” as 
distinguished from the reminder of the mark. In opposer’s Exhibits 3e and 3f, 
the words “Block Seal” on the front of the cans are much larger and much more 
conspicuous than the opposer’s trade-mark “Solder Seal,” appearing therebelow. 
Similarly, on the reverse or back side of opposer’s cans, the notation “Block Seal” 
in heavy black letters is proceeded by the words “Solder Seal.” Thus both the 
opposer and the applicant use the words “Block Seal” (Blok-Seal) in exactly the 
same way. In each instance the registered trade-marks “Sure-Rite” and “Solder 
Seal” are closely associated, respectively, with the common notations “Blok-Seal” 
and “Block Seal.” 


The examiner was of the opinion that the words “Block Seal” as used by the 
opposer are incapable of trade-mark significance in and by themselves since in op- 
poser’s Exhibits 3e and 3f the words “Block Seal” are used as the name of the 
goods rather than as a trade-mark, opposer’s trade-mark actually being the words, 
“Solder Seal” which are so designated on the exhibits. I agree with the examiner 


that the words “Block Seal” as used on the opposer’s exhibits, indicate the nature 
of the goods which are described as “the original metal-base motor block and cylin- 
der head repair.” It appears to me, however, that whatever may be said of the 
descriptive nature of the words “Block Seal” as applied to the opposer’s product 
can be said to be equally true of the applicant’s use of the notation “Blok-Seal” 
applied to the same goods. 


The examiner held that the opposer cannot here rely on any prior trade-mark 
use of the words “Block Seal” because it has never so used the words, yet it appears 
that the applicant would be permitted to register the same notation as a highly 
conspicuous part of a composite mark, the remainder of which it has already regis- 
tered, because the words “Blok-Seal” in the applicant’s mark are disclaimed. It will 
be seen by comparing the opposer’s use of the words “Block Seal” with applicant’s 
use of the same expression, that the applicant uses the descriptive, but slightly 
misspelled, words “Blok-Seal” in substantially exactly the same way as the opposer 
uses them, properly spelled. Yet the examiner considers opposer’s use of the term 
as the name of the goods rather than as a trade-mark, while applicant’s use of the 
same notation on precisely the same goods may be a proper trade-mark use. I am 
unable to reconcile these respective uses as to deny to the appellant the right to 
oppose and yet give to the applicant the right to register. The opposer’s use of the 
descriptive words is deemed sufficient to support the opposition, American Drug- 
gists Syndicate v. U. S. Industrial Alcohol Co., 55 App. D. C. 140, 2 Fed. (2d) 
942, 1925 C. D. 182; Electro Steel Company v. Lindenberg Steel Company, 1915 
C. D. 144, 215 O. G. 977. 
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Some weight seems to have been given to the misspelling of the words “Block 
Seal,” the examiner stating that the applicant is not trying to establish exclusive 
rights in “Block Seal,” but on the contrary seeks to register “Blok-Seal” in conjunc- 
tion with a registrable and already registered design, applicant having specifically 
disclaimed any rights in “Blok-Seal” as such. In view of the specific disclaimer the 
examiner was unable to see how the opposer could be damaged by the registration 
of applicant’s composite mark since the applicant itself admits that the words 
objected to are open to common use by all, citing Weinberg Corporation v. River- 
side & Dan River Cotton Mills, Inc., 607 O. G. 590, 76 U. S. P. Q. 218, which was 
considered controlling. Mere misspelling of the descriptive words “block seal” is not 
in and of itself sufficient to bestow trade-mark significance upon an otherwise 
unregistrable term. In regard to the matter of applicant’s disclaimer it will be noted 
that in the cited case the descriptive word “Oxford,” common to the two marks 
“Oxford Clothes” and “Prince Oxford,” was disclaimed by both the opposer and 
the applicant. Since the opposer had disclaimed the descriptive part of its mark, 
the court considered that the opposer could not be damaged by the use of the 
common generic name of the applicant’s goods, and that while the applicant could 
not acquire rights to registration merely by disclaiming an essential feature of the 
opposer’s mark, the opposer by its disclaimer was nevertheless precluded from set- 
ting up in the future any exclusive right to the disclaimed portion of its mark. In 
that case the two marks considered as a whole, and as used, were held to be not con- 
fusingly similar. I do not find the facts of that case applicable to those here pre- 
sented since the present opposer disclaims nothing, but on the contrary bases its right 
to oppose on prior use of the words applicant seeks to register as the most conspicu- 
ous and arresting part of its mark. The case of Silent Hoist @ Crane Co. v. Hyster 
Company, 620 O. G. 1271, 79 U. S. P. Q. 424, also cited by the examiner, is not 
considered to be in point. The term “Karry-Krane” was there sought to be registered 
with the name “Hyster.” Not only was the term “Karry-Krane” the disclaimed part 
of the applicant’s mark, but it had been already registered by the applicant, as 
had also the name “Hyster.” The Assistant Commissioner found that the opposer 
could not be damaged, since not only the disclaimed material, but also the remain- 
ing portion was identical with trade-marks already registered to the applicant. That 
case, like the case above discussed, is not applicable to the facts of the present 
proceeding. 


A case considered to be in point here is Vi-Jon Laboratories, Inc. v. Lentheric 
Incorporated, 30 C. C. P. A. 916, 133 Fed. (2d) 947, wherein the opposer’s mark 
consisted of the geographical term “Shanghai.” The applicant’s mark was “Night 
in Shanghai.” It was argued by counsel for the applicant that the word “Shanghai” 
is a geographical term and therefore not susceptible of exclusive ownership by 
opposer. The court stated in that case that the right of an opposer to oppose the 
registration of an applicant’s mark does not depend upon the exclusive ownership 
by the opposer of the mark in question. It is only necessary that the opposer estab- 
lish that it would probably be damaged by the registration of applicant’s mark, 
citing California Cyanide Co. v. American Cyanamid Co., 17 C. C. P. A. 1198, 40 
Fed. (2d) 1003; Trustees for Arch Preserver Shoe Patents v. James McCreary & 
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Co., 18 C. C. P. A. 1507, 49 Fed. (2d) 1068; Helzberg v. Katz @ Ogush, Inc., 22 
C. C. P. A. 768, 73 Fed. (2d) 626; The Pep Boys, Manny, Moe and Jack v. The 
Fisher Brothers Company, 25 C. C. P. A. 818, 94 Fed. (2d) 204. It appears to me 
that the opposer has sufficient basis in this case to establish that it would probably 
be damaged by the registration of applicant’s mark and the only remaining issue 
to be determined in this respect is whether the marks in question when used by the 
parties, would be likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers as to the origin of the applicant’s goods. In considering 
that issue, it is not of vital importance that the applicant has disclaimed the words 
“Blok-Seal” apart from the mark as shown; Vi-Jon Laboratories, Inc. v. Lentheric 
Incorporated, supra, and cases therein cited. I consider the applicant’s mark “Sure- 
Rite—Block Seal” so nearly like the words “Solder Block Seal” used by the opposer, 
especially with regard to the prominent and conspicuous manner in which the 
notation “Blok-Seal” (Block Seal) has been displayed in both applicant’s mark 
and on the opposer’s merchandise, and in its advertising, that confusion in trade 
as to the origin of the applicant’s goods would be likely to result. 

The remaining question to be considered in this proceeding is whether the 
applicant’s mark should be refused ex parte on the ground that as presented the 
term “Blok-Seal,” a mere phonetic misspelling of the name of the goods, so domi- 
nates the mark as to render the mark as a whole unregistrable. The examiner was 
of the opinion that such ex parte action would not be justified for the reason that 
the words “Blok-Seal” as used by the applicant in conjunction with a design, while 
in themselves unregistrable, may still form part of the composite trade-mark which 
applicant seeks to register, citing Ex parte Tradio, Inc., 604 O. G. 603, 75 U. S. 
P. Q. 146, in which a disclaimer of the generic words “Hotel Radio” beneath a 
representation of a globe was permitted on the ground that these words were used 
as part of a composite trade-mark, and as such were subject to disclaimer rather 
than complete cancellation or erasure, as required by the examiner, under the rule 
of Beckwith v. Commissioner of Patents, 252 U. S. 538, 1920 C. D. 471. The ques- 
tion of whether the term “Blok-Seal” should be entirely removed is not here in 
issue and is considered unimportant. In the applicant’s mark the notation “Blok 
Seal” is most prominently displayed and, in effect, far outweighs any significance 
which the average observer might be inclined to give to the notation “Sure-Rite” 
when considering the mark as a whole. This being the case, and the notation 
“Blok-Seal” being but the phonetic equivalent and obvious misspelling of the gen- 
eric name of the goods, it is considered that the applicant’s mark should not be 
registered. E. McIlhenny’s Son v. B. F. Trappey @ Sons, 51 App. D. C. 273, 1922 
C. D. 98, 278 Fed. 582. The preponderant effect of the term “Blok-Seal” on the 
applicant’s mark as a whole is nowise lessened because it is disclaimed in the appli- 
cation where the disclaimer lies hidden while the notation speaks from the labels. 
Ex parte Ottawa Silica Company, 574 O. G. 790, 65 U. S. P. Q. 173; Phillips Pack- 
ing Co. v. Phillips, 589 O. G. 503, 70 U. S. P. OQ. 244; Ex parte Wells Lamont 
Smith Corporation, 591 O. G. 667, 71 U. S. P. Q. 12. While the above cited 
cases arose under the 1905 Act, it is my view that the same principle applies to the 
present application filed under the Act of 1946. 

The decision of the examiner of trade-mark interferences is reversed. 
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CANCELLATIONS—PLEADING AND PRACTICE—JOINDER OF CAUSES 

Patent Office practice permits joinder of 17 registrations in one petition for 

cancellation, but grounds for cancellation of each must be established and fee for each 
cancellation must accompany petition. 






Trape-Mark Act or 1946—CANCELLATIONS—SECTION 14 CANCELLATIONS— 
GrounpDs—GENERAL 

Section 14 of 1946 Act specifically provides for cancellation of 1905 Act regis- 
tration at any time on ground that it was obtained fraudulently or contrary to similar 
prohibitory provisions of prior act. 

Prohibitions of Section 5 of 1905 Act held similar to provisions of Section 2(a) 
of 1946 Act. 

‘ No precedents applying the involved portion of Section 5(b) of 1905 Act in can- 
cellation or opposition proceedings have been found. 

On facts of record, held that respondent was not the owner of the trade-mark 
“Academy Award” for any of the specified goods at the time the applications for registra- 
tion were executed or filed, that the claims of ownership and use in commerce were false, 
that there were numerous false statements as to the mode of affixation and that all 17 reg- 
istrations under the 1905 Act were fraudulently and unlawfully obtained. 

















TrapE Names—Worps CapaBLe OF ExcLusivE APPROPRIATION—PARTICULAR INSTANCES 
“Academy Award” held to fall within category of a name, distinguishing mark, 
character, or emblem of an institution or an organization, declared unregistrable by 
Section 5(b) of 1905 Act. 
That petitioner is not in business, does not sell any goods and does not use the 
phrase as a trade-mark for goods, held immaterial. 








TRADE-MARKS—OwWNERS HIP—GENERAL 
Ownership of trade-mark is a prerequisite to registration. 
The statute does not create any trade-mark ownership by registration but merely 
provides for registration of trade-marks already owned by applicants. 
Trade-Mark is not subject of ownership except in connection with existing business. 







TraDE-MarKs—ACQUISITION OF RIGHTS—GENERAL 
Trade-mark rights are acquired by bona fide use of mark on goods in trade to 
identify and distinguish them from those sold by others. 







CANCELLATIONS—PLEADING AND PRAcTICE—GENERAL 
In view of the fact that the case was tried on the fraud issue, though it was not 
raised in the petition, actual amendment of pleadings held not necessary under Rule 
15(b) of Federal Rules of Civil Procedure. 






Appeal from Examiner of Interferences. 
Trade-Mark cancellation proceedings by Academy of Motion Picture Arts and 
Sciences against Academy Award Products, Inc. Respondent appeals from cancella- 
tion of 17 registrations. Affirmed. 
Fulton Brylawski, of Washington, D. C., and C. Blake Townsend and Byerly, Town- 
send & Watson, of New York, N. Y., for Petitioner. 
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David Pelton Moore, Max A. Schlesinger, and Louis Zimmerman, of New York, 
N. Y., for Respondent. 


Feperico, Examiner in Chief: 


This is an appeal by the registrant, Academy Award Products, Inc., from the 
decision of the Examiner of Interferences sustaining a petition to cancel certain 
registrations, brought by the Academy of Motion Picture Arts and Sciences. Both 
parties have taken testimony, filed briefs, and were represented at the hearing. 


The petition for cancellation is brought to cancel seventeen registrations of 
the respondent. Patent Office practice permits and has long permitted the joining 
of a number of different registrations in one action, as is done in this case, although 
this practice was not mentioned in the Rules of Practice in Trade-Mark Cases 
until the amendment of November 1, 1949, 14 Fed. Reg. 6640, 628 O. G. 604, 
which added the following sentence to rule 21.2: 


“Applications to cancel different registrations owned by the same party may 
be joined in one petition when appropriate, but the fee for each application to 
cancel a registration must accompany the petition.” 


As indicated by the language of this rule, there are seventeen applications (peti- 
tions) to cancel different registrations, although they are embodied in one paper 
and tried on the same record as one case. While grounds for cancellation must 
be established in connection with each registration which is sought to be cancelled, 
nevertheless, where facts are common to all or a number of the different registra- 
tions, the registrations may be treated together. 


The applications for the seventeen registrations involved were filed on April 
17 and 18, 1946 (all being executed on April 9, 1946), under the Trade-Mark 
Act of 1905, and the registrations were issued under the Act of 1905. Each 
registration discloses the same mark, “Academy Award,” for various goods recited 
therein, and alleges that the mark has been continuously used since February 
6, 1946. A list of the registrations, lettered A to Q for reference, giving some 
data concerning each, follows: 


(A) No. 429,045, registered April 15, 1947 (application serial No. 500,448, 
filed April 18, 1946) for: House and Room Air Conditioning Units, Oil, Gas, and 
Coal Household Hot-Air, Steam and Hot Water Heating Units and Cigarette 
Lighters of the Pyrophoric Type, in Class 34, Heating, lighting and ventilating 
apparatus. 

(B) No. 429,168, registered April 22, 1947 (application Ser. No. 500,346, 
filed April 17, 1946) for: Alloy Metals, and Calcium Treated Aluminum, Copper- 
Iron, Steel, Magnesium, Silver, Gold, and Platinum, in Class 14, Metals and metal 
castings and forgings. 

(C) No. 429,326, registered April 29, 1947 (application Ser. No. 500,351, 
filed April 17, 1946) for: Clothes Washing, Drying and Ironing Machines and 
Parts Thereof, in Class 24, Laundry appliances and machines. 

(D) No. 429,327, registered April 29, 1947 (application Ser. No. 500,441, 
filed April 18, 1946) for: Door, Safe, Automobile, Sash and Baggage Locks and 
Padlocks, in Class 25, Locks and safes. 

(E) No. 429,328, registered April 29, 1947 (application Ser. No. 500,442, 
filed April 18, 1946) for: Watches and Clocks, in Class 27, Horological instruments. 

(F) No. 429,329, registered April 29, 1947 (application Ser. No. 500,444, 
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filed April 18, 1946) for: Hair, Whisk, Nail, Hand, and Household Brushes and 
Household Dusters, in Class 29, Brooms, brushes and dusters. 

(G) No. 429,330, registered April 29, 1947 (application Ser. No. 500,451, 
filed April 18, 1946) for: Canes, Umbrellas, Parasols, Staffs for same, and Frames, 
in Class 41, Canes, parasols and umbrellas. 

(H) No. 429,579, registered May 6, 1947 (application Ser. No. 500,445, 
filed April 18, 1946) for: Electric, Gas, Ice, and Dry Ice Refrigerators, Home and 
Commercial, in Class 31, Filters and refrigerators. 

(1) No. 430,972, registered July 1, 1947 (application Ser. No. 500,446, filed 
April 18, 1946) for: Dining Room, Library, Easy and Rocking Chairs, Dinette, 
Dining, Card and Occasional Tables, Divans, Day Beds, Cots, Beds, Sofas, Settees, 
Office and Writing Desks, in Class 32, Furniture and upholstery. 

(J) No. 431,410, registered July 22, 1947 (application Ser. No. 500,343, filed 
April 17, 1946) for: Smokers’ Pipes and Cigar and Cigarette Holders, in Class 8, 
Smokers’ articles, not including tobacco products. 

(K) No. 431,411, registered July 22, 1947 (application Ser. No. 500,347, filed 
April 17, 1946) for: Smoking Tobacco, Cigars, and Cigarettes, in Class 17, Tobacco 
products. 

(L) No. 431,413, registered July 22, 1947 (application Ser. No. 500,443, filed 
April 18, 1946) for: Jewelry for Personal Wear (not including watches), Finger 
Rings, Brooches, Ornamental Chains, Novelty Jewelry and the like, and Table 
Silverware—namely, Sterling Silver Flatware and Hollowware, in Class 28, Jewelry 
and precious-metal ware. 

(M) No. 433,696, registered October 28, 1947 (application Ser. No. 500,344, 
filed April 17, 1946) for: Guns, Pistols, Automatic Rifles, Shot Guns and Pistols, 
and Parts Therefor, and Explosives, in Class 9, Explosives, firearms, equipments 
and projectiles. 

(N) No. 433,895, registered November 4, 1947 (application Ser. No. 500,348, 
filed April 17, 1946) for: Electric Stoves, Electric Waffle Irons, Electric Toasters, 
Electric Lamps, Portable Hand Electric Grinders, Radio Receivers, and Television 
Receivers, in Class 21, Electrical apparatus, machines, and supplies. 

(O) No. 435,208, registered December 16, 1947 (application Ser. No. 500,449, 
filed April 18, 1946) for: Auto and Cycle Tires, Belting, Hose, and Machinery 
2 Packing, all of such articles being composed of Rubber and Fabric, in Class 35, 
Belting, Hose, Machinery packing and non-metallic tires. 

(P) No. 435,844, registered January 13, 1948 (application Ser. No. 500,447, 
filed April 18, 1946) for: Table Glassware—namely, Plates, Cups, Saucers, Goblets, 
Drinking Glasses, Mugs, the same being molded, cut, or extruded; and Flat Sheets 
of Glass, in Class 33, Glassware. 

(Q) No. 438,184, registered April 13, 1948 (application Ser. No. 500,350, 
filed April 17, 1946) for: Carving, Table and Pocket Knives, Shears, Scissors, 
all made of base metal, and Electric and Non-Electric Bench Grinders, in Class 23, 
Cutlery, machinery, and tools and parts thereof. 












































Although the petition for cancellation asserts a number of different grounds 
for cancellation, the examiner only considered and sustained the petition on 
two grounds. These are (a) that the notation “Academy Award” is unregistrable 
by virtue of that portion of Section 5(b) of the Trade-Mark Act of 1905 which 
prohibits registration of the name, distinguishing mark, character, emblem or other 
indicia of an institution, organization, etc. (quoted in full below), and (b) that 
the registrations were obtained fraudulently. 

The first of the grounds for cancellation referred to in the preceding paragraph 
is set out in the petition and is based upon the Act of 1905 which was repealed, 
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effective July 5, 1947, by the Trade-Mark Act of 1946. The petition for cancella- 
tion was filed February 1, 1949, and hence was filed under the Trade-Mark Act 
of 1946, which governs this proceeding, and recourse to particular provisions of 
the Act of 1905 can not be had unless the Act of 1946 so authorizes. The cancella- 
tion is brought under section 14 of the Act of 1946 which states in part: 


“Any person who believes that he is or will be damaged by the registration 
of a mark on the principal register established by this Act, or under the Act of 
March 3, 1881, or the Act of February 20, 1905, may upon the payment of the 
prescribed fee, apply to cancel said registration— 

“(c) at any time if the registered mark becomes the common descriptive name 
of an article or substance on which the patent has expired, or has been abandoned 
or its registration was obtained fraudulently or contrary to the provisions of sec- 
tion 4 or of subsections (a), (b), or (c) of section 2 of this Act for a registration 
hereunder, or contrary to similar prohibitory provisions of said prior Acts for a 
registration thereunder * * *” 


Hence the Act of 1946 specifically provides that in the case of a registration 
obtained under the Act of 1905, a proper ground for cancellation is that the regis- 
tration was obtained contrary to prohibitory provisions of the Act of 1905 which 
are similar to the prohibitory provisions of subsections (a), (b) or (c) of section 2 
of the Act of 1946. The prohibition contained in section 5 of the Trade-Mark 
Act of 1905, which forms the basis for the first ground for cancellation, reads as 
follows: 


“That no mark by which the goods of the owner of the mark may be dis- 
tinguished from other goods of the same class shall be refused registration as a 
trade-mark on account of the nature of such mark unless such mark— 


“(b) Consists * * * of any name, distinguishing mark, character, emblem, 
colors, flag, or banner adopted by any institution, organization, club, or society 
which was incorporated in any State in the United States prior to the date of the 
adoption and use by the applicant: Provided, That said name, distinguishing 
mark, character, emblem, colors, flag, or banner was adopted and publicly used by 
said institution, organization, club, or society prior to the date of adoption and use 
by the applicant.” 


This prohibition of registration is considered similar to prohibitions in subsection 
(a) of section 2 of the Act of 1946, and hence may properly be raised as a ground 
for cancellation of a registration obtained under the Act of 1905, even though that 
Act has been repealed, as provided by section 14(c) of the Act of 1946. 


Petitioner, the Academy of Motion Picture Arts and Sciences, is a non-profit 
corporation organized under the laws of the State of California in 1927, for the 
purpose of promoting the motion picture industry. Its membership, now numbering 
some 1800 persons, is selected from various branches of the industry, and includes 
actors, directors, screen writers, technicians, etc. The by-laws express various 
purposes relating to the advancement of “the arts and sciences of motion pictures,” 
among which is 

“2. To recognize outstanding achievements by conferring annual Awards 


of Merit, serving as a constant incentive within the industry and focusing wide 
public attention upon the best in motion pictures.” 
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The Awards of Merit mentioned in the by-laws have been made each year 
since the founding of the organization for outstanding achievements in acting, 
directing, screen writing, and other selected fields in the industry. The principal 
award consists of a statuette on which the words “Academy Award” appear 
and which is widely known by this phrase, although the statuette also has the 
nickname of “Oscar.” Lesser awards in the form of a plaque and a certificate 
are also given. The yearly meetings at which the Academy Awards are made 
receive widespread publicity in newspapers, magazines and newsreel pictures, 
and on the radio, and the winning of an Academy Award by an actor or actress, 
or a picture, is further publicized in connection with the winner. 

The “Academy” is not engaged in any business, but in 1940 it produced a 
motion picture titled “Academy Award Cavalcade” and in 1948 another picture 
called “Twenty Years of Academy Awards.” It has its own building containing 
offices, a film library, and a theatre known as “The Academy Award Theatre.” 

Under the circumstances, the phrase “Academy Award” is considered to fall 
within the category of a name, distinguishing mark, character, or emblem of an 
institution or organization, declared unregistrable by section 5(b) of the Trade- 
Mark Act of 1905. 

That the organization is not in business and does not sell any goods, and 
does not use the phrase as a trade-mark for goods, is immaterial; the clause of 
the statute which prohibits the registration does not require the existence of 
these factors. The statute does not require that the organization be in business 
or that the name, distinguishing mark, character, or emblem, registration of which 
to others is prohibited, be a trade-mark of the organization. 

No precedents applying the involved portion of section 5(b) of the Trade- 
Mark Act of 1905 in cancellation proceedings, or in opposition proceedings, have 
been cited by either party, and none have been found. The examiner cited the 
case of In re The Mason Wire & Rubber Co., 56 App. D. C. 170, 11 F. 2d 556, 
1926 C. D. 191, in which a mark consisting predominantly of the motto “Safety 
First” was refused registration on the ground that this phrase was the distinguishing 
mark and emblem of an organization known as The National Council of Safety. 

The second ground for cancellation is based upon the improper obtaining of 
the registrations, which the examiner stated to be fraudulent. 

The testimony upon which the holding of fraud is based is that of persons 
connected with the respondent. Petitioner called as its witnesses, as hostile witnesses, 
the three officers of the respondent corporation, and the attorney who obtained 
the registrations for it. The latter and another person were called as witnesses 
by the respondent. The following account of the events relating to the obtaining 
of the seventeen registrations involved is summarized from the testimony of these 
five individuals, which is consistent except for a few discrepancies on minor matters 
of no consequence to the conclusions reached. 

The principal characters involved are Max A. Schlesinger, president of the 
respondent corporation, and David Pelton Moore, the patent attorney who prepared 
and prosecuted the applications for the registrations, and who is also of record 
as the principal attorney for the respondent in this proceeding. The two other 
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officers of the respondent corporation, Joseph Stark, vice-president and treasurer, 
and Cecilia Hansen, secretary, also were called as witnesses. The fifth witness is 
one Benjamin Doktor, a business acquaintance of Schlesinger and Moore. 


Schlesinger seems to be interested in a number of different enterprises (accord- 
ing to some of the witnesses he “has” a number of differnt corporations), the 
most active of which appears to be the Anglo-American Export Corporation 
engaged in the business of export buying agent, dealing mainly with South Africa. 
Another of his companies is the International Variety and Theatrical Agency, 
whose activities have something to do with the motion picture field. Both of 
these companies have the same address as respondent company, which is also 
Schlesinger’s business address. Schlesinger is also an attorney and is of record 
as an associate attorney in this case. Late in 1945 or early in 1946, he decided 
to secure trade-mark registrations for the phrase “Academy Award.” The series 
of events upon which the trade-mark registrations were based then followed. 


The respondent company, Academy Award Products, Inc., was formed on 
February 7, 1946, by changing the name of a company, Champion Play Corporation, 
having the same officers, which had been formed in 1940 to deal in script plays 
for dramatic and entertainment purposes. The officers of the respondent corporation 
are, as has been stated, Schlesinger, president, Stark, vice-president and treasurer, 
and Hansen, secretary. The latter two are also directors; Schlesinger characterized 
them as dummy directors and their testimony shows that they are also dummy 
officers. 


Joseph Stark, the vice-president and treasurer, is entirely unfamiliar with 
any activities of the respondent corporation, and has no duties whatsoever connected 
with it. He does not know the nature of its business or whether it ever had any 
business, or whether it has any bank account, nor did he ever sign any checks for 
the company. He does not know whether it ever sold any merchandise, is not 
familiar with any correspondence, never answered any correspondence and never 
opened any mail, although one of his duties as an employee of Schlesinger or 
of the other corporations mentioned appears to be to sort the mail. In fact, he 
seems to know absolutely nothing of the respondent corporation except who are 
the officers. 


Cecilia Hansen, the secretary of the respondent corporation, is an employee 
doing secretarial work for Schlesinger or one of the other corporations mentioned 
above. She does not know whether the respondent company is engaged in any busi- 
ness or whether it has any employees, or bank account, or whether it ever employed 
any salesmen, and does not know whether the respondent ever made a single sale 
of any merchandise whatsoever. She has no knowledge of any correspondence 
of the company or whether there are any records. She has done nothing in 
connection with any of the activities of the company since signing the certificate of 
change of name, except to sign papers requested by Schlesinger or his attorneys. 
Both Stark and Hansen were, after search, unable to locate any records of the 
company. Neither Stark nor Hansen, although they work at the same address, 
know the location of the office, if any, of respondent company and think that any 
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office would be that of Schlesinger. The secretary executed the applications for 
the registrations involved. 

When Schlesinger decided to obtain trade-mark registrations for the words 
“Academy Award,” he gave Moore general instructions to do everything necessary 
to get the trade-mark registrations. Schlesinger, the president of the company, 
personally does not know that any article bearing the words “Academy Award” 
was ever sold by the company. He does not personally know whether any of the 
statements made in the applications for registrations are true. He has no first-hand 
information of any sale of any article of merchandise by the respondent. He does 
not have any records relating to any business transactions, stating that these would 
be in the hands of Moore, nor has he seen any records relating to any purchase or 
sale by the respondent before execution of the applications. He states that the 
respondent company is “marking time” at present, and has been marking time 
practically since its inception. He states in various ways that all matters were 
left in the hands of Moore, and that he had nothing to do with any matters except 
occasional discussions. Schlesinger gave Moore no specific instructions as to the 
articles of merchandise to be included, for example, he states, “I gave him blanket 
instructions to get trade-marks on a great many commodities that I intended to 
follow through to exploit and distribute.” Again he states, “Not in any one 
specific case, but in general to procure as many trade-marks for each of the 
commodities that I would exploit and trade in in the future as soon as the 
registration was completed.” No commodities were specified, but apparently he 
and Moore looked through a book of trade-mark laws and rules and examined the 
classification of goods of the Patent Office. In reply to a request to examine the 
registrations and state which of the articles specified therein were specifically 
mentioned to Moore in asking him to obtain trade-mark registrations, he stated, 
“I didn’t mention any one in particular. We just had the classifications before 
us, and I told him to proceed in the various lines with which he was familiar that 
I was going to trade in, and I was marking time in the interim. I told him to 
proceed to do the necessary acts.” 

With respect to the statement about marking time, a question was asked of 
Schlesinger: 

Q. 139. I believe you testified this morning that Academy Award Products, 

Inc., had been dormant from 1946 to date. 

“A. I didn’t say it was dormant. It was marking time for a more propitious 

period during which to exploit merchandise. Business in America at that time did 

not show great promise; it was very disturbed right after the war, and I was merely 

marking time, as I am a merchant and do look for the best times to exploit goods 

for profit.” 


Moore stated in this connection: 


“Not particularly, no, because conditions were such at the time that Mr. 
Schlesinger told me it was not propitious to go into the business in a large way, 
but that he wanted to keep these matters alive, and that he was going into it, in 
every one of these, as soon as the time arrived, and he was just marking time upon 
this matter until he decided that the time was propitious to go into the buying of 
parts or having them made or distributing or in some cases he would manufacture 
himself and sell them.” 
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Moore has been referred to during the proceedings as a patent attorney, he is 
registered to practice before the Patent Office. He has an office at the same address 
as the respondent company; Schlesinger in his testimony referred to “his position 
in my organization,” and Moore stated that he was on the payroll of one of 
Schlesinger’s corporations, although the particular specific relation between Sch- 
lesinger and Moore does not appear in the record. 

The testimony makes it plain that Moore was the only person who conducted 
any business transactions for the respondent company and that any sales upon which 
the trade-mark registrations are based are sales conducted by Moore. Some state- 
ments of Schlesinger in this connection have already been noted; Moore states 
that he handled all the sales personally and that he was the only one engaged 
for the respondent in the sale of merchandise with the tarde-mark attached. In 
proceeding with the plan to do everything necessary to obtain trade-mark registra- 
tions, Moore acquired over a period of time a large number, between 55 and 60, 
of different articles. Most of these were purchased over the counter in different 
places, such as department stores, hardware stores, 5 & 10 cent stores, and drug 
stores, and a few were acquired otherwise. Most of the articles were then in- 
dividually wrapped in paper, and a gummed label bearing the words “Academy 
Award” placed on the wrapping. In connection with some of the larger articles 
the gummed label was merely placed on the article. (These labels were printed on 
sheets to be cut into individual labels; a quantity of about 250 had been ordered 
from a printer and apparently only one, exhibit 88, was left at the time the 
deposition was taken. Moore states that he threw a wad of them away.) This 
collection of articles was loaded into a sedan car; some were packed on the rear 
seat, some were put “under the hood in the back,” and some were tied on the 
top. The car was driven to Secaucus, New Jersey, and the articles were personally 
delivered by Moore to Benjamin Doktor. This was on February 5, 1946. 

Doktor had become acquainted with Schlesinger through having done some 
work for him in connection with a ballpoint pen proposition, and was also ac- 
quainted with Moore. At that time he was engaged in manufacturing motion 
picture equipment and had a plant in Secaucus, New Jersey. Doktor testified 
that he gave Moore a blanket order for the delivery of any goods that Moore 
desired, stating in this connection: 

“Well, we were just discussing things in general, and Mr. Moore at the time 
mentioned to me the fact that—TI believe he was over on the ballpoint pen at that 
time—going to use the words ‘Academy Award Products’ for various different items, 
and in order to obtain, or in order to be within the law it would be necessary for 
him to have some interstate commerce or trade; so I suggested that anything he 
wanted to pick up that Mr. Schlesinger wanted to use, why, he should pick it up 


and ship it over to the plant and I will arrange to pay for it, in order to comply 
with the law.” 


Moore states that he does not recollect whether he suggested to Doktor that 
purchases be made or whether Doktor said he would buy the articles without 
any previous suggestion from Moore. Doktor states that he did not order any 
specific item from Moore and that he had no special use for many of the items 
purchased. As stated, Moore delivered the collection of articles to Doktor on 





716 TRADE-MARK REPORTER 41 T.M.R. 


February 5 at the plant in New Jersey. Both Moore and Doktor testified that 
invoices were used. Petitioner’s exhibits 87 and 90 to 103 and respondent’s exhibits 
U-1 to U-15 have been introduced as original and duplicate invoices covering 
this sale. According to the testimony, the duplicates were given to Doktor by 
Moore with the delivery of the goods and the originals were retained by Moore. 
Doktor states that he opened each package and checked the items against the 
invoices and paid the prices asked. These prices were, in most instances, the 
same price that Moore had paid when he originally purchased the articles. Doktor 
also states that the only items he purchased were those referred to in the invoices. 
The invoices consist of separate memorandum slips dated 2/5/46 and listing one or 
more items each with the price, and containing a statement that the goods or 
the package bore the mark “Academy Award.” Each slip also contains the 
number of the class of the Patent Office classification of goods for trade-mark 
purposes; Moore says that this was for the purpose of identifying the articles as 
to class so as not to have any overlapping. The Examiner of Interferences pointed 
out, and opposer also mentions in its brief, a suspicious circumstance concerning 
one of these invoices, by virtue of which doubt may be cast upon their authenticity, 
but for the purpose of this proceeding, the invoices are accepted at their face 
value for what they purport to be. 


Some further details concerning the transaction as it relates to the individual 
registrations are given. 


(A) RecrstratTion No. 429,045 


In Registration No. 429,045 respondent states that the trade-mark was adopted 
and used for “house and room air-conditioning units, oil, gas and coal household 
hot-air, steam and hot water heating units, and cigarette lighters of the pyrophoric 
type, in Class 34, Heating, lighting and ventilating apparatus.” When asked if he 
sold any house and room air conditioning units, Moore replied that he sold parts. 
The parts referred to were particularized as a temperature-actuated switch, thought 
to be of the Honeywell type. Moore also stated that he had sold a cigarette lighter, 
which is mentioned in the registration. These were the only two articles that were 
sold as far as Moore could recollect. The switch was purchased from “the Honey- 
well people” over the counter and the lighter elsewhere. The switch was in a box 
and the lighter was wrapped in white paper, and the gummed label was attached. 
The switch is irrelevant to this registration since the registration does not recite 
switches or parts for the goods mentioned. The invoice produced only specifies 
the lighter. 


(B) Recistration No. 429,168 


In Registration No. 429,168 respondent states that the trade-mark was adopted 
and used for “alloy metals, and calcium treated aluminum, copper, iron, steel, 
magnesium, silver, gold, and platinum in Class 14, Metals and metal castings and 
forgings.” The article of merchandise referred to in this certificate that was sold 
was a small sample of calcium treated steel. The piece was wrapped in white 
paper and then sealed with a tape and the label pasted on it. The invoice corre- 
sponding to this registration lists only the one article. 
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(C) Recistration No. 429,326 


In Registration No. 429,326 respondent states that the trade-mark was adopted 
and used for “clothes washing, drying and ironing machines and parts thereof, 
in Class 24, Laundry appliances and machines.” In answer to the specific question, 
“Have you sold any articles of merchandise referred to therein?” Moore replied 
that he had sold none of them. Moore also stated that no sales of merchandise 
were made by anybody else since he handled all the sales personally as he was 
engaged “to validate the trade-marks and do everything necessary to come under 
the law in applying for them and securing them.” However, at a later stage in the 
taking of the deposition, Moore stated that a part of an ironing machine was sold 
but he could find no record of the sale. He admitted that he had testified that no 
articles were sold but he “had a slight recollection that there was something.” No 
invoice was produced, either by Moore or by Doktor. 

The registration states that the “trade-mark is applied to the goods by stamping 
on the goods, and attaching a metal plate carrying the trade-mark, and affixing a 
printed label on which the trade-mark is shown to packages and crates carrying 


the goods.” 
(D) Rectstration No. 429,327 


In Registration No. 429,327 respondent states that the trade-mark was adopted 
and used for “door, safe, automobile, sash and baggage locks and padlocks, in 
Class 25, Locks and safes.” Moore states that he sold a door lock, a safe lock, a 
sash lock, a baggage lock, and a padlock, but that he doesn’t recall having sold 
an automobile lock. The items which were sold were purchased over the counter 
in a hardware store. Each one was drapped separately and the label pasted on 
the outside, and these items were included in the sale to Benjamin Doktor. The 
invoice submitted by Moore as proof of this transaction recites the several articles 
mentioned as having been sold except the sash lock, and does not include an auto- 
mobile lock in the list. The registration states that the trade-mark “is cast or 
stamped upon the goods per se.” Moore testified that the trade-mark was not cast 
or stamped upon any of these items. 


(E) Rectstration No. 429,328 


In Registration No. 429,328 the respondent states that the trade-mark was 
adopted and used for “watches and clocks, in Class 27, Horological instruments.” 
Moore testified that he took a wrist watch which he had purchased in Europe 
more than twenty years before (he did not remember whether the watch was in 
working order) and an alarm clock which he purchased in a drug store, separately 
packaged and labelled them, and sold them in the manner indicated. The regis- 
tration states that “the trade-mark is applied or affixed to the goods by casting, 
etching and engraving of the trade-mark thereon.” Moore testified that the trade- 
mark was not cast, etched, or engraved on the watch or clock which he sold. 


(F) ReotstratTion No. 429,329 
In Registration No. 429,329 the respondent states that the trade-mark was 
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adopted and used for “hair, whisk, nail, hand, and household brushes and house- 
hold dusters, in Class 29, Brooms, brushes, and dusters.” Moore testified that he 
sold one hair brush, one whisk brush, one nail brush, one hand brush, one wall 
brush, and one wall duster. These articles were purchased in several different 
places, some in one of the drug stores in Times Square and others at the same 
hardware store where previously mentioned articles were purchased. Moore states 
that each of the articles was wrapped in white paper and a label attached, and 
they were taken at the same time that the other things were taken to Mr. Doktor. 
Moore charged Doktor the same amount that the items had cost him when he 
purchased them. 
(G) Recristration No. 429,330 


In Registration No. 429,330 respondent states that the trade-mark was adopted 
and used for “canes, umbrellas, parasols, staffs for the same, and frames, in Class 41, 
Canes, parasols, and umbrellas.” Moore testified that he sold a cane, umbrella, a 
parasol, a staff without anything on it, and a handle and staff with a frame of 
an umbrella. Some of these items were purchased but the staff alone he happened 
to have at his house, and the handle and staff and frame of an umbrella was an 
umbrella which he had that had lost its silk cover. These last were not purchased 
for the occasion. Moore stated that each of these were labelled and “they went 
over with the bulk of the other stuff with me.” The registration states that the 
trade-mark is applied to the goods or to the packages by a printed paper or cloth 
label. No cloth label was ever used. In selling this group of articles to Doktor 
no charge was made for the staff, which is not mentioned in the invoice. Moore 
states he imagines he “threw them in.” Doktor said “the umbrella without a cover 
on it, of course, that was useless.” 


(H) RectstratTion No. 429,579 


In Registration No. 429,579 respondent states that the trade-mark was adopted 
and used for “electric, gas, ice, and dry ice refrigerators, home and commercial, 
in Class 31, Filters and refrigerators.” Moore testified that he did not remember 
ever making any sale of any of the articles mentioned in this registration, that 
he had no record of any such sale, and that if any such sale had been made, it 
would have been made by him. Moore admits that the statements sworn to in 
the oath of the application for this registration were false. 

The registration states that the trade-mark is applied to the goods by attach- 
ing metal plates. 

(1) Rectstration No. 430,972 


In Registration No. 430,972 respondent states that the trade-mark was adopted 
and used for “dining room, library, easy and rocking chairs, dinette, dining, card 
and occasional tables, divans, day beds, cots, beds, sofas, settees, office and writing 
desks, in Class 32, Furniture and upholstery.” Moore testified that he sold a small 
library chair, a dining room chair, an occasional table, and a card table, and the 
invoice lists only these articles. The small library chair was one taken from the 
office, the dining room chair and the other two items were purchased over the 
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counter. These articles were not wrapped, but the label was pasted on the bottom 
of each of them. No easy chair, rocking chair, dinette table, dining table, divan, 
day bed, cot, bed, sofa, settee, office desk or writing desk, recited in the registra- 
tion, were stated as having been sold and these items do not appear on the invoice. 
The statement in the registration relating to the mode of applying the trade-mark 
recites modes which were not used. 


(J) Recrstration No. 431,410 


In Registration No. 431,410 respondent states that the trade-mark was adopted 
and used for “smokers’ pipes and cigar and cigarette holders, in Class 8, Smokers’ 
articles, not including tobacco products.” Moore testified that he sold one cigar 
holder, one smokers’ pipe, and one cigarette holder, which were purchased from 
one of the tobacco stores in the Times Square area. The registration states that 
the trade-mark is applied to the goods “by stencilling, stamping or attaching a 
metal plate to the goods, or by affixing a label on which the trade-mark is shown 
to containers or packages containing the goods.” Moore stated that he never had 
any metal plates and never stamped a trade-mark on the goods, nor was a stencil 
used. 


(K) RecristratTion No. 431,411 


In Registration No. 431,411 respondent states that the trade-mark was adopted 
and used for “smoking tobacco, cigars, and cigarettes, in Class 17, Tobacco prod- 
ucts.” Moore testified that he sold a package of smoking tobacco, a package of 
cigars (containing three cigars), and a package of cigarettes. These were pur- 
chased over the counter in a store in Times Square. They were repacked in plain 
packages on which was pasted the label and were sold in the same manner 
and at the same time as the other articles. 


(L) Rectstration No. 431,413 


In Registration No. 431,413 respondent states that the trade-mark was adopted 
and used for “jewelry for personal wear (not including watches), finger rings, 
brooches, ornamental chains, novelty jewelry and the like, and table silverware— 
namely, sterling silver flatware and hollowware—in Class 28, Jewelry and precious- 
metal ware.” 

Moore testified that he sold a finger ring, a brooch, a chain, a novelty pin, 
a silver fork and a small silver bowl (the transcript states “ball” but this appears 
to be a typographical error since Doktor refers to a bowl and the invoice appears 
to state “bowl”). The items were procured at different places. The ring, brooch, 
chain and the novelty pin were purchased from “a side walk fellow who was selling 
things.” Each of the items purchased was wrapped in paper and a label affixed 
to the wrapper, and was taken with the other things to Secaucus, New Jersey, 
and sold to Doktor. 

(M) RectstratTion No. 433,696 


In Registration No. 433,696 respondent states that the trade-mark was adopted 
and used for “guns, pistols, automatic rifles, shot guns and pistols, and parts there- 
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for, and explosives, in Class 9, Explosives, firearms, equipments, and projectiles.” 
The word “pistols” is repeated twice in the registration, apparently through 
oversight. 

Moore testified that he sold a small air pistol and did not sell any of the other 
goods recited in the registration. The air pistol was purchased at a sporting 
goods store. 

The registration states that the mark is applied directly to the goods by 
stamping, but Moore testified that the air pistol was not stamped with the trade-mark. 











(N) Recistration No. 433,895 





In Registration No. 433,895 respondent states that the trade-mark was 
adopted and used for “electric stoves, electric waffle irons, electric toasters, electric 
lamps, portable hand electric grinders, radio receivers, and television receivers, in 
Class 21, Electrical apparatus, machines, and supplies.” 

Moore testified that he sold a small electric stove, a waffle iron, an electric 
toaster, an electric bed lamp, and a small radio receiver, which items had been 
purchased in several places. Each of these articles was wrapped in paper and 
labelled with the gummed label. No metal plate was used as stated in the certifi- 
cate of registration. No portable electric grinder or television receiver, recited in 
the registration, were stated to have been sold, and these items do not appear 
on the invoice. 













(O) RectstratTion No. 435,208 






In Registration No. 435,208 respondent states that the trade-mark was adopted 
and used for “auto and cycle tires, belting, hose, and machinery packing, all of 
such articles being composed of rubber and fabric, in Class 35, Belting, hose, machin- 
ery packing and non-metallic tires.” 

Moore testified that he sold one bicycle tire, one fan belt, one piece of hose, 
and one 3-inch packing. The tire was purchased at a bicycle shop (Moore testi- 
fied the bicycle tire was a fairly cheap one, stating “I bought the cheapest they had” 
and, in response to a question, “That is true with respect to all of these items that 
you have testified about?,” he answered, “As far as possible, yes.”), the fan belt 
was “an automobile handout” obtained from a repair shop, and the other items 
were purchased elsewhere. 

The registration states that the trade-mark is applied to the goods by molding 
thereon and Moore testified that the trade-mark was not molded on any of the 
goods sold in this connection. 

No automobile tire was stated to have been sold and this item does not appear 
on the invoice. 

















(P) Rectstration No. 435,844 


In Registration No. 435,844, respondent states that the trade-mark was 
adopted and used for “table glassware—namely, plates, cups, saucers, goblets, drink- 
ing glasses, mugs, the same being molded, cut or extruded; and flat sheets of glass, 
in Class 33, Glassware.” Moore stated that he sold a plate, a cup, a saucer, a 
goblet, a drinking glass and a mug which he had purchased in a 5 & 10 cent store. 
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These were individually wrapped and labelled and sold to Doktor with the other 
items at the same prices that the store had charged. The registration states that 
the trade-mark is molded on the goods during the process of manufacture. The 
articles sold did not have the mark molded on them. 

No flat sheet of glass, recited in the registration, was stated to have been 
sold and this item does not appear on the invoice. 


(Q) RecistraTIon No. 438,184 


In Registration No. 438,184 respondent states that the trade-mark was adopted 
and used for “carving, table and pocket knives, shears, scissors, all made of base 
metal, and electric and non-electric bench grinders, in Class 23, Cutlery, machinery 
and tools, and parts thereof.” 

Moore stated that he sold a carving knife, a table knife, a pocket knife, a 
pair of shears and a pair of scissors, which had been secured at the same hard- 
ware store at which some of the other items had been obtained. ‘These items 
were wrapped and labelled as the others and sold to Doktor in the same manner 
and at the same time as the other items. The price charged was the price paid 
for the articles. The registration states that the trade-mark is applied to the 
goods by a metal plate on which the mark is shown or by impressions on the goods. 
Moore admits that no such plate was attached to any of the articles, nor was the 
trade-mark impressed on any of the articles. 

No bench grinder was stated to have been sold and this item does not appear 
in the invoice. 

The transaction described above is the only one that ever occurred. No other 
sales of any goods were made up to the date of the execution of the applications 
for registration, and hence the applications for registration are based solely upon 
the transaction described. Moore was asked: 

“Q. 618. And in carrying them (referring to Schlesinger’s instructions with 


respect to the matter) out you have described everything you have done? 
“A. I should say so.” 


Following the transaction which has been described, the applications for trade- 
mark registrations were prepared, and were executed by the secretary of the 
respondent corporation on April 9, 1946. These applications were in the customary 
form, each including a signed statement giving certain information required by 
the statute (which statement was subsequently printed as part of the certificate 
of registration), and a declaration under oath as to the truth of the statement 
and making various averments required by the statute. The applications were sworn 
to by the secretary of the corporation pursuant to Moore’s instructions. The sec- 
retary, as has been indicated, had no information concerning the matters sworn 
to and was ignorant of the facts sworn to as true. 

The first section of the Trade-Mark Act of 1905 provides that “the owner 
of a trade-mark used in commerce with foreign nations or among the several states 
* * * may obtain registration for such trade-mark by complying with the fol- 
lowing requirements * * *.” (The Trade-Mark Act of 1946 contains a similar 
provision.) Thus, ownership of a trade-mark is a prerequisite to applying to 
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register the trade-mark under the statute; the statute does not create any trade- 
mark ownership by registration, but merely provides for the registration of a trade- 
mark which is already owned by the applicant for registration. 

Ownership of a trade-mark is acquired by the steps of adopting as a trade- 
mark for particular goods, words or symbols open at the time to such adoption, and 
by bona fide use of the mark so adopted on the goods in trade to identify the 
goods and distinguish them from those manufactured or sold by others. A trade- 
mark is not the subject of ownership except in connection with an existing business. 
The first question which arises under the circumstances which have been outlined 
is whether the actions of the respondent constituted it the owner of the trade-mark 
for the goods specified, at the time of the execution of the applications. The answer 
is believed self-evident from the statement of the facts. The entire transaction 
in so far as it relates to the use of a trade-mark on goods in trade, can not be 
considered bona fide and such as to create ownership of the trade-mark in 
respondent. Respondent was not engaged in any business (other than the spurious 
one of trying to get trade-marks without any business) and the purported use of 
the trade-mark on goods in trade can only be characterized as a mere pretense 
and subterfuge, carried out for the sole purpose of laying a basis for securing the 
trade-mark registrations. 

It is held that respondent was not the owner of the trade-mark for any of 
the specified goods at the time the applications for registration were executed 
or filed, that the claims of ownership made in and by said applications were 
false and that the trade-mark registrations were obtained unlawfully. 

The above conclusion has not taken into consideration the fact that there 
was not even a pretense of use of the trade-mark in connection with many of the 
items recited in the registrations as goods upon which the trade-mark was used. 
No goods whatsoever bearing the trade-mark were sold in connection with regis- 
tration (H). This registration is completely fraudulent without even the color 
of an excuse; respondent in its brief before the examiner consented to the cancella- 
tion of this registration and respondent in the brief on appeal makes a similar 
admission. In connection with registration (C), no goods were sold according to 
the testimony at one point, and one item of the many recited may have been 
sold in accordance with the testimony at another point. Respondent in its brief 
on appeal admits that this registration should be cancelled. In connection with 
registrations (A), (B), (D), (I), (M), (N), (O), (P), and (Q), one or more 
of the items listed in the registration as goods upon which the trade-mark had been 
used were not sold at all. These registrations, namely (A) to (D), (H), (1), and 
(M) to (Q), are each fraudulent for this reason, the inexcusable false statements 
as to the use of the mark, aside from any considerations as to whether proper trade- 
mark use was in fact made with respect to other of the goods mentioned. 

All of the registrations were also obtained fraudulently in view of the other 
numerous false statements made in the applications. 

The statute (section 1 of the Trade-Mark Act of 1905) requires a statement 
from the applicant of the length of time during which the trade-mark has been 
used. In each of the registrations, except the first one listed, respondent states, 
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“The trade-mark has been continuously used and applied to said goods in appli- 
cant’s business since February 6, 1946.” The first registration contains the same 
expression except that the words “and applied to said goods” do not appear. As is 
apparent from the recitation of the facts, the trade-mark was not used, continu- 
ously or otherwise, and applied to goods in respondent’s business, from February 6 
to the date of the execution of the applications, and the statement made in each 
of the applications is false. 

The statute also requires a statement under oath “that such trade-mark is 
used in commerce among the several states, etc.” As seen from the testimony, the 
trade-mark was not being used in commerce at the time of the execution of the 
applications for registration. This statement made in each of the applications is 
likewise false. 

The statute also requires the applicant to state the mode in which the trade- 
mark is applied or affixed to the goods. As seen from the recitation of the facts, 
modes of applying or affixing the marks to the goods which were never in fact 
used are specified in registrations (C), (D), (E), (G), (H), (1), (J), (M), (N), 
(O), (P), (Q). While it is true that no particular mode of affixing the trade-mark 
to the goods is required, there is no excuse for the numerous false statements made 
in this connection. 

The registrant objects to the issue of fraud being considered, on the ground 
that it was not raised in the petition for cancellation. However, the case was tried 
on this issue; the petitioner argued it at length in its brief at the hearing before 
the Examiner of Interferences, the registrant replied to the arguments without 
raising any abjection to consideration of the matter (in fact, the registrant acknowl- 
edged that one of the registrations should be cancelled), and the examiner ruled 
on the matter. Under these circumstances, amendment of the pleading to specifi- 
cally include this issue would be granted as a matter of course if requested, and 
actual amendment is not considered necessary in view of Rule 15(b) of the 
Federal Rules of Civil Procedure. 

Furthermore, the course of the taking of the depositions shows that the parties 
considered the question of the existence of any trade-mark use by the registrant 
to be in issue. In fact, the registrant produced a witness, Doktor, for the very 
purpose of proving the existence of the sales. Therefore, any questions relating 
to the nature of the sales and trade-mark use purported to have been made by the 
respondent are considered properly in issue. 

In addition to the contention that the question of fraud is not in issue in this 
proceeding, the respondent makes the following arguments as to this ground. 

“The appellant further contends that the decision of the examiner should be 
reversed because the registrations (with the two exceptions hereinafter mentioned) 


were legally procured under the Act of 1905, in full compliance with said Act and 
without fraud.” 


No argument is made that registrations (C) and (H) were legally obtained, 
but it is contended that the remaining registrations were legally procured under 
the Act of 1905 in full compliance with the Act and without fraud. This con- 
tention can not be accepted for the reasons which have been expressed above. 
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The brief of the respondent is silent concerning the numerous false statements which 
were made in the applications for registration. 
Respondent further argues: 
“The appellant further contends that the decision of the examiner should be 
reversed because, although one petition was filed for cancellation of 17 registra- 
tions, this is in effect 17 separate proceedings so that, a finding which recommends 


cancellation of two certificates as it does, as a matter of law does not require the 
cancellation of all 17 registrations as found by the examiner.” 


The seventeen registrations are not held fraudulent because two are fraudulent, 
but each and every one of them is fraudulent because of the nature of the trans- 
action and the numerous false statements made by the respondent in securing them. 

Respondent further argues: 

“The appellant further contends that the decision of the examiner should be 
reversed because the petitioner vouched for the credibility of its witnesses, including 

the respondent’s officers and patent attorney whom it subpoened; so that, the peti- 

tioner may not now impeach them except by competent counter-testimony which is 

here absent.” 


This argument has reference to a suggestion of the petitioner that some of the 
evidence produced to support the existence of the transaction is false. This con- 
tention of the petitioner has not been considered since it is not necessary to the 
decision. 

Respondent further contends that the petitioner has not sustained the burden 


of proof cast upon it. This contention is completely without merit. The facts 
upon which the decision is based are established by the testimony of witnesses 
whom respondent insists are entitled to credibility. Only one conclusion can be 
drawn from these facts—the registrations were obtained unlawfully and fraudulently. 


The decision of the examiner sustaining the petition for cancellation with 
respect to each of the seventeen registrations involved is accordingly affirmed. 


NEHI CORPORATION v. MISSION DRY CORPORATION 
Commissioner of Patents—May 23, 1951 


TrRADE-MarKs—COoNFUSING SIMILARITY—GENERAL 

Test of confusing similarity between words or phrases in a trade-mark sense is 
whether confusion or mistake as to origin of goods would be likely to arise in mind of 
average purchaser considering the marks as a whole when applied to same type of 
goods. 

In determining question of confusing similarity, differences which clearly distinguish 
the marks may not be ignored. 

Whether word common to two marks is descriptive or whether it emphasizes superior 
quality of goods and is hence in the public domain, held not material. 


TrapE-Marxs—Marks Not ConFrusiIncLy SimMILAR—PARTICULAR INSTANCES 
“Royal Punch” held not confusingly similar to “Royal Crown,” used on similar goods, 


under 1946 Act. 
CANCELLATIONS—DEFENSES—LACHES 


Gita wisn Dee ONS pis Sich gaan 
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Trape-MarKs—EFFreEcT OF REGISTRATION—CONSTRUCTIVE NOTICE 

Registration under 1905 Act held public record constituting such constructive notice 
as to preclude petitioner for cancellation from pleading ignorance of existence of mark 
registered more than 8 years prior to filing of petition for cancellation. 

Petition for cancellation of 1905 Act registration, republished under 1946 Act, dis- 
missed on ground of laches where petitioner had no actual knowledge of use of respond- 
ent’s mark until shortly before cancellation proceedings were brought, but such proceed- 
ings were not instituted until more than 8 years after issuance of registration under 1905 
Act. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by Nehi Corporation against Mission Dry 
Corporation. Respondent appeals from decision cancelling registration. Reversed. 
Parker & Walsh, of Washington, D. C., for Petitioner. 

Albert J. Fihe, of Burbank, Cal., for Respondent. 
KuIncE, Assistant Commissioner: 

Mission Dry Corporation, respondent-appellant, appeals from the decision of 
the Examiner of Trade-Mark Interferences sustaining the petition for cancellation 
of its trade-mark “Royal Punch,” No. 381,897, registered under the Act of 1905, 
October 15, 1940, on an application filed July 24, 1939, and republished under the 
Act of 1946 on January 11, 1949, the mark being used on nonalcoholic, maltless 
beverage used as soft drink and bases and concentrates for preparing the same, in 
Class 45, beverages, nonalcoholic. 

Both parties have filed testimony and briefs and were represented at the 
hearing. 

The petition for cancellation, filed by Nehi Corporation, appellees, is based 
upon petitioner’s allegation of prior use by it, and its predecessors, of the mark 
“Royal Crown” for nonalcoholic, maltless beverages, such as gingerale, root beer, 
cola, ginger beer, orange and strawberry soft drainks and concentrates from which 
such beverages are made, and upon the further allegation of ownership by petitioner 
of registration No. 351,710, issued July 12, 1937, for the mark “Royal Crown” also 
for nonalcoholic maltless beverages sold as soft drinks, and syrups and extracts for 
making the same, in Class 45, beverages, nonalcoholic. 

It appears from the record that the petitioner and its predecessors have mar- 
keted soft drinks and concentrates for making the same under the trade-mark 
“Royal Crown” continuously from the year 1906 up to the present time, and sold 
the same throughout this country and others in the form of “Royal Crown” con- 
centrate, equivalent to over 7,500,000,000 bottles of the finished product having a 
total selling price, at five cents per bottle, in excess of $375,000,000. It appears 
further that the mark “Royal Crown” has been extensively advertised in various 
ways to the extent of approximately $24,500,000. It is conceded by the respondent 
that practically all of petitioner’s testimony is indisputable so far as the prior use 
of its trade-mark “Royal Crown” is concerned, and it is further conceded that the 
goods of both parties are of the same descriptive properties. 


Respondent relies, for its main points of defense, upon the allegations (1) that 
the word “Royal” is so widely used for practically all commodities that it cannot 
be exclusively appropriated by anyone, and (2) that although respondent had reg- 
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istered its mark approximately ten years ago and has continuously used it ever since 
in sales throughout the United States, and since no action was taken to cancel the 
certificate until recently petitioner is therefore guilty of laches. No evidence appears 
regarding the extent of sales of respondent’s goods or its advertising. 

With regard to the first defense concerning the wide use of the word “Royal” 
by others, it is respondent’s contention that the word “Royal” used in connection 
with baking powder was held invalid in the case of Royal Baking Powder Company 
v. Sherrell, 93 N. Y. 331-334, 45 American Reporter 229, the court stating that the 
word “Royal” is one which merely denotes the quality of an article, namely, its high 
degree of excellence. Again in the case of Corwin v. Daly, 20 N. Y. Super. (7 
Bosw.) 222, 233, cited and discussed by the respondent, the court referred to the 
word “Royal” in connection with the word “Imperial” which was held to be descrip- 
tive and indicative of quality. Respondent also refers to the case of Majestic Manu- 
facturing Company v. Majestic Electric Appliance Co., Inc., 76 U. S. P. Q. 525, 
where the court discussed the question of so-called “weak marks,” stating that it is 
well recognized that trade-marks or trade names merely suggestive or descriptive 
in character, or those emphasizing the superior quality of the goods sought to be 
distinguished by them, afford protection against their use in only the narrow and 
restricted field in which they have been applied. The case of B. W. Harris Manu- 
facturing Company v. Werber Sportswear Co., 37 C. C. P. A. 1242, 183 F. 2d 105, 
86 U. S. P. Q. 408, has been considered as has also Alumatone Corporation v. Vita- 
Var Corporation, 37 C. C. P. A. 1151, 183 F. 2d 612, 86 U. S. P. Q. 359, where 
the marks were applied to goods in connection with which the common portions of 
the marks had some descriptive significance while the remaining portions, as here, 
were sufficiently different in sound, appearance and meaning to distinguish them. 
Whether the word common to two marks is descriptive, or whether it emphasizes 
the superior quality of the goods and is hence in the public domain, is not material. 


The respondent’s mark “Royal Punch” differs from the petitioner’s mark 
“Royal Crown” in the second word of each, namely, “Punch” and “Crown,” each 
being entirely different from the other in sound, appearance and meaning. The test 
of confusing similarity between words or phrases in a trade-mark sense is 
whether confusion or mistake as to origin of the goods would be likely to arise in 
the mind of the average purchaser considering the marks as a whole when applied 
to the same type of goods. In determining this question, differences which clearly 
distinguish the two marks may not be ignored. In view of the nature of the word 
common to the two marks and the distinct differences between the remaining por- 
tions of the two marks, it is my opinion that there would be little if any likelihood 
of confusion between the two. 


Coming now to the defense of laches, it appears from respondent’s testimony 
that Mr. Aitken, who has been associated with the respondent corporation and its 
predecessors for over twenty years and has held various responsible offices in that 
company, was familiar with the “Royal Crown” cola drink. On the other hand, 
the witness Battle for the petitioner testified that he knew of no use of the mark 
“Royal Punch” by the respondent other than in San Bernardino, California, which 
knowledge was acquired as a result of his efforts to determine whether or not such 
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mark was actually in use after the respondent’s mark “Royal Punch” came to his 
attention. This was on January 12, 1949, and two days later it appears that the 
petitioner instructed its attorneys to file a petition for cancellation which was filed 
in this office on February 23, 1949. Respondent urges that ten years elapsed be- 
tween the granting of its registration and the bringing of the present cancellation 
proceeding during which time respondent was permitted to use its mark without 
interference from the petitioner. Respondent calls attention to the case of Willson 
v. Graphol Products Co., Inc., 35 C. C. P. A. 857, 165 F. 2d 446, 76 U.S. P. Q. 312, 
where the petition for cancellation was not filed until about ten years subsequent to 
the date of the appellants’ registrations, during which time appellant innocently 
conducted, developed and advertised its business. In that case, as here, petitioner 
had no actual knowledge of the use of respondent’s mark until shortly before the 
cancellation proceedings were brought, but the court felt that the doctrine of laches 
could apply and remanded the case to the Patent Office for taking testimony on that 
issue. On appeal from the decision of the Assistant Commissioner holding that re- 
spondent’s 1905 Act registration did not constitute notice to petitioner, the Court 
of Customs and Patent Appeals reversed that holding and held that under the Act 
of 1946, a 1905 Act registration, being a public record, constituted such constructive 
notice as would preclude a cancellation petitioner from pleading ignorance of the 
existence of a particular mark, the court stating: 
“We are of opinion that registrations under the 1905 Act are public records and 


that as such they constitute such constructive notice as will preclude a cancellation 
petitioner from pleading ignorance of the existence of a particular mark.” 


Edward A. Willson (Grafo Colloids Corporation, Joined) v. Graphol Products Co., 
Inc. (decided April 10, 1951) 89 U. S. P. Q. 382. In the present proceeding peti- 
tioner seeks cancellation of a mark previously registered under the Act of 1905, 
claiming benefits of Section 12(c) of the 1946 Act. In view of the court’s opinion 
on the appeal last above discussed, that registrations under the 1905 Act are public 
records and as such constitute such constructive notice as will preclude a cancella- 
tion petitioner from pleading ignorance of the existence of a particular mark, I am 
constrained to reverse the Examiner of Interferences in this case. 
The decision of the Examiner of Interferences is reversed. 


JOSEPH H. MEYER BROS. v. INTERATLANTIC TRADING CORP. 
Commissioner of Patents—May 25, 1951 


INTERFERENCES—Proor oF Use—GENERAL 

Documentary evidence is unnecessary where oral testimony presented in sufficient to 
establish proof of use of mark. 

Whether or not sale of applicant’s goods was in interstate commerce held immaterial 
in proving priority. 

If proof of prior use of mark on only one of items mentioned in description of goods 
in application is satisfactorily established, proof of prior use on all items listed held not 
required to establish applicant’s priority where goods on which applicant did establish 
priority were goods of the same descriptive properties as those of senior party. 
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TraDE-Marks—REGISTRABILITY—UseE ON Goops 
In light of testimony in interference proceedings, indicating that applicant did not 
in fact use mark on majority of items enumerated in application, held that Examiner of 
Trade-Marks should re-examine application to determine propriety of registering appli- 
cant’s mark on the application as filed. 


Appeal from Examiner of Interferences. 

Trade-mark interference proceedings between Joseph H. Meyer Bros. and 
Interatlantic Trading Corp. Interatlantic Trading Corp. petitions for reconsidera- 
tion of affirmance of award of priority to Joseph H. Meyer Bros. Petition for re- 
consideration denied. 

Greene & Durr, of New York, N. Y., for Joseph H. Meyer Bros. 
Leon M. Strauss, of New York, N. Y., for Interatlantic Trading Corp. 
KunceE, Assistant Commissioner: 

This is a petition for reconsideration of the decision of April 6, 1951 [41 T. M. R. 
484], in interference No. 3962 in which it is alleged that applicant has “only” 
brought into evidence copies of bills in which the trade-mark appears under the 
heading “Style Number.” Petitioner [Interatlantic Trading Corp.], refers in this 
regard to the decision in the case of Joseph H. Meyer v. Urbach, 625 O. G. 1157, 82 
U. S. P. Q. 72, which has been considered, but is not deemed controlling in the 
above entitled interference. In the cited case the party Joseph H. Meyer Bros. was, 
as here, the junior party. The testimony of the single witness and the documentary 
evidence submitted in that case was considered so vague and general that the record 
as a whole was held to be insufficient and unconvincing. In the present interfer- 
ence there is testimony by two witnesses regarding the sale of necklaces and certain 
of the bills of sale submitted were identified in connection with transactions handled 
personally by the witnesses. 

Whether the sale of applicant’s necklaces was interstate, a point raised by the 
petitioner, is of no moment in an interference proceeding. See MacCauley v. 
Malt-Diatase Co., 55 App. D. C. 277, 4 F. 2d 944, 1925 C. D. 269, wherein it is 
also pointed out that documentary evidence is unnecessary if the oral testimony is 
sufficient to establish proof of use of the mark. 

In regard to the applicant’s prior use of the mark on only one of the items 
mentioned in the description of the goods, if proof of such prior use is satisfactorily 
established, proof of prior use on all the items listed is not considered necessary to 
establish priority by the applicant where, as here, the goods on which applicant first 
used its mark were held to be goods of the same descriptive properties as the goods 
of the senior party, the petitioner here. 

Petitioner, in a supplemental paper, calls attention to the record which indi- 
cates that the junior party did not in fact use the trade-mark on the majority of the 
items enumerated in the application. This matter raises a question not heretofore 
mentioned in the interference, namely the property of registering the applicant’s 
mark on the application as filed in view of the testimony submitted on behalf of the 
applicant, Joseph H. Meyer Bros. 

The application should therefore be reexamined by the Examiner of Trade- 
Marks in the light of such testimony as has a bearing on the allegation in the appli- 
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cation of use of the mark other than on necklaces. 
v. Lisner, 640 O. G. 1068, 87 U.S. P. Q. 121. 
The petition for reconsideration is denied. 


The Reese Chemical Company 


CIBA PHARMACEUTICAL PRODUCTS, INC. v. AYERST, McKENNA 
& HARRISON LIMITED 


Commissioner of Patents—May 25, 1951 





OpposITIONS—EviDENCE—GENERAL 
Applicant held to have failed to establish that opposer’s mark had lost trade-mark 
significance through use in conjunction with other marks of opposer. 
Applicant held to have failed to establish that the term “lingu” is one in common 
use to indicate the manner of use of goods of the parties. 
TRADE-MarKS—MANNER OF Use—P.LurAL Marks 
Use of opposer’s mark with certain other of its marks used to designate types or 
dosage, held not to detract from trade-mark significance of “Linguets.” 
TRADE-MAarKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 


“Lingusorbs” held confusingly similar to “Linguets,” used on similar goods, under 
1946 Act. 




























Appeal from Examiner of Interferences. 
Trade-mark opposition by Ciba Pharmaceutical Products, Inc. against Ayerst, 
McKenna & Harrison Limited. Applicant appeals from decision sustaining notice 
of opposition. Affirmed. 

E. F. Wenderoth, of Washington, D. C., for Opposer. 

Dudley Browne and Louis H. Baer, of New York, N. Y., for Applicant. 

KuncE, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 

ences sustaining the opposition filed by Ciba Pharmaceutical Products, Inc., oppos- 

» ing registration on the Principal Register under the Act of 1946, of an application 

| filed April 1, 1948 by the applicant, Ayerst, McKenna & Harrison Limited, and 

' published February 1, 1949, for the trade-mark “Lingusorbs” applied to “tablets of 

testosterone for sublingual or buccal cavity uses for the prevention of testosterone 
deficiency.” 


Only the applicant has filed testimony; both parties filed briefs and were repre- 
sented at the hearing. 


Opposer relies upon its ownership of registration No. 401,510, registered May 
| 25, 1943, under the Act of 1905, for the mark “Linguets” for “preparations con- 
taining active hormonal compounds in the form of tablets, pills, lozenges, cachets, 
capsules, pastilles, bonbons, for absorption by the oral mucosa in hormonal (testicu- 
lar, ovarian and adrenal) deficiencies and conditions in which a continued supply 
of the hormone is desirable.” No issue is taken by the applicant as to the opposer’s 
priority of registration or that the ownership of said mark resides with the opposer. 
The applicant concedes that the goods of both parties are goods of the same descrip- 
tive properties, wherefore the only issue here presented is whether the mark of the 
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applicant, when applied to its goods, is likely to cause confusion or mistake or to 
deceive purchasers as to the origin of the applicant’s goods. 

Applicant took testimony to show that opposer’s mark was always used either 
as “Metandren Linguets” or “Lutocylol Linguets,” and as thus used, pharmacists 
considered the term “Linguets,” to be descriptive of the manner of use of the goods. 
That is, to indicate that the goods are used on or adjacent the tongue. The exam- 
iner held in this regard that, from the testimony of the applicant’s witness Friend, 
it clearly appears that the mark “Linguets” designates, generally, goods manufac- 
tured and sold by the opposer, and the fact that the mark is associated in use with 
other marks of the opposer, does not adversely affect the opposer’s rights herein, 
citing Architectural Catalog Co., Inc. v. F. W. Dodge Corporation, 30 C. C. P. A. 
1215, 136 F. 2d 1008, 58 U. S. P. Q. 405; General Engineering and Manufacturing 
Company v. Gemmill, 595 O. G. 480, 72 U. S. P. Q. 234; Barron-Gray Packing 
Co. v. Bruce’s Juices, Inc., 581 O. G. 520, 67 U. S. P. Q. 177, affirmed by the 
Court of Customs and Patent Appeals, 74 U. S. P. Q. 99, 34 C. C. P. A. 1106, 162 
F. 2d 217. Even though the opposer’s mark “‘Linguets” is combined with the expres- 
sions “Metandren” and “Lutocylol,” I do not think that the identity of the opposer’s 
mark “Linguets,” shown in its registration relied upon, is either lost or so merged 
with the terms with which it is used on opposer’s labels as to destroy its trade-mark 
significance in identifying the opposer’s goods, at least to the extent that likelihood 
of confusion would be avoided if a mark confusingly similar to “Linguets” is used 
on similar goods. I agree with the examiner that the use of opposer’s mark “Lin- 
guets” with certain other of its marks used to designate different types or dosages 
of hormone tables sold by the opposer under the trade-mark “Linguets” does not 
detract from the trade-mark significance of that mark. 


” 


In regard to the two marks “Linguets” and “Lingusorbs,” it is the applicant’s 
position that the first part “lingu” is either descriptive or so highly suggestive as to 
be less apt to be regarded as significant by physicians, pharmacists, or the ultimate 
purchaser than are the other portions of the marks, namely, “ets” and “sorbs,” since 
the term “lingu” is a combining form meaning “tongue” or “pertaining to the 
tongue” as will be found in Webster’s New International Dictionary, Second Edition. 
It is so used as a prefix in combination with other suffixes as in “linguist,” “lingual,” 
“linguistic,” and so forth, which are common, well-known terms. Since physicians 
and pharmacists are fully acquainted with the meaning of the expression “lingu” 
as a combining form, and since the goods involved are sold only on prescription, it 
is contended by the applicant that there is no question but that the first portion, 
“Jingu” of the mark, would have descriptive significance to purchasers with respect 
to the use of the goods. Wherefore, it is argued, in determining the question of 
likelihood of confusion between the marks, greater consideration should be given to 
the dissimilar portions thereof, namely, “ets” and “sorbs” than to the common 
portion “lingu.” 

The examiner stated in this connection that the term “lingu” is not a word of 
speech, and while to some informed persons such as doctors and pharmacists, it 
alone may suggest the manner in which the goods of the parties are administered 
nevertheless, the term ordinarily would have no particular significance, and con- 
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sidering the marks as a whole, they likewise would have no significance other than 
as an indication of the origin of the goods to which they are applied. In any event, 
as observed by the examiner, it does not appear that any one other than the parties 
hereto have made use of that expression as part of a trade-mark for similar goods 
from which it might be concluded that the term is one in common use to indicate 
the manner of use of the goods, or for any other purpose. 


A number of cases have been cited by the applicant, the opposer and the 
examiner, which have been reviewed in the consideration of this appeal. Whatever 
significance the expression “lingu” might have to some persons or whatever its obvi- 
ous significance in words of common speech, it clearly constitutes the most promi- 
nent and distinctive part of both of the arbitrary notations constituting the marks 
here under consideration. Any weakness that may be ascribed to the term “lingu” 
applies alike to both marks. I am inclined to agree with the examiner’s conclusion 
that the resemblance between the marks “Linquets” and “Lingusorbs” clearly pre- 
dominates over the differences to such extent that simultaneous use of the two marks 
in connection with the same or similar goods would be reasonably likely to cause 
confusion or deception of purchasers as to the origin of such goods. 


The decision of the Examiner of Interferences is affirmed. 


ELGIN KNIT SPORTSWEAR, INC. v. ALEX CARAFIOL, INC. 
Commissioner of Patents—May 29, 1951 


Trape-Marx Act or 1946—REGISTRABILITY—SECTION 2(f) 


TRADE-MARK—REGISTRABILITY—PrOOF OF DISTINCTIVENESS 
On facts of record, applicant held to have failed to prove exclusive use for five years 
next preceding filing of application. 


OpposITIONS—PLEADING AND PracTICcE—AMENDMENTS 

General rule is that amendments affecting the issues are not permitted at late stage 
in proceeding. 

Granting of permission to amend application so as to cancel reference to Section 2(f), 
at final hearing over opposer’s objection, held error and vacated. 

Notice of opposition sustained without prejudice to applicant’s filing new applica- 
tion not requesting registration on basis of Section 2(f), or seeking amendment of present 
application before Examiner of Trade-Marks. 


OpposITIONS—PLEADING AND PracticE—RE-OPENING 
If opposer consents to amendment of application desired by applicant, proceeding 
will be re-opened at opposer’s request, if made before expiration of limit of appeal, for 
purpose of adding any additional grounds of opposition and producing any testimony 
bearing on any such new grounds. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Elgin Knit Sportswear, Inc. against Alex Carafiol, 
Inc. Opposer appeals from dismissal of notice of opposition. Reversed. 
Morris Kirschstein, of New York, N. Y., for Opposer. 
Alfred W. Petchaft, of St. Louis, Mo., for Applicant. 
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FepeErico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Interferences dismiss- 
ing an opposition to the registration of a mark by Alex Carafiol, Inc. 

The trade-mark sought to be registered by the applicant consists of the words 
“Peggy Parks” for “women’s, misses’ and junior misses’ dresses, frocks, and blouses” 
in Class 39, Clothing. The application is based upon section 2(f) of the Trade- 
mark Act of 1946 which permits the registration of a mark deemed unregistrable 
under section 2(e), if the mark has become distinctive of the applicant’s goods in 
commerce, and which also provides that proof of substantially exclusive and con- 
tinuous use for a period of 5 years preceding the filing of the application may be 
accepted as prima facie proof of distinctiveness. The application contains a sworn 
statement that the mark has become distinctive by reason of substantially exclusive 
and continuous use for a period of five years preceding the filing of the application. 
The application also calls attention to the fact that applicant is the owner of 
registration No. 408,597, registered August 15, 1944, under the Act of 1920, for the 
same mark applied to the same goods. 

The opposition is based upon opposer’s use of the mark “Peggy Parker” in con- 
nection with sweaters. Prior use is not claimed by the opposer and the only ground 
for opposition alleged in the notice of opposition is that the applicant has not had 
the five years exclusive use of its trade-mark asserted in the application. 

The Examiner of Interferences found that both parties have continuously used 
their respective marks on their respective goods, the applicant since the year 1938 
and the opposer since the year 1939, the applicant being the prior user. No appeal 
has been taken by the opposer from this holding and it has not been disputed. 

The examiner held that the marks “Peggy Parks” and “Peggy Parker” are 
clearly confusingly similar, citing a number of decisions involving analogous pairs 
of marks in the same field, and also held that the goods to which the parties apply 
their respective marks are of the same classification. On the sole issue raised by the 
notice of opposition the examiner held that applicant’s use of its mark for five years 
next preceding the date of the filing of its application was not exclusive, and hence 
applicant was not entitled to registration under section 2(f) of the Trade-Mark Act. 
No error is found in this holding. 

This appeal is primarily concerned with the action of the examiner in admitting 
a proposed amendment to the application and the decision resulting from the effects 
of the proposed amendment. 

After testimony had been taken by both parties and after opposer had filed its 
brief, the applicant moved under Rule 24.5 for leave to enter an amendment to its 
application. The amendment proposed to cancel the references in the application 
that the applicant seeks registration in accordance with section 2(f), and to thus 
change the application to one for an ordinary registration cn the Principal Register, 
the effect of the proposed amendment being to eliminate the sole issue raised by the 
proceeding. The motion was opposed, and the Examiner of Interferences (other 
than the examiner rendering the decision at final hearing) denied the motion on the 
ground of formal defects in the amendment and on the ground expressed in the fol- 
lowing paragraph quoted from his decision: 
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“Furthermore, the question of the entry of any merely formal amendment to 
the application would require no consideration unless the applicant ultimately pre- 
vails in the case; and any amendment thereto which would materially affect the issues 
of the opposition proceeding would be inadmissible at this late stage thereof, except 
with the consent of the opposer. Eastman Kodak Co. v. Faraday Electric Corp., 
78 U. S. P. Q. 132; Miles Laboratories, Inc. v. Professional Dental Products, Inc., 
83 U. S. P. Q. 188.” 


When the case came on for final hearing the applicant orally re-presented its 
motion to amend and the Examiner of Interferences in his decision granted the mo- 
tion and treated the application as if properly amended to eliminate reference to 
section 2(f) of the statute. With this consideration the examiner dismissed the notice 
of opposition since the applicant was the prior user. 

This appeal brings up for review the propriety of the examiner’s action in ad- 
mitting the amendment and treating the application as though amended, and in the 
consequent result of this action, namely, the dismissal of the opposition. 

It is believed evident that considered as an application under section 2(f), the 
notice of opposition would necessarily have to be sustained, and that considered with- 
out reference to section 2(f), the notice of opposition might be dismissed. 

The examiner apparently felt that the applicant should be given another op- 
portunity to secure registration on a different basis than that originally sought in 
view of an apparent shift in the position of the office concerning the registrability 
on the Principal Register of marks of the character here presented, occurring after 
applicant’s application was passed to publication by the examiner (see Ex parte 
Andre Julien Dallioux, 629 O. G. 879, 83 U. S. P. Q. 262). 

The examiner’s main reason in admitting the amendment was to endeavor to 
save time and trouble since, if the amendment was not admitted, applicant would 
be forced to file a new application not under section 2(f) or to seek to amend 
the application ex parte and, in either of these two events, the application would 
have to be reexamined by the Examiner of Trade-Marks and published for opposi- 
tion again if found allowable and the parties would have been under the burden of 
going through a second proceeding. 

The general rule is that amendments affecting the issues are not permitted 
at a late stage in the proceeding, and it is believed that the examiner should have 
followed the general rule. The possibility of a second contest between the parties 
may not be avoided in the manner followed by the examiner. If an amendment 
affecting the issues as the proposed amendment in this case does were permitted 
over the opposer’s objections, the proceeding would necessarily have to be completely 
reopened to give the opposer an opportunity to raise any new grounds it might deem 
desirable in view of the changed nature of the case, and to produce testimony on 
such new grounds. This would be in effect a new opposition proceeding, since the 
amendment renders the previous issue moot. 

Accordingly, the action of the examiner in permitting the amendment and in 
treating the application as if amended, is vacated. The opposition is sustained on 
the ground that the applicant is not entitled to registration of its mark on the 
application as filed, which bases registration on section 2(f) of the statute, without 
prejudice to applicant’s filing a new application which does not request registration 
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on the basis of section 2(f) of the statute, or seeking to amend the present applica- 
tion before the Examiner of Trade-Marks. However, if opposer consents to the 
amendment of the application in the manner desired by the applicant, the proceed- 
ing will be reopened at opposer’s request, if made before expiration of the limit of 
appeal, for the purpose of adding any additional grounds for opposition which it 
may wish in view of the changed aspect of the application, and to produce any testi- 
mony bearing on such new grounds. 
The decision of the examiner is reversed and the opposition is sustained. 


BOND STORES, INCORPORATED v. KARASICK, ETC. 
Commissioner of Patents—May 29, 1951 


CANCELLATIONS—EVIDENCE—ProoF oF USE 
Official copy of petitioner’s 1905 Act registration held acceptable as constituting 
prima facie evidence of petitioner’s ownership of its mark as applied to goods mentioned 
therein. 
Use of mark must be presumed where ownership is shown. 
TrapE-MarKs—Goops oF THE SAME CLASS—ParTICULAR INSTANCES 
Belts and braces held closely related articles of wearing apparel to men’s and boys’ 
suits, trousers, coats, vests, negligee, work and dress shirts, collars, sweaters, raincoats, 
underwear and hats. 
TRADE-MAarRKsS—DoMINANT FEATURE—PARTICULAR INSTANCES 
The word “Bond” held the initial and essential feature of respondent’s mark “Bond 
Street.” 
TRADE-MAaRKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Bond Street” held confusingly similar to “Bond,” used on similar goods, under 
1946 Act. 
CANCELLATIONS—DEFENSES—LACHES 
TrapE-Marks—ErFFeEct OF REGISTRATION—CONSTRUCTIVE NOTICE 
Constructive notice to petitioner of respondent’s use of its mark is presumed because 
of respondent’s 1905 Act registration. 
Respondent’s 1905 Act registration being a public record, held to constitute such 
constructive notice as will preclude petitioner from pleading ignorance of existence of 
respondent’s mark, after waiting about 12 years to petition for cancellation. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by Bond Stores, Incorporated against 
Herbert Karasick (Bond Street Suspender & Belt Corporation, assignee, substituted) . 
Respondent appeals from cancellation of registration. Reversed. 

Samuel Herrick, of Washington, D. C., for petitioner. 
William R. Liberman, of New York, N. Y., for respondent. 
Ku INGE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the petition for cancelation filed by Bond Stores, Incorporated, 
seeking cancelation of registration No. 355,340 issued March 15, 1938 to Herbert 
Karasick (later assigned to Bond Street Suspender & Belt Corporation by assign- 
ment dated November 10, 1948) on an application filed July 14, 1937, for’ the 
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notation “Bond Street” as a trade-mark for “belts in the nature of garment sup- 
porters and braces,” claiming use since July 6, 1937. 

Only the respondent has filed testimony-in-chief, to which the petitioner filed 
testimony-in-rebuttal. Both parties have filed briefs and were represented at the 
hearing. 

With regard to the rebuttal testimony filed by petitioner, the respondent moved 
to strike the same on the ground that it properly pertains to the petitioner’s case- 
in-chief and is therefore not admissible in rebuttal of the evidence introduced by 
the respondent. The examiner considered the respondent’s objections in its motion 
to be well-founded and the motion was accordingly granted to the extent that the 
testimony in question would be disregarded by the examiner in reaching his de- 
cision. The present appeal is not concerned with the examiner’s decision in this 
regard, and no further attention need be given thereto. 


The petitioner bases its right of action upon the allegations of ownership of 
two prior issued registrations, only one of which, No. 305,592, registered August 22, 
1933, and claiming use since April, 1915, for the trade-mark “Bond” applied to 
“men’s and boys’ suits, trousers, coats, vests, negligee, work and dress shirts, collars, 
sweaters, raincoats, underwear, hats,” was considered by the examiner and need 
be considered here. 


Respondent urges that the petitioner took no testimony-in-chief; filed no papers 
under Rule 282; filed no certified copy of its alleged registrations and otherwise 
failed to prove any of the allegations in the petition; whereas, respondent presented 
the evidence of two witnesses and numerous supporting documents in proof of its 
affirmative defense. Since respondent has raised the question of the sufficiency of 
the official copy of petitioner’s registration No. 305,592 of record, which the examiner 
accepted as showing upon its face that it issued to the petitioner and is sufficient 
to constitute prima facie evidence of the petitioner’s ownership thereof as well as 
prior use of the mark contained therein, this question will be disposed of first. In 
the case of Standard Laboratories, Inc. v. The Procter @ Gamble Company, 35 
C. C. P. A. 1146, 167 F. 2d 1022, 77 U.S. P. Q. 617, involving an opposition pro- 
ceeding, the opposer introduced no evidence other than a copy of the certificate 
of registration. The submitted copy was held by the Patent Office to constitute 
prima facie evidence of ownership, although it was not accepted as evidence of 
other facts alleged in the notice of opposition which were challenged by the appli- 
cant, who presented testimony. While that case involved an opposition proceeding, 
the conclusion there reached would be no different in cancelation proceedings. The 
case of Helena Rubinstein, Inc. v. Hudnut, 643 O. G. 1067, 88 U. S. P. Q. 47, in- 
volved a concelation proceeding in which it was held that a cancelation petitioner 
may rely upon its registration pleaded in the petition where the registration is reg- 
istered in the petitioner’s name and a printed copy thereof is served on the respond- 
ent. In that case the respondent urged that the petitioner may not rely on its 
registration because no notice under Rule 282 was filed, nor was any authentic copy 
of the registration filed. Substantially the same attack is made upon the petitioner’s 
case in the present proceeding. The Assistant Commissioner held that the printed 
copy satisfies the requirements of Rule 282 and constitutes evidence establishing 
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prima facie ownership of the registration, citing Burlington Mills Corporation v. 
Amalgamated Textiles Limited, 80 U. S. P. Q. 380, which likewise involved a 
cancelation proceeding wherein it was contended by the respondent there that since 
the petitioner for cancelation had taken no testimony it had failed to show that it 
was damaged by the registration of the respondent and judgment on the record was 
requested. In that case it was held that the petitioner for cancelation had properly 
made its prior registration of record, the official copy of which was accepted as 
prima facie evidence of petitioner’s ownership thereof. It is considered that the 
respondent’s argument in this case to the effect that the official copy of petitioner’s 
prior registration is insufficient, is not well taken and I am therefore in agreement 
with the examiner’s conclusion that the official copy of the petitioner’s registration 
may be accepted as constituting prima facie evidence of the petitioner’s ownership 
of its mark as applied to goods mentioned in its registration and use of the mark 
must be presumed where ownership is shown. Eureka Vacuum Cleaner Company 
(Eureka Williams Corporation) v. Dobkin, 620 O. G. 1271, 79 U.S. P. Q. 442, 
Munsingwear, Inc. v. Levenson, 621 O. G. 962, 80 U. S. P. Q. 464. 


Considering next the merits of the petition for cancelation, the examiner was 
of the opinion that although the respective goods of the parties hereto are specifi- 
cally different, they are obviously closely related articles of wearing apparel, and 
that the nature of the goods is such that purchasers would be reasonably likely to 
ascribe a common source or origin thereto from the simultaneous use of the same 
or confusingly similar marks thereon, notwithstanding the specific differences be- 
tween them. I also agree with the examiner’s conclusion in this regard. Cluett, 
Peabody & Co., Inc. v. Wright, 18 C. C. P. A. 937, 46 F. 2d 711 [21 T. M. R. 130]. 


As to the marks, the examiner properly stated that the notation “Bond,” which 
is the entire mark of the petitioner, comprises the initial and essential feature of 
the respondent’s mark. It is my opinion, as it was the examiner’s, that the simi- 
larity between the involved marks “Bond” and “Bond Street” is such that the use 
thereof for goods as closely related in character as those here involved would be 
reasonably likely to cause confusion or deception of purchasers. The following 
decisions referred to in the examiner’s opinion are considered to be in point: Cluett, 
Peabody & Co., Inc. v. Kaylon Incorporated, 617 O. G. 940, 79 U. S. P. Q. 241; 
In re Fleet-Wing Corporation, 620 O. G. 1270, 80 U. S. P. Q. 179, affirmed by the 
Court of Customs and Patent Appeals April 10, 1951, 89 U. S. P. Q. 369; and 
Denney v. Dermetics, Inc., 613 O. G. 1099, 78 U. S. P. Q. 155, involving respec- 
tively, the marks “HighTide” and “Tide,” “Fleet Wing” and “F-l-e-e-t”; “Magic 
Twins” and “Magic.” 

The final matter for consideration involves respondent’s affirmative defense of 
laches. It appears from the record that the respondent and its predecessor have 
continuously used the mark “Bond Street” since about 1937 as a trade-mark for belts 
during which time over forty-four thousand dollars was spent in advertising the 
mark, and sales totaling over one and a half million dollars have been made of 
respondent’s goods bearing the mark “Bond Street.” Respondent urges that if its 
registration is canceled, it would suffer extremely serious and costly impairment of 
its business and that by virtue of its use of the mark for more than twelve years 
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before this proceeding was instituted petitioner is guilty of such laches as to preclude 
the petitioner from maintaining the present concelation proceeding. The examiner, 
after discussing the facts generally stated above, held that for the equitable defense 
of laches to be applicable in cancelation proceedings it must be made to appear in 
the first instance that the party charging a violation of his trade-mark rights had 
prior notice of such violation and in discussing the question of laches cited: West 
Disinfecting Company v. Owen, 35 C. C. P. A. 843, 165 F. 2d 450, 76 U.S. P. Q. 
315; The Westfield Manufacturing Company v. The Pharis Tire and Rubber Com- 
pany, 614 O. G. 818, 78 U. S. P. Q. 330; R. C. Williams & Company, Inc. v. 
Gordon, 606 O. G. 537, 76 U. S. P. Q. 67; The William Carter Company v. 
Schwartz, 635 O. G. 1021, 85 U. S. P. Q. 312. It was the examiner’s opinion that 
it has not been made to appear that the petitioner here either had actual notice 
or that the respondent’s use and advertising of its mark was of such nature or 
extent as would necessarily have come to the attention of the petitioner so that 
knowledge by the petitioner of the respondent’s use of the mark could be presumed. 
The examiner held further that the petitioner could not be charged with con- 
structive notice of the respondent’s use of the mark “Bond Street” by reason of re- 
spondent’s registration thereof under the Act of 1905. Whether or not the petitioner 
had actual knowledge of the respondent’s use of the mark “Bond Street” cannot be 
determined from this record, but even if it did not have such knowledge this fact 
would not be sufficient to overcome the affirmative defense of laches asserted by the 
respondent since constructive notice to the petitioner of respondent’s use of the 
mark “Bond Street” by reason of respondent’s registration under the Act of 1905 is 
presumed under the authority of the recent case of Willson (Grafo Colloids Cor- 
poration, Joined) v. Graphol Products Co., Inc., decided by the Court of Customs 
and Patent Appeals April 10, 1951, 89 U. S. P. Q. 382. That case involved a 
cancelation proceeding brought under the Act of 1946, as was the present pro- 
ceeding, and involved the question of laches pleaded affirmatively by the respon- 
dent. The court in that case found that section 19 of the Act of 1946 relating to the 
defense of laches was applicable to the facts of that case, and it is likewise applicable 
here. There was undisputed testimony in that case that the petitioner had no 
actual knowledge of the use of the respondent’s mark until shortly before the 
cancelation proceedings were brought, and that is the best that could be assumed 
for the petitioner in the present proceeding. Discussing the question of con- 
structive notice chargeable to the petitioner of respondent’s use of the mark by 
reason of respondent’s registration thereof under the Act of 1905, the court in the 
decided case said: 


“We are of opinion that registrations under the 1905 Act are public records and 
that as such they constitute such constructive notice as will preclude a cancelation 
petitioner from pleading ignorance of the existence of a particular mark.” 


It was therefore the opinion of the court in that case that respondent’s reg- 
istration constituted constructive notice to the petitioner, and that the petitioner, 
having stood idly by for some ten years [about twelve years in the present case] 
during which time respondent innocently conducted and built up its business, was 
precluded by laches from obtaining cancelation of the respondent’s trade-marks. 
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While it does not appear that the respondent here has built its business to the point 
where it now exceeds that of the petitioner, as was the fact in the decided case, no 
testimony having been taken in petitioner’s behalf in the present case, it appears 
nevertheless clear from the paragraph quoted above from the court’s decision that 
respondent’s registration under the Act of 1905, being a public record, constitutes 
such constructive notice as will preclude the present cancelation petitioner from 
pleading ignorance of the existence of respondent’s mark. It is therefore consid- 
ered that the affirmative defense of laches urged by the respondent here is well 
taken and must be sustained. 


The decision of the Examiner of Trade-Mark Interferences is reversed. 


LANOLIN PLUS COSMETICS, INC. v. BONNE BELL, INC. 


Commissioner of Patents—June 11, 1951 


CANCELLATIONS—PLEADING AND Practice—GENERAL 
In view of expiration of opposer’s registration before applicant filed answer con- 
taining counterclaim for cancellation thereof, held that applicant’s counterclaim was 
properly dismissed. 
OpposiTions—Basis OF RELIEF—GENERAL 
Opposer which used its mark in Cuba but not in this country until after applicant’s 
filing date, held to have no standing to contest applicant’s right to registration of its 
mark on alleged ground of priority. 


TraDE-MarKs—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION——DESCRIPTIVENESS 
“Plus 30” held merely descriptive of face creams primarily for women over thirty. 


TraDE-MarKs—DESCRIPTIVENESS—GENERAL 
Not only marks which describe characteristics, uses or functions of goods but also 
marks describing class of purchasers for whom goods are intended, must be held de- 


scriptive. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Lanolin Plus Cosmetics, Inc, against Bonne Bell, Inc. 
in which applicant appeals. Affirmed. 

McKnight & Comstock, of Chicago, IIl., for Opposer. 
Bates, Teare & McBean, of Cleveland, Ohio, for Applicant. 
KuncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition filed by Lanolin Plus Cosmetics, Inc., under 
the Act of 1905, opposing registration of the mark “Plus 30,” for “face creams,” to 
Bonne Bell, Inc., July 22, 1944, Serial No. 472,499. 

The present opposition involves a counterclaim for cancelation of the op- 
poser’s trade-mark “Plus Grande,” registered May 14, 1929, and not renewed. 
The applicant has filed testimony, both parties have filed briefs and were repre- 
sented at the hearing. 

The issues are stated in the decision of the Examiner of Interferences as 
follows: 
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“The opposer bases its right to be heard on the question of applicant’s right of 
registration upon allegations contained in the notice of opposition, to the effect, 
that the opposer is a competitor of the applicant in the sale of face creams; that the 
opposer and its predecessor have continuously employed the mark ‘Plus Grande’ as 
a trade-mark for such goods since long prior to July 13, 1944, the earliest date of use 
claimed by the applicant of the mark ‘Plus 30’; and that the opposer is the owner of 
registration No. 256,386 of the mark “Plus Grande’, for sundry toilet and cosmetic 
preparation, including face creams. This registration issued May 14, 1929, to the 
firm of Carmela Nieto de Herrera E Hijos on an application filed September 22, 
1928. It was assigned by the registrant to Jesse Luther Peacock on September 21, 
1945, and was reassigned by Peacock to the opposer on July 24, 1946. As statutory 
grounds of opposition, it is alleged that (1) the concurrent use of the marks here 
involved for the specified goods would be likely to cause confusion or deception of 
purchasers, and that (2) the applicant’s mark ‘Plus 30’ is merely descriptive of the 
character of the goods with which used, and hence is not proper subject matter for 
registration under the general provisions of the Act of 1946. 

“The applicant in its answer, in addition to denying that its mark ‘Plus 30’ is 
descriptive, challenges the validity of the registration relied on by the opposer, and 
has counterclaimed for cancelation thereof. As grounds therefor, it is, in effect, 
alleged that (1) the registrant had abandoned use of the mark ‘Plus Grande’ prior 
to the assignment thereof to Peacock, and that (2) the registrant had never made any 
such use of the mark ‘Plus Grande’, prior to the filing of its application for registration 
thereof, as would entitle it to registration under the Act of 1905.” 


Considering first the couterclaim for cancelation, the examiner held that the 
testimony of the witness Herrera, who was an employe of the registrant’s firm 
at the time of the filing of its application for registration of the mark “Plus 
Grande” establishes beyond question that registrant, Carmela Nieto de Herrera E 
Hijos never used the mark “Plus Grande” in commerce in this country prior to 
the filing for registration thereof, as required of an applicant for registration under 
the Act of 1905. Whether the registration was improperly issued in the first 
instance need not be considered in this connection since said registration was 
allowed to expire on May 14, 1949, a date prior to the filing by the applicant of 
its counterclaim for cancelation, as noted by the examiner. It was the examiner’s 
opinion, therefore, that the applicant cannot for that reason be injured by said 
expired registration. Accordingly, the counterclaim was dismissed. B. W. Harris 
Manufacturing Company v. Werber Sportswear Co., 37 C. C. P. A. 1242, 183 F. 
2d 105, 86 U. S. P. Q. 408. 


In view of the expiration of opposer’s registration before applicant filed its 
answer in the present proceeding, the relief sought by the applicant cannot be 
granted since there is no basis upon which to sustain applicant’s counterclaim for 
cancelation. Applicant’s counterclaim was, therefore, properly dismissed. 


In regard to the notice of opposition, the record shows clearly that opposer’s 
mark “Plus Grande” was not used in this country, but only in Cuba, until after 
the assignment thereof to the opposer’s immediate predecessor, Jesse Luther Peacock, 
in September 21, 1945. Since this date is subsequent to the record date to which 
the applicant is entitled on its application for the mark “Plus 30,” namely July 22, 
1944, I am in complete agreement with the examiner that the opposer has no stand- 
ing herein to contest the applicant’s right of registration of its mark on the allegation 
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that the opposer and its predecessor have used the mark “Plus Grande” prior to 
the first date of use claimed by the applicant, as stated in the notice of opposition. 

The sole remaining question considered by the examiner relates to opposer’s 
allegation of the descriptiveness of the applicant’s mark. While opposer has no 
right to contest the applicant’s right of registration of its mark, as already held, 
the examiner considered the question, stating that the applicant’s mark in order 
to be descriptive need not deseribe only the characteristics, uses or functions of the 
goods, but must be held descriptive if it describes a class of purchasers for whom 
such goods are intended. He considered it clear from the record of this case, and 
I think properly so, that the applicant’s product is intended primarily to be used 
by women over thirty years of age as an aid in restoring youthful appearance to the 
skin and for that reason the mark “Plus 30” is descriptive of a class of purchasers 
of applicant’s goods. A number of advertisements have been submitted which, in 
my opinion, support the examiner’s view that the notation “Plus 30” is merely 
descriptive, and hence unregistrable. Applicant’s own advertisements advocating 
the use of its “Plus 30” cream primarily for “women over thirty only” and suggest- 
ing that “it is designed to help you grow lovely * * * especially when you’re plus 
thirty,” emphasize the descriptive nature of the mark. It is therefore my conclusion 
that the applicant’s mark is descriptive of the class of purchasers to whom appli- 
cant’s cream is especially offered, and that registration should be refused. Ex parte 
Rosenau Brothers, 585 O.G. 650, 69 U.S. P. Q. 18; Ex parte Miss Seventeen Foun- 
dations Co., 609 O. G. 705, 76 U.S. P. Q. 616. 

The decision of the Examiner of Interferences is affirmed for the reasons 
indicated. 


KENSINGTON STEEL COMPANY v. EUTECTIC WELDING ALLOYS 
CORPORATION 


Commissioner of Patents—June 14, 1951 


TrapE-Marks—Marks Not ConFusINGLy SIMILAR—PARTICULAR INSTANCES 


“Surfalloy” held not confusingly similar to “Oroloy,” used on similar goods. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Kensington Steel Company against Eutectic Welding 
Alloys Corporation. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 

McKnight & Comstock, of Chicago, Ill., and Emory L. Groff, of Washington, D. C., 
for Opposer. 


Arthur G. Connolly, of Wilmington, Del., for Applicant. 


Feperico, Examiner in Chief: 

This is an appeal by the opposer, Kensington Steel Company, from the decision 
of the Examiner of Interferences dismissing the opposition to the registration 
of a trade-mark by Eutectic Welding Alloys Corporation. 

The trade-mark sought to be registered by the applicant consists of the word 
“Surfalloy,” used for “metal alloys in various forms suitable for welding, brazing, 
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soldering and hard-surfacing operations” in Class 14, Metals and metal castings 
and forgings. 

The opposer relies upon ownership of two registrations for the mark “Oroloy” 
as applied, in registration No. 410,617, to “manganese and steel and rough and 
partly finished manganese and steel castings,” in Class 14, Metals and metal cast- 
ings and forgings, and, in registration No. 411,692, to a large number of metal 
articles in Class 23, Cutlery, Machinery and Tools and parts thereof. There is no 
question that the goods of the respective parties are of such a nature that the use 
of the same or a similar mark on them would be likely to cause confusion or mis- 
take. The only question in issue is whether or not the marks of the respective 
parties are confusingly similar. The examiner held that the two marks “Surfalloy” 
and “Oroloy” when considered in their entireties differ sufficiently to enable their 
concurrent use without giving rise to a reasonable likelihood of confusion or 
deception of purchasers. I agree with this conclusion of the examiner. 


Since the decision of the examiner, the Court of Customs and Patent Appeals 
has decided the case of Kensington Steel Company v. Nichols Engineering G Re- 
search Corp., 89 U.S. P. Q. 330, involving the same mark of the opposer involved 
herein and the mark “Nercalloy” of the applicant in that case. The court held the 
two marks not to be confusingly similar stating: 

“We have no doubt that the word ‘Alloy’ which is the last two syllables of ap- 
pellee’s mark, and the expression ‘Oloy’ the last two syllables in the mark of appel- 
lant, should be considered as obviously descriptive of the goods of the parties and 
those parts of the mark would have little, if any, significance in identifying the re- 
spective goods as to source. Furthermore, the marks of the parties considered in their 
entireties bear such little resemblance that even when used on goods of identical de- 
scriptive properties they would not be likely to lead to confusion in trade.” 


These remarks apply to the present case, in which the dissimilarity of the marks 
involved is considered just as great, if not greater, than the dissimilarity of the 
marks involved in the decision of the Court of Customs and Patent Appeals. 


The decision of the Examiner of Interferences dismissing the opposition is 
accordingly affirmed. 


THE GREYHOUND CORPORATION v. THE ROBINSON HOUCHIN 
CORPORATION 


Commissioner of Patents—June 14, 1951 


TRADE-MARKS—CONFUSING SIMILARITY—PaRTICULAR INSTANCES 
Picture of a running dog, while probably not a greyhound, held so close in appear- 
ance to symbol of a running greyhound that they are considered practically identical for 
trade-mark purposes. 
TrapDE-Marxk Act or 1946—ReEGISTRABILITY—SECTION 2(d) 
Oppositions—Basis OF RELIEF—GENERAL 
Prior use of service mark, beginning before effective date of 1946 Act, held basis for 
opposing application for registration of trade-mark under that Act. 
Mere dilution of distinctiveness of trade-mark, apart from such dilution as results 
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from likelihood of confusion, held insufficient to furnish remedy by opposition under 1946 


Act. 
To prevail in opposition under 1946 Act, based solely upon prior ownership and 
use of the same mark, opposer must qualify under Section 2(d) which requires likeli- 


hood of confusion as to origin. 
Mere belief by opposer that he is likely to be damaged held insufficient. 


TrapE-Marks—Goops or THE SAME CLASs—GENERAL 
Elimination of 1905 Act phrase “merchandise of the same descriptive properties” 
and substitution in 1946 Act of “as to be likely, when applied to goods of the appli- 
cant, to cause confusion or mistake or to deceive purchasers,” held to have been made 
to conform to judicial construction of Section 5 of 1905 Act and not to change the law. 


TrapDeE-Marks—Marxks Not ConrusinGLy SIMILAR—PARTICULAR INSTANCES 
Running dog used as trade-mark on machinery for grinding and polishing eyeglass 
lenses and the name “Greyhound” and symbol of a running greyhound used as service 
mark for bus transportation, held not likely to cause confusion as to origin, under 1946 
Act. 


OpposITIONS—PLEADING AND PracticE—Motions To Dismiss 
Dismissal of notice of opposition on motion before answer, under Rule 12 (b) (6) 
of Federal Rules of Civil Procedure, held proper where goods and services are as far 
apart as machinery for grinding eyeglass lenses and bus transportation, though marks 
are regarded as identical. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Greyhound Corporation against The Robinson 
Houchin Corporation. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 

Harold Olsen, of Chicago, Ill., for Opposer. 
Corbett, Mahoney & Miller, of Columbus, Ohio, for Applicant. 
Feperico, Examiner in Chief: 

This is an appeal by the opposer, The Greyhound Corporation, from the deci- 
sion of the Examiner of Interferences dismissing its notice of opposition on motion 
under Civil Procedure Rule 12(b) (6) as failing to state a cause of action upon 
which relief can be granted. 

The mark sought to be registered by the applicant, The Robinson Houchin 
Corporation, consists of the figure of a running dog, used for “optical rimless 
edgers, optical cylinder machine, optical master surfacing machine, optical twin 
polisher, optical benches, optical tapping machine and optical auxiliary polisher,” 
in Class 23, Cutlery, Machinery, Tools and parts thereof. The file of the appli- 
cation indicates that the optical rimless edger is a grinding machine for grinding 
the edges of a lens blank, the optical cylinder is a machine used for finishing 
the curve on one side of the lens, the optical master surfacing machine is a finishing 
machine which finishes the surface of the lens, the optical twin polisher is a polish- 
ing machine for polishing two lenses or blanks simultaneously, the optical benches 
are bases upon which heavy machinery used in the optical trade are set, the optical 
tapping machine is an instrument used to remove the finished lens from the blank 
after it has been finished or polished, and the optical auxiliary polisher is an instru- 
ment for polishing in addition to the main or master surfacing machine. The 
application was filed on July 5, 1947, and alleges first use of the mark on January 
1, 1937. 
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The opposer is The Greyhound Corporation, which operates throughout the 
United States a national system of bus transportation generally known as The 
Greyhound Lines. The notice of opposition sets forth that prior to the appli- 
cant’s alleged first date of use of its mark, opposer and its affiliated and sub- 
sidiary corporations had used the name Greyhound and the symbol of a running 
greyhound throughout the United States in the national system of transportation 
generally known as The Greyhound Lines. It is stated that opposer and its 
affiliates have extensively and continuously advertised the name Greyhound 
and the symboLof a running greyhound in magazines and periodicals of national 
circulation, in newspapers, and by radio programs and motion pictures, and that 
for many years the expenditure for such advertising has exceeded the sum of one 
and one-half million dollars annually. It is alleged that the name Greyhound 
and the symbol of a running greyhound have acquired a good will and reputation 
of immeasurable value. Paragraph 6 of the notice of opposition is in the follow- 
ing language: 

“The registration to applicant of the symbol of a running greyhound will irrep- 
arably damage opposer because such registration and the resultant benefits thereof 

to the applicant will tend to dilute the distinctiveness of opposer’s well recognized 

distinctive trade-mark comprising the symbol of a running greyhound, and to destroy 

the distinctiveness of opposer’s said trade-mark which has resulted from the expendi- 

ture of millions of dollars for advertising and the ceaseless efforts of opposer and its 


affiliated and subsidiary corporations to render the public the high quality of service 
for which they are justly famous.” 


The picture of a running dog used by the applicant, while probably not that 
of a greyhound, is so close in appearance to the symbol of a running greyhound 
used by the opposer that they are considered practically identical for trade-mark 
purposes. 

Before answering the notice of opposition, the applicant moved under Rule 
12(b) (6) of the Federal Rules of Civil Procedure to dismiss the opposition on 
the ground that it fails to state a claim upon which relief can be granted and 
this motion was granted by the Examiner of Interferences. As to the propriety 
of dismissing an opposition on such a motion, see the decision of the Commissioner 
of Patents in Graybar Electric Company, Inc. v. Bretton Shirt Corp., 87 U.S. P. Q. 
119. 

Applicant suggests that the opposer has no rights dating prior to the coming 
into effect of the Trade-Mark Act of 1946 (which was on July 5, 1947) since 
the opposer has no trade-mark but its mark is a service mark, stating that 
opposer “could not have had a common law trade-mark because the common law 
has never recognized service marks so that the use of a symbol or word by the 
transportation company for its bus service prior to the effective date of the Act 
of 1946 did not constitute a trade-mark at common law or under the Federal 
Statutes.” However, opposer is considered to be in exactly the same position 
as if it used a trade-mark rather than a service mark. Section 2(d) of the Act 
of 1946 provides for refusal of registration of a trade-mark which resembles “a 
mark * * * previously used in the United States by another * * *.” The word 
“mark” in this clause is subject to the definition of “mark” in section 45 as 
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including “any trade-mark, service mark, * * * entitled to registration under 
this Act whether registered or not.” 

Consequently, an opposer, in a proceeding brought under the Act of 1946, 
may rely on prior use of a service mark as a basis for opposing the registration 
of a trade-mark, and it is considered immaterial that the prior use relied on oc- 
curred before the Act of 1946 came into effect. 

Opposer’s case, as shown by the paragraph from the notice of opposition 
quoted above, is based on a theory of dilution of trade-mark distinctiveness. 
The brief cites various authorities which discuss this theory but these need not 
be dwelt upon here, since the Trade-Mark Act of 1946 does not include any 
theory of dilution of distinctiveness as a ground for opposing or refusing the 
registration of a trade-mark. Nothing is found in the language of the Act which 
specifically recognizes mere dilution of distinctiveness of a trade-mark as a wrong 
or which specifically gives any remedy against mere dilution as such, and opposer 
has not referred to any provision as so providing. 

It is difficult to determine from the briefs the exact basis under the statute 
upon which the opposer bases its right to relief. Part of the discussion is directly 
concerned with the interpretation of section 2(d) of the Trade-Mark Act of 
1946. However, opposer also seems to base its case upon section 13 alone. Section 
13 is the section which provides for opposition to registration of trade-marks and 
reads in part as follows: 

“Any person who believes that he would be damaged by the registration of a 


mark upon the principal register may, * * * file a verified notice of opposition in the 
Patent Office, stating the grounds therefor, * * *.” 


Opposer states in its supplemental brief that the statute gives the right of 
opposition to anyone who believes himself likely to be damaged by a registration, 
what may constitute damage is neither specified in nor limited by the Act and 
that the statute does not confine the grounds for opposition to those enumerated 
in section 2 of the Act. Therefore, it is to be reasoned, since opposer believes 
himself likely to be damaged, it has sufficient grounds for opposing the registration. 
If opposer’s reasoning on this point were correct, then an opposition of the same 
nature as the present one could have been brought under the old trade-mark act 
since the quoted phrase from section 13 of the Act of 1946 is practically identical 
with the corresponding provision for oposition in the Trade-Mark Act of 1905. 
Section 6 of the Trade-Mark Act of 1905 stated that: 

“Any person who believes that he would be damaged by the registration of a 


mark may oppose the same by filing notice of opposition, stating the grounds there- 
for, © @ *.” 


This is substantially identical in meaning with the corresponding provision in 
section 13 of the Act of 1946. Under the old law it has been decided in hundreds, 
if not thousands, of decisions of the Courts and of the Patent Office that an 
opposer relying for its grounds for opposition solely upon prior ownership and 
use of the same trade-mark sought to be registered by the applicant cannot 
prevail unless the goods upon which the trade-mark is used by the respective parties 
are goods of the same descriptive properties. Under the new law the corresponding 
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ground for refusal of registration of a trade-mark on the basis of a trade-mark 
owned and used by another is now expressed in section 2(d) of the Act, and an 
opposer to prevail in an opposition based solely upon prior ownership and use 
of the same trade-mark sought to be registered, must qualify under the provisions 
of section 2(d). Hence, considered from various aspects, the case reduces itself 
to the interpretation of section 2(d) of the Trade-Mark Act of 1946. 


The grounds upon which registration of a trade-mark may be refused by reason 
of its nature are specified in Section 2 of the Trade-Mark Act in five paragraphs, 
(a) to (e). Paragraphs (a), (b), (c), and (e) are obviously inapplicable and 
have not been discussed by the parties. Opposer hence must rely upon paragraph 
(d) which, in connection with the opening phrase of the section, reads as follows: 

“No trade-mark by which the goods of the applicant may be distinguished from 
the goods of others shall be refused registration on the principal register on account of 
its nature unless it— 

**(d) Consists of or comprises a mark which so resembles a mark registered in 
the Patent Office or a mark or trade name previously used in the United States by 


another and not abandoned, as to be likely, when applied to the goods of the appli- 
cant, to cause confusion or mistake or to deceive purchasers.” 


Opposer’s case must be based upon the interpretation of this clause of the Act, 
and opposer indicates that the change in language over the corresponding pro- 
visions of the prior trade-mark act indicates such a broader interpretation that its 
case should be sustained. The Trade-Mark Act of 1905 provided for the refusal 
of registration of trade-marks “which are identical with a registered or known 
trade-mark owned and in use by another and appropriated to merchandise of the 
same descriptive properties, or which so nearly resemble a registered or known 
trade-mark owned and in use by another and appropriated to merchandise of the 
same descriptive properties as to be likely to cause confusion or mistake in the 
mind of the public or to deceive purchasers.” The test specified in this clause, 
insofar as the goods of the parties are concerned, is expressed in the phrase “mer- 
chandise of the same descriptive properties.” If the same or a similar trade-mark 
was used on “merchandise of the same descriptive properties,” then it would be 
refused registration under the old act. Under the new act the test is that the goods 
of the applicant must be such that the use of the mark on them would be likely 
to create confusion or mistake or deceive purchasers. 


Opposer states that “That language [goods of the same descriptive properties] 
has been eliminated from the Act of 1946 and was designedly omitted for the pur- 
pose of giving broader protection to trade-mark owners under the new Act than 
was afforded under the old.” While it is true that a number of commentators on 
the Act have indicated a broader construction of the new Act than the old, study 
of the Congressional proceedings leading to the enactment of the Trade-Mark Act 
of 1946 fails to reveal anything which would give the new section the broad con- 
struction necessary to sustain opposer’s position. Practically the only discussion of 
the change in language found in the series of hearings leading up to the enactment 
of the Trade-Mark Act of 1946 is contained in some statements by the late Mr. 
Edward S. Rogers in the hearings of 1938. On page 52 of the Hearings before the 
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Committee on Patents, Subcommittee on Trade Marks, House of Representatives, 
75th Cong., 3d Sess., on H. R. 9041, March 15-18, 1938, Mr. Rogers said: 


“The second paragraph of the sentence covers the use of the goods, and there 
is a change in existing law in that connection. Existing law prohibits the use of 
deceptive similar trade-marks on goods—now, may I particularly call your attention 
to this language—of substantially the same descriptive properties of the goods men- 
tioned in the certificate of registration. 

“Now the phrase ‘goods of substantially the same descriptive properties’ must 
have been evolved by a virtuoso in vagueness. It occurs nowhere that I know of except 
in our Federal trade-mark statute, and it has been the result of an enormous amount 
of litigation, and the courts have swung one way and the other. First they held that 
the goods were of the same descriptive properties if they had the same physical char- 
acteristics. Following that theory, they held that oil paint and kalsomine, one being 
mixed with oil and the other with water, were goods of different descriptive properties 
and the same trade-mark could be used on both. Then they saw that that construc- 
tion was absurd and they enlarged the rule and held that goods were of the same 
descriptive properties if the use of the same trade-mark upon them suggested to the 
ordinary consumer a common article, [origin?] so that necessarily overruled the opinion 
in the kalsomine case, because a man buying the Dutch Boy brand of kalsomine would 
necessarily naturally assume it came from the same manufacturer that made Dutch 
Boy Paint. 

“Recently, the courts have gone even further and they have held that goods are 
of the same descriptive properties if they fit into a recognized trade class, and they 
have gone to the extent of holding that groceries, for example, olive oil, on the one 
hand, and coffee, on the other, are goods of the same descriptive properties and, inci- 
dentally, they always have, and the present law is that goods are the same in legal 
contemplation if the use of the same mark on the two varieties would suggest to the 
consumer that they come from the same place, or were made by the same concern. 
That is the present law. 

“That seems to all of us to be a sensible interpretation and we have scrupulously 
avoided the use of this ‘bugbear’ phraseology, ‘goods of the same descriptive prop- 
erties,’ and have tried to put it in this way, as shown on the top of page 2— 
merchandise of such a character that the use of the copy, counterfeit, or colorable 
imitation in connection therewith is likely to cause confusion or mistake or to deceive 
purchasers. 


That is the present law as laid down by the decisions. It is a departure from 
the language of the present statute.” 


The subject which introduced the discussion at this point was the infringement 
section of the bill under consideration, which presented a parallel change in lan- 
guage, but the discussion and the references to the holdings of the courts are 
mainly concerned with the section of the statute dealing with the grounds for 
refusing registration. The conclusion that can be drawn from the above remarks 
of Mr. Rogers is that no change in the law was contemplated by the change in 
language, but that the language of the statute was merely changed to conform 
to the current construction of the existing statute by the courts, which was indi- 
cated as being much more liberal than it had been at an earlier time. At another 
point in the same Hearings (page 100) Mr. Rogers said: 
“I think the objection which Mr. Carter has [on the preceding page, Mr. Carter 


had complained, using an imaginery example, that the Patent Office would refuse to 
register a mark for canned pickles when the same mark had been used on canned 
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fish], and to which Mr. Lyman has adverted, perhaps is the peculiar construction that 


the courts now give to the singularly meaningless phrase, ‘of same descriptive prop- 
erties.’ 


“The rule now is that all groceries are goods of the same descriptive properties. 
Should a man have a registration on something in a drug store, no one else can get 
it on sal soda, for instance, because they say all those things are dealt in in the same 
store and yet there is no possibility of confusion between them. 


“For that reason those words have been left out of this draft and the language 
has been used in this way: 


“ “As to be likely, when applied to the goods of the applicant, to cause confusion, 
or mistake, or to deceive purchasers.’ Because, after all, the trade-mark is designed 
to prevent deception, if that is possible, with the goods.” 


This quotation even suggests a narrowing of the old law as it was then interpreted. 
Both statements are in harmony with the comment made by the Assistant Com- 
missioner in Ex parte Quaker Hair Goods Co., 627 O. G. 927, 82 U. S. P. Q. 
445, 446 


“Under the Act of 1905 (Section 5), a prior registration could be considered as 
a bar to registration only when it was appropriated to merchandise of the ‘same 
descriptive properties.’ The elimination of this language in the new Act apparently 
provides a more flexible test and will require refusal of registration in cases where 
there is likelihood of confusion, mistake, or deception, even though the goods fall into 
different categories, while presumably permitting registration in the case of goods 
which fall within the same general class, but as to which it is apparent that confusion 
is unlikely.” 


Perhaps the interpretation of the new Act need not be as narrow as indicated 
by the remarks of Mr. Rogers, but nothing has been found suggesting the extreme 
interpretation required by the opposer. 

The reports of the various committees which passed on the Trade-Mark Act 
do contain some general language, as pointed out by opposer, but this language 
might be answered by other provisions of the Act and does not indicate that 
the particular provision concerned with here or any other has the scope or effect 
contended for by the opposer. It would seem that if Congress intended the 
result sought by opposer, obviously impossible under the prior Trade-Mark Act, 
there would have been either some language in the new Act appropriate to 
securing the result or some definite indication of such an intention. 

Any dilution of the trade-mark value furnishing a basis for the refusal of 
registration to a later user of the same mark on different goods or services can 
only be such dilution as results from likelihood of confusion or mistake or de- 
ception of purchasers in the use of the mark by the second user. 

The ground of opposition is not based upon likelihood of confusion, which is 
the statutory requirement in section 2(d), but assuming that it were that the 
allegation in the notice of opposition is to be taken as equivalent to a charge 
of likelihood of confusion, it is obvious that opposer’s case would fall. Opposer 
in its brief does not contend that there would be any likelihood of confusion or 
mistake or deception of purchasers by the use of the mark on optical machinery, 
and it is obvious that there would be none. The example of extreme unlikelihood 
of confusion imagined by Judge Learned Hand in L. E. Waterman Company v. 
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Committee on Patents, Subcommittee on Trade Marks, House of Representatives, 
75th Cong., 3d Sess., on H. R. 9041, March 15-18, 1938, Mr. Rogers said: 


“The second paragraph of the sentence covers the use of the goods, and there 
is a change in existing law in that connection. Existing law prohibits the use of 
deceptive similar trade-marks on goods—now, may I particularly call your attention 
to this language—of substantially the same descriptive properties of the goods men- 
tioned in the certificate of registration. 

“Now the phrase ‘goods of substantially the same descriptive properties’ must 
have been evolved by a virtuoso in vagueness. It occurs nowhere that I know of except 
in our Federal trade-mark statute, and it has been the result of an enormous amount 
of litigation, and the courts have swung one way and the other. First they held that 
the goods were of the same descriptive properties if they had the same physical char- 
acteristics. Following that theory, they held that oil paint and kalsomine, one being 
mixed with oil and the other with water, were goods of different descriptive properties 
and the same trade-mark could be used on both. Then they saw that that construc- 
tion was absurd and they enlarged the rule and held that goods were of the same 
descriptive properties if the use of the same trade-mark upon them suggested to the 
ordinary consumer a common article, [origin?] so that necessarily overruled the opinion 
in the kalsomine case, because a man buying the Dutch Boy brand of kalsomine would 
necessarily naturally assume it came from the same manufacturer that made Dutch 
Boy Paint. 

“Recently, the courts have gone even further and they have held that goods are 
of the same descriptive properties if they fit into a recognized trade class, and they 
have gone to the extent of holding that groceries, for example, olive oil, on the one 
hand, and coffee, on the other, are goods of the same descriptive properties and, inci- 
dentally, they always have, and the present law is that goods are the same in legal 
contemplation if the use of the same mark on the two varieties would suggest to the 
consumer that they come from the same place, or were made by the same concern. 
That is the present law. 


“That seems to all of us to be a sensible interpretation and we have scrupulously 
avoided the use of this ‘bugbear’ phraseology, ‘goods of the same descriptive prop- 
erties,,/ and have tried to put it in this way, as shown on the top of page 2— 
merchandise of such a character that the use of the copy, counterfeit, or colorable 
imitation in connection therewith is likely to cause confusion or mistake or to deceive 
purchasers. 

That is the present law as laid down by the decisions. It is a departure from 
the language of the present statute.” 


The subject which introduced the discussion at this point was the infringement 
section of the bill under consideration, which presented a parallel change in lan- 
guage, but the discussion and the references to the holdings of the courts are 
mainly concerned with the section of the statute dealing with the grounds for 
refusing registration. The conclusion that can be drawn from the above remarks 
of Mr. Rogers is that no change in the law was contemplated by the change in 
language, but that the language of the statute was merely changed to conform 
to the current construction of the existing statute by the courts, which was indi- 
cated as being much more liberal than it had been at an earlier time. At another 
point in the same Hearings (page 100) Mr. Rogers said: 


“I think the objection which Mr. Carter has [on the preceding page, Mr. Carter 
had complained, using an imaginery example, that the Patent Office would refuse to 
register a mark for canned pickles when the same mark had been used on canned 
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fish], and to which Mr. Lyman has adverted, perhaps is the peculiar construction that 


the courts now give to the singularly meaningless phrase, ‘of same descriptive prop- 
erties.’ 


“The rule now is that all groceries are goods of the same descriptive properties. 
Should a man have a registration on something in a drug store, no one else can get 
it on sal soda, for instance, because they say all those things are dealt in in the same 
store and yet there is no possibility of confusion between them. 


“For that reason those words have been left out of this draft and the language 
has been used in this way: 


** *As to be likely, when applied to the goods of the applicant, to cause confusion, 
or mistake, or to deceive purchasers.’ Because, after all, the trade-mark is designed 
to prevent deception, if that is possible, with the goods.” 


This quotation even suggests a narrowing of the old law as it was then interpreted. 
Both statements are in harmony with the comment made by the Assistant Com- 
missioner in Ex parte Quaker Hair Goods Co., 627 O. G. 927, 82 U. S. P. Q. 
445, 446 


“Under the Act of 1905 (Section 5), a prior registration could be considered as 
a bar to registration only when it was appropriated to merchandise of the ‘same 
descriptive properties.’ The elimination of this language in the new Act apparently 
provides a more flexible test and will require refusal of registration in cases where 
there is likelihood of confusion, mistake, or deception, even though the goods fall into 
different categories, while presumably permitting registration in the case of goods 


which fall within the same general class, but as to which it is apparent that confusion 
is unlikely.” 


Perhaps the interpretation of the new Act need not be as narrow as indicated 
by the remarks of Mr. Rogers, but nothing has been found suggesting the extreme 
interpretation required by the opposer. 

The reports of the various committees which passed on the Trade-Mark Act 
do contain some general language, as pointed out by opposer, but this language 
might be answered by other provisions of the Act and does not indicate that 
the particular provision concerned with here or any other has the scope or effect 
contended for by the opposer. It would seem that if Congress intended the 
result sought by opposer, obviously impossible under the prior Trade-Mark Act, 
there would have been either some language in the new Act appropriate to 
securing the result or some definite indication of such an intention. 

Any dilution of the trade-mark value furnishing a basis for the refusal of 
registration to a later user of the same mark on different goods or services can 
only be such dilution as results from likelihood of confusion or mistake or de- 
ception of purchasers in the use of the mark by the second user. 

The ground of opposition is not based upon likelihood of confusion, which is 
the statutory requirement in section 2(d), but assuming that it were that the 
allegation in the notice of opposition is to be taken as equivalent to a charge 
of likelihood of confusion, it is obvious that opposer’s case would fall. Opposer 
in its brief does not contend that there would be any likelihood of confusion or 
mistake or deception of purchasers by the use of the mark on optical machinery, 
and it is obvious that there would be none. The example of extreme unlikelihood 
of confusion imagined by Judge Learned Hand in L. E. Waterman Company v. 
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Gorden, 72 F. 2d 272, No. 22 U.S. P. Q. 268 (C. C. A. 2, 1934), wherein he 
referred to steam shovels and lipsticks, seems to be matched if not surpassed by the 
bus transportation service and machinery for grinding eyeglass lenses involved in 
this case. 

The decision of the Examiner of Interferences dismissing the notice of opposi- 
tion is accordingly affirmed. 


ELIZABETH ARDEN SALES CORPORATION v. H. BOMZE & BRO., INC. 


Commissioner of Patents—June 20, 1951 


TrapE-MarKks—Proor or Use—GeENERAL 

On facts of record, opposer-petitioner having priority in use of “Elizabeth Arden” 
on cosmetics, lingerie, robes, bathing suits, handbags and accessories, held not to have 
attempted in a substantial way to establish its dress business until recently. 

Sales by opposer-petitioner of its ancillary line of wearing apparel and dresses held 
but a fraction of dress business established by applicant under mark “June Arden” 
since 1936. 

OpposITIONs—BAsi1s OF RELIEF—GENERAL 


CANCELLATIONS—BaAsIs OF RELIEF—GENERAL 
Cancellation of 1920 Act of registration of “June Arden” refused and notice of 
opposition to registration thereof, under section 2(f) of 1946 Act, dismissed, though 
opposer-petitioner had priority in use of “Elizabeth Arden,” because applicants’ success- 
ful business has been in existence for fifteen years without protest by opposer and without 
any actual instance of confusion occurring, and in view of lack of substantial use of 
opposer’s mark “Elizabeth Arden” on women’s dresses. 


Appeal from Examiner of Interferences. 

Trade-mark opposition and cancellation proceedings by Elizabeth Arden Sales 
Corporation against H. Bomze & Bro., Inc. Elizabeth Arden Sales Corporation 
appeals from dismissal of notice of opposition and petition for cancellation. 
Affirmed. 

J. Howard Carter and Stewart W. Richards, of New York, N. Y., for. Elizabeth 

Arden Sales Corporation. 

Joseph G. Denny, Jr., and Joseph G. Denny III, of Philadelphia, Pa., for H. Bomze 

& Bro., Inc. 

KuncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing the combined opposition and petition for cancellation filed by Eliza- 
beth Arden Sales Corporation. Opposer-petitioner opposes application for regis- 
tration of the mark “June Arden” for “ladies’ and misses’ coats, suits, and dresses,” 
filed by the applicant, H. Bomze & Bro., Inc., and seeks to cancel the 1920 regis- 
tration of the same registrant for the same mark. Both parties have taken testi- 
mony, filed briefs, and were represented at the hearing. 


Applicant-registrant, referred to hereinafter as the applicant, filed application 
for registration of its mark “June Arden” on December 20, 1947, under the provi- 
sions of section 2(f) of the Act of 1946, alleging use of the mark since May 1, 1936. 
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Applicant is the owner of registration No. 347,428, registered June 22, 1937, under 
the Act of 1920, here sought to be cancelled. 


In the notice of opposition, opposer alleges as grounds for opposition that 
it has been engaged in selling and advertising in interstate and foreign commerce 
“a variety of cosmetic preparations, garments, dress accessories, handbags, luggage, 
dress ornaments, precious and semi-precious jewelry” and has been engaged in 
“performing beauty treatments, giving fashion shows and related services at its 
various salons and retail outlets located in the principal cities throughout the 
United States,” all of which goods “have become identified in the mind of the 
purchasing public and the trade with opposer, its predecessors and related com- 
panies under the trade-marks ‘Arden’ and ‘Elizabeth Arden’ and, in the case of 
certain goods, certain variations of said trade-marks such as ‘Ardena,’ which marks 
opposer has continuously used in interstate commerce as trade-marks for said goods 
since long prior to May 1, 1936, the date of first use claimed by applicant of its 
alleged trade-mark ‘June Arden.’” Opposer is the owner of the following trade- 
mark registrations for “Elizabeth Arden,” No. 355,303, for handbags, registered 
March 8, 1938; No. 413,225, for ladies’ and misses’ dresses, blouses, jackets, scarfs, 
hats, and vestees, registered April 10, 1945; No. 418,848, for jewelry, registered 
January 8, 1946; and No. 419,439, for hair and garment ornaments, registered 
February 12, 1946. 


Opposer alleges that applicant’s trade-mark “June Arden” is confusingly 
similar to opposer’s registered trade-marks and would be likely when applied to 
the goods of the applicant to cause confusion or mistake and to deceive purchasers. 
The registrations of the opposer weer obtained under the Act of 1920, as was 
the applicant’s registration No. 347,428 referred to above. 


The opposer has submitted testimony of a number of witnesses who testified 
to the sale of garments in the nature of lingerie, robes, bathing suits, and hand- 
bags and certain accessories through opposer’s salons under its mark “Elizabeth 
Arden” long prior to the time when the applicant commenced sale of its dresses 
under its trade-mark “June Arden.” Opposer also submitted survey evidence, 
corroborated by depositions of several witnesses, which shows that a number of 
persons when interviewed associated the name “June Arden” with “Elizabeth 
Arden,” in one way or another. Documentary evidence in the form of labels and 
wrapping paper bearing the name “Elizabeth Arden” was also introduced in 
evidence. 

Opposer’s witness O’Leary testified to the purchase of a pair of panties imported 
from France in 1929, bearing the label, “Elizabeth Arden, Paris.” The witness 
also testified to the sale of ready-to-wear garments in Elizabeth Arden salons begin- 
ning in 1920, stating that Elizabeth Arden is not now in the ready-to-wear business. 
The goods sold at that time included bathing suits, lingerie, robes, and the like. 
“Babani” dresses, bearing the “Elizabeth Arden” label were said to have been sold 
in 1922, but the amount and extent of such sales is not stated. The date and 
use of the trade-mark “Elizabeth Arden” alleged as September 6, 1938, in regis- 
tration No. 413,225, registered April 10, 1945, for misses’ dresses was considered 
by the witness to be the earliest on which any substantial or continuous use of 
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opposer’s mark on dresses was made. Opposer’s witness Herold, employed by 
opposer since 1927, identified a piece of lingerie bearing the “Elizabeth Arden” 
label which was purchased in the late 1920’s from Elizabeth Arden, Paris. This 
witness also testified to the use of Elizabeth Arden, New York—Paris, labels on 
underwear, lingerie, dresses, robes, and tea gowns at about the year 1934. There 
is no record showing the quantity of such wearing apparel sold by the witness in 
her department from 1934 to 1937. The witness Maloof testified to the sale of 
lingerie and nightgowns to opposer bearing opposer’s labels in the year 1934 and 
1935, but it appears that none were sold to opposer between 1936 and 1940. There 
is also testimony to the effect that certain wrapping paper was used by the opposer 
bearing the notation “Elizabeth Arden” thereon which wrapping was used for 
boxes in which negligees and wearing apparel were sold by the opposer. The use 
of this wrapping paper dates back to the year 1929. 

A review of all the testimony submitted by the opposer indicates clearly that 
opposer used and advertised the mark “Elizabeth Arden” on lingerie, robes, and 
other feminine apparel of a similar nature, and that there was unquestionably very 
extensive use and advertisement of the opposer’s mark in connection with its sale 
of cosmetics. In regard to the use of opposer’s mark on women’s dresses, such use 
prior to the applicant’s date of first use has not been shown to have been of any 
material consequence, and this appears to be the case even up to the time of the 
institution of the present proceedings. The advertisements submitted in opposer’s 
behalf support this conclusion since they are devoted either substantially entirely 
to cosmetics or to lingerie and similar articles of apparel, the advertisement of the 
sale of dresses by the opposer being of recent date. Nor do the figures submitted 
by the witness Clark (Exhibit 41), showing the amount of sales of various items 
prior to applicant’s date of first use of its mark, establish the extent of the opposer’s 
business in women’s dresses. 

The applicant has proved use of its mark “June Arden” on dresses as early 
as the year, 1936, applicant’s wholesale business having grown to the point where 
over 5,000,000 dresses, about $18,000,000 worth, have been sold through more than 
5,000 stores. The goods so sold have been extensively advertised from that time up 
to the present. According to the testimony of applicant’s witness Priest the mark 
“June Arden” has been advertised in many of the leading women’s magazines as 
well as in other publications. In addition thereto the applicant’s mark has been 
widely publicized by salesmen, has been widely displayed in the stores with which 
applicant deals, and the goods have received popular recognition as indicated in 
the testimony of saleswomen. 

In contrast to the applicant’s use of its mark “June Arden,” it is evident that 
the opposer’s use of its mark “Elizabeth Arden” on dresses and even on other 
articles of women’s apparel was such as to amount to a side line of its principal 
business in the field of cosmetics. It does not appear that opposer was in any sub- 
stantial way attempting to establish a dress business through advertising or to 
otherwise acquaint the public with such business, as distinguished from its sale 
of cosmetics, until very recently. Such sales as the opposer made of its ancillary 
line of wearing apparel was apparently to customers who patronized opposer’s 
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salons and those sales, let alone its sale of dresses, was but a fraction of the dress 
business established by the applicant; opposer did not enter the wholesale field in 
which the applicant is engaged until the year 1949. 

The examiner in his decision recognized that in a normal case women’s dresses 
might be considered related goods to lingerie, robes, tea gowns, and other such 
goods as the opposer sold, as indicated in the case of Junior Guild Frocks, Inc. v. 
Page & Dixon Drug Co., Inc., 615 O. G. 620, 79 U. S. P. Q. 41. But the facts in 
that case are not similar to the facts here presented nor are the marks here identical, 
as in that case. The examiner also recognized and considered the fact that both 
marks contain the same surname “Arden,” and that witnesses for opposer testified 
to the effect that opposer’s customers often asked for its cosmetics by that name 
alone. It was the examiner’s opinion nevertheless that under the present circum- 
stances the applicant’s 1920 registration should not be canceled and that the appli- 
cant is entitled to register its “June Arden” mark under the Act of 1946, since the 
record reveals that there are substantial equities in favor of the applicant which 
should not now lead to a destruction or impairment of its trade-mark unless it 
could be clearly established that opposer did a substantial amount of business in 
applicant’s line at the time when the latter first adopted the “June Arden” mark. 
That is to say, if the opposer’s business in the field of women’s apparel was either 
sporadic or inconsequential while the applicant built up a business which is widely 
known and very substantial, the applicant should not now suffer the damage of the 
loss of its mark on its line of goods. There appears to be no question, as stated 
by the examiner and as the applicant’s record establishes, that a successful business 
using the trade-mark “June Arden” for women’s dresses was established by the 
applicant and has been in existence for the past fifteen years without any protest 
from the opposer and without any actual instances of confusion, although goods of 
the respective parties are frequently sold in different departments in the same 
department stores. I am inclined to agree with the examiner’s conclusions stated 
above and with his further conclusion that prior to applicant’s date of use of its 
mark “June Arden” there never was a substantial use by the opposer of its trade- 
mark “Elizabeth Arden” on women’s dresses on which alone the applicant uses its 
mark, even though opposer undoubtedly made some use of the name “Elizabeth 
Arden” on certain women’s apparel and accessories prior to the applicant’s first 
date of use of its mark on women’s dresses. 

After a careful consideration and analysis of the record of this case, it is my 
conclusion that the opposition and the petition for cancellation were properly dis- 
missed, and that the decision of the Examiner of Interferences should be sustained. 

The decision of the Examiner of Interferences is affirmed. 


PUBLICKER INDUSTRIES, INC. v. GUSLER 


Commissioner of Patents—June 26, 1951 


TraDE-Marks—Goops or THE SAME CLASS—PARTICULAR INSTANCES 
There is likelihood of confusion as to origin of hand cleaner and denatured alcohol 
and antifreeze compositions for engine cooling systems of automobile and other internal 
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combustion engines, sold under identical marks, though the goods are not related in 
function or use and the goods of one party would not be mistaken for those of the other. 


CANCELLATIONS—ProoF oF DAMAGE—GENERAL 
TRADE-MarkKs—ConFUSING SIMILARITY—GENERAL 

When the marks are identical and there is likelihood of confusion as to origin of the 
goods, proof of actual confusion is not required. 

Whether suggestive mark is lacking in distinctiveness held not controlling, where 
both parties use identical mark on goods commonly used by same class of customers and 
sold through same trade outlets. 

Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by Publicker Industries, Inc. against L. G. 
Gusler. Petitioner appeals from dismissal of petition for cancellation. Reversed. 
Leonard L. Kalish of Philadelphia, Pa., for petitioner. 

Mida, Richards & Murray and John B. Hosty, of Chicago, IIl., for respondent. 
K.uncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the petition for cancelation filed by Publicker Industries, Inc., 
seeking cancelation of the respondent’s registration No. 410,313, issued November 
21, 1944, for the mark “Thermo” used on a hand cleaner. 

Petitioner has filed testimony. Both parties have filed briefs and were repre- 
sented at the hearing. 

The petitioner alleges prior use of the same mark “Thermo” applied to de- 
natured alcohol and antifreeze compositions for engine cooling systems of automo- 
bile and other internal combustion engines, and also alleges ownership of registra- 
tions No. 219,698, issued October 19, 1926, and renewed, under the Act of 1905, 
and No. 500,026, issued April 6, 1948, under the Act of 1946, for the mark 
“Thermo.” 

As grounds for cancelation petitioner alleges that the marks being identical, 
there is likelihood of confusion and mistake in the minds of purchasers as to the 
origin or sponsorship of the respondent’s goods, which goods are considered to be 
related to those of the petitioner. 

There is no issue or any question of priority involved in this case. Respondent 
admits petitioner’s priority in the use of the term “Thermo,” and ownership of the 
registrations as applied to denatured alcohol and to antifreeze preparations for 
engine cooling systems of automobiles and other internal combustion engines. There- 
fore, the only question here for consideration is whether or not the goods of the 
respective parties are so related that respondent’s use of the mark on its hand cleaner 
is likely to lead to confusion or deception as to the origin of the respondent’s goods 
in view of the petitioner’s use of the identical mark applied to its products. 

The examiner considered it clear from the nature of respondent’s goods, as 
described on the labels submitted as specimens in its application for registration, that 
the respondent’s hand cleaner is a product of general utility intended for use in the 
removal of grease and grime from the human hands and manifestly is not confined 
in its use to persons engaged in the automotive industry or to automobile users to 
which class of purchasers petitioner’s denatured alcohol and antifreeze preparations 
are ordinarily sold. The examiner also considered respondent’s hand cleaning prep- 
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aration so obviously entirely different in its essential characteristics and uses from 
petitioner’s denatured alcohol and antifreeze preparation for engine cooling systems 
as clearly to pertain to different classifications of merchandise having different de- 
scriptive properties, wherefore confusion in trade or deception of purchasers as to 
the origin of respondent’s goods would not likely arise from the simultaneous use of 
the same mark by the parties hereto on their respective goods. Considering that the 
notation “Thermo” has a suggestive significance as applied to the products of each 
of the parties, especially that of the respondent, whose product according to its 
specimen labels is said to generate a certain amount of heat when it comes in contact 
with water, the mark “Thermo” was held by the examiner to be without such dis- 
tinctiveness as would entitle the petitioner to such breadth of protection as to include 
products so unrelated as those of the respondent. 

It appears from the testimony of petitioner’s witness Bonyun, general sales 
manager of the petitioner corporation, that petitioner sells its products to such out- 
lets as the automotive jobber, service stations, garages, wholesale groceries, syndicate 
stores, chain grocery stores, people in the automotive repair business and hardware 
companies. It also appears that petitioner expended $71,508.31 for advertising in 
the year 1935, and during the 1948-49 season, $246,345.50, in national magazines, 
newspapers and in outdoor advertising and by direct mailing. 

The respondent, like the petitioner, sells its hand cleaner to automotive supply 
stores, wholesale groceries, and other outlets similar to those of petitioner. While it 
may well be that the respondent’s hand cleaner finds utility in the removal of grease 
and grime on human hands generally, and is not necessarily confined to persons 
engaged in the automotive industry or to automobile users, the product is neverthe- 
less of the type ordinarily and widely used by mechanics and others who use both 
products. To the extent that the respondent’s goods are purchased and used by 
those who ordinarily purchase the petitioner’s goods under the identical mark in 
those places ordinarily handling both products, there would be likelihood of con- 
fusion and deception in the minds of those purchasers as to the origin of respondent’s 
goods, even though the goods are not actually related in function or use so that the 
one goods would not be mistaken for the other. It is true, as the respondent points 
out, that the petitioner has introduced no evidence of actual confusion in trade, 
but where as here, the marks are identical and there is likelihood of confusion as to 
the origin of respondent’s goods, actual confusion is not necessary; Chicago Flexible 
Shaft Co. v. American Gas Machine Co., 590 O. G. 535, 70 U. S. P. Q. 501. Whether 
the notation “Thermo” be considered lacking in distinctiveness because of its sug- 
gestive significance is deemed not controlling where both parties use the identical 
mark on goods commonly used by the same class of customers and sold through 
the same trade outlets. 

After carefully considering all of the facts presented, it is believed that under 
the conditions stated there would be likelihood of confusion or deception in the 
minds of purchasers, and it is my conclusion that the petition for cancelation should 
have been sustained and the respondent’s mark canceled. 

The decision of the Examiner of Interferences is reversed. 
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EX PARTE THE PURE OIL COMPANY 
Commissioner of Patents—May 24, 1951 


Trave-Mark Act oF 1946—REGISTRABILITY—SEcTIONS 1 AND 45 
TRADE-Marks—REGISTRABILITY—USE IN COMMERCE 
“Use in commerce” is prerequisite to registration, by terms of Section 1 of 1946 Act. 
“Use in commerce” as defined by Section 45 of 1946 Act requires that the mark be 
placed on the goods or their containers or displays associated therewith or on tags and 
labels affixed thereto, and that the goods be sold or transported in commerce. 
Applicant’s mark used on goods sold in intrastate commerce to customers who use 
such goods in connection with manufacture of other goods sold by them in interstate 
commerce, held not registrable. 
Courts—StTatTuTory ConstrucTion—LEGISLATIVE History 
As it is clear from language of 1946 Act, that trade-mark used only in intrastate 
commerce, in no way shown to affect interstate commerce, is not registrable, quotation 
from discussion at congressional hearings is unnecessary. 


Appeal from Examiner of Trade-marks. 

Application for registration of trade-mark by The Pure Oil Company. Appli- 
cant appeals from refusal of registration under 1946 Act. Affirmed. 
Edward H. Lang, of Chicago, Ill., for Applicant. 
KuncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-marks refusing 
registration to the applicant, The Pure Oil Company, of its trade-mark “P. M. Com- 


pound” on the Principal Register of the Trade-Mark Act of 1946. The examiner’s 
refusal to register the mark is based on the ground that the applicant has not used 
the mark in interstate commerce. The issue thus presented in this appeal, and the 
only issue presented, is as stated by the appellant: 


‘Does the Lanham Act extend the right of registration to a mark which is used 
in connection with goods that are sold only intrastate but which are used by the 
purchaser in the manufacture of other goods sold interstate?” 


The goods on which the applicant uses its mark is grease for lubricating pur- 
poses. Allegation of the first use of the mark in commerce among the several states 
which may lawfully be regulated by Congress is referred to in the statement of the 
application as “such commerce consisting in sale of such goods with the trade-mark 
applied thereto to companies which use such goods in connection with manufacture 
of other goods in commerce among the several states.” Use of the mark on goods 
sold only intrastate is thus admitted. 


It was therefore the opinion of the examiner that the mark itself not having 
been used in interstate commerce is not entitled to registration. Section 1 of the 
Trade-Mark Act of 1946 provides that the owner of a “trade-mark used in com- 
merce” may register his trade-mark on the Principal Register by satisfying certain 
requirements referred to elsewhere in that section of the Act. In other words, the 
trade-mark must be used in commerce, “commerce” being defined in section 45 of 
the Act as “all commerce which may lawfully be regulated by Congress.” “Use in 
commerce” as defined in section 45 requires that the mark be placed “on the goods 
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or their containers or the displays associated therewith or on the tags or labels 
affixed thereto and the goods are sold or transported in commerce.” (Emphasis 
added.) Under the statute, the question to be decided here is whether the trade- 
marks is “used” in commerce which may lawfully be regulated by Congress. If not 
so used, registration of the mark should be refused. 


Applicant contends that Congress has the power to regulate with respect to the 
manufacture and sale of goods sold in intrastate commerce, where such goods are 
used in the manufacture of goods sold interstate. A number of cases are cited by 
the applicant, all of which deal with transactions affecting commerce under the Fair 
Labor Standards Act. Those cases are as follows: United States v. Wrightwood 
Dairy Co., 315 U. S. 110; Egan v. United States, 137 F. 2d 373; E. C. Schroeder 
Co. v. Clifton, 153 F. 2d 385; Cert. Den. 66 S. Ct. 1351; West Key Coal Co. v. 
Walling, 153 F. 2d 582; Walling v. Amidon, 153 F. 2d 159; Comb v. Super-A Fer- 
tilizer Works, Inc., 165 F. 2d 824; Fleming & Jacksonville Paper Co., 125 F. 2d 
295, 397; Walling v. Kew, 47 F. Supp. 852; Shepler v. Crucible Fuel Co., 60 F. 
Supp. 260; 10 East 40th St. Bldg., Inc. v. Callus, 325 U. S. 577, 578; McLeod v. 
Threlkeld, 319 U. S. 491. 

The present case involves the registration of a trade-mark which has nothing to 
do with whether or not employes engaged in the production of the applicant’s 
goods are subject to the Fair Labor Standards Act. The case upon which the 
applicant seems to rely most heavily to sustain its contention that its intrastate use 
of the mark satisfies the requirements of the trade-mark statute with regard to use 
in interstate commerce, is the case of Stauffer, et al. v. Exley (C. A. 9), 184 F. 2d 
962, 87 U. S. P. Q. 40. That case was concerned specifically with the jurisdiction 
of the courts in cases of unfair competition and infringement. It is there stated that 
the Lanham Act confers original jurisdiction upon a district court in actions of 
unfair competition in absence of diversity of citizenship where there is no substan- 
tial and related claim under copyright, patent or trade-mark laws joined to such 
actions. No such question is involved in the present appeal. 


The examiner relied on the decision in Ex parte Gill, 641 O. G. 1028, 87 U. S. 
P. Q. 274, wherein the particular question raised was, as it is here, whether or not 
the applicant for registration was engaged in commerce which may lawfully be 
regulated by Congress. In that case, the Assistant Commissioner sustained the exam- 
iner’s refusal to register the mark, stating that while it is quite possible that the 
local transactions carried on by that applicant may in some remote way affect inter- 
state commerce, yet it was considered that it could not be successfully urged that 
the Federal power to regulate extends to every commercial transaction. 


I am unable to see how the present applicant’s use of its mark in intrastate 
commerce affects interstate commerce in any way whatsoever. Applicant’s use of 
its mark is purely and simply a local matter which in no way, so far as the present 
record shows, affects interstate commerce in the slightest degree. It does not even 
appear from the record that the companies to whom the applicant sells its goods 
transport the same in interstate commerce, and even if they did, such commerce 
could not help the applicant here. Worden, et al. v. Cannaliato, 52 App. D. C. 203, 
285 F. 988. 
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In the case of Samson Crane Co. v. Union Nat. Sales, Inc., et al. (U.S. Dis. 
Ct. D. Mass.), 87 F. Supp. 218 [40 T. M. R. 33], the court, in discussing the Lan- 
ham Trade-Mark Act, said: 


“* * * Tt is true that ‘commerce’ as used in the Act is defined broadly as ‘all 
commerce which may lawfully be regulated by Congress.’ 15 U. S. C. A. § 1127. 
This definition, though broad, is not all-inclusive. Business essentially local in nature 
is still outside the scope of its terms in the absence of some relationship to inter- 
state commerce sufficient to bring it within the limits of Congressional power. * * *” 


No interstate relationship of the purely local business in that case was alleged in 
the complaint, neither were there any facts nor circumstances from which such a 
relationship could be inferred. In the present case the applicant’s business is ad- 
mittedly essentially local in nature and the record is devoid of any facts to establish 
that the applicant’s intrastate sales under its trade-mark can be said to affect 
interstate commerce in the least. The local sale of applicant’s goods to another, 
who uses such goods in the manufacture of an entirely different product which is 
sold in interstate commerce, does not change the local character of the use made 
by the applicant of its mark. How applicant’s intrastate use of its mark can possibly 
affect the sale of its customers’ goods in commerce is not clear to me and cannot be 
determined from the record. Aside from any possible effect the intrastate sale of 
applicant’s goods may have on interstate commerce, the statute is clear on the point 
that to register a trade-mark, the mark must be placed on the goods or their con- 
tainers or the displays associated therewith or on tags or labels affixed thereto and 
the goods must be sold or transported in commerce. Sec. 45. Applicant’s mark is 
admittedly not used on goods which are either sold or transported in interstate 
commerce. 

Both the examiner and the applicant quoted excerpts from the discussions 
developed in the hearings in Congress on the Lanham Act. I find it unnecessary 
to either quote or discuss the deliberations before the Act was passed as it is entirely 
clear from the Act itself that the use of a trade-mark in intrastate commerce, involv- 
ing as it does here, sales which are purely intrastate in character, which in no way 
have been shown to affect interstate commerce, is not registrable under the Act of 
1946. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE CHICAGO RAWHIDE MANUFACTURING COMPANY 
Commissioner of Patents—May 31, 1951 


TraDE-Marks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Perfect” and “Perfect Circle” held descriptive of oil seals and oil sealing rings. 
The word “Perfect” held such a common, laudatory expression that it is difficult to 
believe that it can be a trade-mark for anything. 
Trape-Mark Act or 1946—REcISTRABILITY—SECTION 2(f) 
TrapDE-Marks—REGISTRABILITY—PrROoF OF DISTINCTIVENESS 


On facts of record, allegation of five years’ substantially exclusive use, held insuf- 
ficient as proof of distinctiveness. 
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Affidavits couched in substantially the same language and typewritten with blanks 
to be filled in by affiants, held to amount to no more than mere testimonials of no 
particular probative value. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Chicago Rawhide Manufacturing 
Company. Applicant appeals from refusal of registration under section 2(f) of 
1946 Act. Affirmed. 
Cromwell, Greist @ Warden, of Chicago, IIl., for applicant. 
Feperico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register the word “Perfect” as a trade-mark for oil seals, which are lubricant 
retaining means for shafts and the like. 

The application as originally filed was rejected for the reason that the mark 
is merely descriptive, whereupon the applicant amended the application to seek 
registration under the provisions of section 2(f) of the Trade-Mark Act of 1946 
which provides for the registration of a mark which is deemed unregistrable under 
section 2(e), if it has become distinctive of applicant’s goods in commerce. 

The basis for refusing registration is prior trade-mark registration No. 403,445, 
registered September 21, 1943, under the Act of 1920, for the words “Perfect Circle” 
for “oil sealing rings for packing rotating shafts.” ‘The examiner held that the 
goods of the applicant are substantially the same as those of the registrant and there 
does not appear to be any question on this point. The examiner held that ap- 
plicant’s mark consists of the significant portion of the registrant’s mark and hence is 
unregistrable thereover. Both marks are descriptive. The applicant argues that 
“Perfect Circle” is solely descriptive of a physical characteristic of the merchandise 
it identifies (it is not indicated that applicant’s seals are not circular), whereas the 
word “Perfect” describes a general quality of applicant’s merchandise without any 
specific significance. I believe that this difference in meaning is not very material, 
and that “Perfect” is a significant or dominant portion of the registered mark, and 
hence agree with the examiner. 

To support the claim of distinctiveness under section 2(f), applicant sub- 
mitted a sworn statement that the mark has been in substantially exclusive and 
continuous use for five years preceding the filing of the application, and also sub- 
mitted affidavits from three persons. The word “Perfect” is such a common lauda- 
tory expression that it is difficult to believe that it can be a trade-mark for anything, 
since any person should have the right to boast that his goods are perfect. Allega- 
tion of five years’ substantially exclusive use is considered entirely insufficient and 
unacceptable as proof of distinctiveness in such a case. Nor are the affidavits sub- 
mitted convincing that the word is a trade-mark. The affiants are purchasing 
agents of manufacturing companies purchasing applicant’s oil seals who, it is be- 
lieved, would not be apt to pay particular attention to an alleged trade-mark in 
articles of this kind. The affidavits are couched in substantially the same language 
and are typewritten in blanks to be filled in by the affiants (it is noted that in one 
of the affidavits the blanks are not completely filled in) and amount to no more 
than mere testimonials of no particular value. 
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The decision of the examiner refusing registration on the ground raised by him 
is affirmed and registration is also refused on the further ground that applicant has 
not adequately proven distinctiveness under section 2(f). 


EX PARTE GRANAT BROS., INC. 


Commissioner of Patents—June 14, 1951 


TrADE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 


The word “Lok,” a slight misspelling of “lock,” in hyphenated mark ‘“Wed-Lok,” 
held descriptive of engagement and wedding ring ensembles which have a locking device. 
TrRADE-MARKS—PLEADING AND PractTICE-—GENERAL 
TravDe-Mark Act or 1946—REGISTRABILITY—SECTION 2(f) 
Examiner’s action refusing registration of “Wed-Lok,” in absence of disclaimer of 
“Lok,” held not inconsistent with decision in Friend v. Granat Bros., 185 F. 2d 684 
(C. A. 9). 
Decision of Court of Appeals in Friend v. Granat Bros. held sufficient to show dis- 
tinctiveness of ““Wed-Lok,” under section 2(f) of 1946 Act, and applicant permitted to 
amend to bring application under that section rather than to disclaim “Lok.” 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Granat Bros., Inc. Applicant 
appeals from refusal of registration, under 1946 Act. Affirmed with leave to amend. 


Mellin & Hanscom, of San Francisco, Cal., and Raymond W. Colton, of Washing- 


ton, D. C., for applicant. 
Feperico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register the mark “Wed-Lok” for finger rings on the Principal Register in the 
absence of a disclaimer of the word “Lok.” 

The examiner’s position is that the goods upon which the mark is used are 
engagement and wedding ring ensembles which have a locking device making a 
single unit of the two rings. Such locking devices have been commonly used in 
recent years and in connection with previous registrations to others of marks for 
the same goods involving the word “lock,” disclaimers have been made of the 
word “lock.” In the following registrations the second word is disclaimed apart 
from the mark: Registration No. 506,514, “Feature Lock”; Registration No. 
521,028, “Twain Lock”; Registration No. 522,712, “Rhapsody Lock”; Registration 
No. 526,593, “Heart Lock”; Registration No. 522,719, “Miracle-Interloc”; Regis- 
tration No. 522,720, “Miracle-Triloc.” Also, the following were registered on the 
Supplemental Register, which permits the registration of descriptive marks: 
“Diamond-Lock,” Registration No. 524,565; “Invisible Lock,” Registration No. 
530,747; and “Kinlock,” Registration No. 533,247. 

The examiner is of the opinion that, in view of the circumstances, “Lok” 
is to be considered descriptive of the goods and should be disclaimed apart from 
the mark as shown. It should be noted that applicant has a registration for the 
same mark involved herein, granted under the Act of 1920, Registration No. 
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430,436. This registration was originally applied for under the Act of 1905 and the 
application was amended to seek registration under the Act of 1920 after a rejection 
on the ground of descriptiveness. 


The applicant’s position is that he is, in effect, seeking to register the word 
“wedlock” with a slight misspelling. When used with “wed” the word “lock” 
can no longer be considered to have a separate meaning but must be considered 
in the phrase as a whole, in which event the meaning as referring to the “blissful 
state of matrimony” is obvious. The examiner points out that the hyphenation, 
capitalization and misspelling serve to emphasize the mark as two words and cannot 
be ignored. If the mark were considered equivalent to the word “wedlock” as 
urged by applicant, consideration of the descriptiveness of “wedlock” used in 
connection with wedding rings could not be avoided. 


The applicant calls attention to a decision of the Court of Appeals of the 
Ninth Circuit, Friend et al v. Granat Bros., 184 F. 2d 684 [41 T. M. R. 46], affirm- 
ing 86 F. Supp. 778 [39 T. M. R. 807], which sustained the trade-mark “Wed-Lok.” 
However, this decision is not inconsistent with the examiner’s position. The suit 
was based upon or involved applicant’s Act of 1920 registration mentioned above, 
and the decision is not inconsistent with the view that the mark may have been 
initially descriptive but has acquired a secondary meaning of referring to applicant’s 
goods (as argued by applicant in response to the first action in this case), in which 
event, application to register on the basis of section 2(f) would be in order. 
Furthermore, the court held that the trade-mark “Feature Lock” does not infringe 


applicant’s trade-mark “Wed-Lok” which suggests that there are no trade-mark 
rights in the applicant to the word “Lok” or “Lock,” apart from the mark as a 
whole. The examiner’s action in requiring a disclaimer of the word “Lok” apart 
from the mark as shown is not inconsistent with this decision of the court. 


The decision of the Examiner of Trade-Marks refusing registration is af- 
firmed, but applicant, instead of a disclaimer, may amend the application to 
request registration under section 2(f), the decision of the Court of Appeals 
being considered sufficient to show distinctiveness under section 2(f). 


EX PARTE C. R. DANIELS, INC. 


Commissioner of Patents—June 14, 1951 


TraDE-Marks—Marxs CAPABLE OF ExcLuUSIVE APPROPRIATION—PARTICULAR INSTANCES 
Figure of a large claw of a bird, holding baseball in its talons, held suggestive but 
not descriptive of baseball gloves. 


TRADE-MarKs—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—-DESCRIPTIVENESS 
“Balgrip” held phonetic misspelling of words “ball grip” and descriptive of base- 
ball gloves. 


TraDE-Marks—REGISTRABILITY—DISCLAIMERS 
Situation presented is that of composite mark containing the word “Balgrip” as 
subordinate part which, standing by itself, would be refused registration as being de- 
scriptive, but which in a composite mark is suitable for application of disclaimer. 
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ApPpEALS—PLEADING AND PracTicE—GENERAL 
On facts of record, held applicant should be permitted to disclaim words “ball” 
and “grip” apart from composite mark and with such disclaimer refusal of registration 
on Principal Register would be reversed. 
Examiner’s decision refusing registration affirmed, in absence of disclaimer of 
descriptive portion of composite mark. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by C. R. Daniels, Inc. Applicant 
appeals from refusal of registration, under 1946 Act. Affirmed with leave to dis- 
claim descriptive portion of composite mark. 

Sol Shappirio, of Washington, D. C., for applicant. 


Feperico, Examiner in Chief: 


This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register applicant’s mark on the Principal Register. 


The mark involved is used for baseball gloves, and is a composite mark consist- 
ing of a figure of a large claw of a bird holding a baseball firmly gripped in its 
talons, with the word “Balgrip” written concentrically beneath the picture of the 
baseball. 


The examiner has refused registration on the ground of descriptiveness, main- 
taining that the word “Balgrip” is the phonetic misspelling the words “ball grip,” 
and that this latter term describes a characteristic of baseball gloves in that they 
are “adapted to grip a ball.” 


The examiner seems to have considered the word “Balgrip” the dominant part 
of the mark, and to have considered the figure as only enhancing the descriptive 
nature of the word. However, the mark is a composite mark, consisting of the 
figure and the word. If any part is dominant, it is the figure, which is consider- 
ably larger than the word and more distinctive in appearance. To me, the figure 
is the most striking part of the composite mark, and the word subordinate to the 
figure. While the property of gripping a ball is desirable in baseball gloves, the 
figure can not be characterized as descriptive, though it is suggestive in an impres- 
sive way, of a desired characteristic of a baseball glove. 


The words “ball grip” standing alone, and the phonetic misspelling “Balgrip,” 
are considered to be descriptive when used in connection with baseball gloves since 
the grip of a glove on the ball is important and one glove may be better adapted 
to gripping the ball than others. The situation presented is that of a composite mark 
containing a subordinate part which, standing by itself, would be refused registra- 
tion as being descriptive, but which in the composite mark is suitable for the 
application of a disclaimer. The applicant should be permitted to disclaim the words 
“ball” and “grip” apart from the mark as shown, and with such a disclaimer the 
decision of the examiner would be reversed. 

The decision of the examiner is affirmed, not because the mark as a whole 
is considered descriptive, but in the absence of a disclaimer of the descriptive 
portion of the composite mark. 


es. Bg GPE a 





41 T.M.R. EX PARTE AMERICAN WINE CoO. 


EX PARTE AMERICAN WINE COMPANY (2 Cases) 


Commissioner of Patents—June 28, 1951 


TraDE-Marks—Goops OF THE SAME CLAss—GENERAL 
(Cases 1 and 2) If the goods to which applicant applies its mark and the regis- 
trant’s goods are so nearly related that confusion as to origin would be likely, the appli- 
cations should be refused since the only distinction between the two marks, in Case 1, 
resides in the surname “Cook’s” and in Case 2, the marks are identical. 
TrapDE-Marks—Goops OF THE SAME CLAss—PARTICULAR INSTANCES 
(Cases 1 and 2) Wine and whiskey held closely related goods and confusion would 
be likely to result from the use of the same or confusingly similar marks thereon. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
(Case 1) “Cook’s Early American,” used on wine, held confusingly similar to 
“Early American,” used on whiskey, under 1946 Act. 
TraDE-MarKS—REGISTRABILITY—EFFECT OF CONSENTS 
(Cases 1 and 2) Where the marks are identical, or substantially so, and the goods 
are closely related, letter of consent by prior registrant may not be accepted as conferring 
registrability upon marks held to be excluded by express provisions of section 2(d) of 
1946 Act. 


Appeals from Examiner of Trade-Marks. 
Applications for registration of trade-marks by American Wine Company. 
Applicant appeals from refusal of registrations, under 1946 Act. Affirmed in each 


instance. 
Koenig & Pope, of St. Louis, Mo., for applicant. 
KurncE, Assistant Commissioner: 

(Case 1) This is an appeal from the decision of the Examiner of Trade- 
Marks refusing registration of the applicant’s mark “Cook’s Early American” for 
“grape still wine” on an application filed under the provisions of Section 2(f) of 
the Act of 1946; the word “American” has been disclaimed. The registration of 
applicant’s mark was refused in view of registration No. 383,062 disclosing the 
mark “Early American,” registered November 19, 1940, under the Act of 1905 for 
“whiskey,” the word “American” being disclaimed. 

Subsequent to the forwarding of the examiner’s statement on appeal applicant 
submitted a photostat copy of a letter from the president of G. F. Heublein & Bro., 
Incorporated, the registrant of the registration on which this application has been 
refused, which letter states that the registrant consents to the use and registration 
by the applicant of the trade-mark “Early American” which applicant seeks to 
register in application Serial No. 585,982. In view of the letter of consent, applicant 
requests that registration No. 383,062 be withdrawn as a reference against this 
application and that it be passed to issue. 

Considering first the propriety of the examiner’s action, it is clear that if the 
goods to which the applicant applies its mark and the registrant’s goods are so closely 
related that confusion as to origin of the applicant’s goods would be likely, then the 
application should be refused since the only distinction between the two marks 
resides in the individual name “Cook’s,” the dominant part of the applicant’s mark 
being identical with the registrant’s mark “Early American.” The addition of the 
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name “Cook’s” to the registrant’s mark “Early American cannot serve to distinguish 
the two. California Prune @ Apricot Growers Association v. Dobry Flour Mills, 
Inc., 26 C. C. P. A. 910, 101 F. 2d 838; Celanese Corporation of America v. E. I. 
du Pont de Nemours G& Company, 33 C. C. P. A. 857, 154 F. 2d 143, 69 U.S. P. Q. 
69; The William Carter Company v. William B. Schwartz, 635 O. G. 1021, 85 
U. S. P. Q. 312. Considering the goods of the respective parties, the examiner 
states that there are numerous registrations of record in the Patent Office covering 
the same marks for wines and whiskey which have been granted to the same 
registrant, but in any event there is no doubt in my mind but that the wine and 
whiskey are closely related with regard to the manner in which they are packaged 
and sold and for the further reason that both are alcoholic beverages consumed 
by the general public. Fruit Industries, Ltd. v. Continental Distilling Corporation, 
457 O. G. 3, 25 U. S. P. Q. 177; Dubonnet Wine Corporation v. Ben-Burk, Inc., 
28 C. C. P. A. 1298, 121 F. 2d 508. For the reasons stated it is considered that 
the decision of the examiner is entirely correct. 

Finally, the copy of the letter of consent obtained by the applicant and filed 
herein cannot affect the examiner’s decision herein even if it were addressed spe- 
cifically to this case where, as here, the marks are substantially identical and the 
goods are so closely related. Ex parte Munising Paper Company, 606 O. G. 533, 
75 U.S. P. Q. 323; Ex parte Lynn, 614 O. G. 818, 78 U. S. P. Q. 267; Ex parte 
Bianchini, Ferier, Inc., 635 O. G. 1015, 85 U. S. P. Q. 316; In re Laskin Brothers, 
146 F. 2d 308, 32 C. C. P. A. 821, 64 U.S. P. Q. 325. 

The decision of the Examiner of Trade-Marks is affirmed. 

(Case 2) This is an appeal from the decision of the Examiner of Trade-Marks 
refusing to register applicant’s mark “Early American” for grape still wine on an 
application filed for registration on the Principal Register under the Act of 1946. 
Registration of applicant’s mark was refused in view of registration No. 383,062, 
registered November 19, 1940, disclosing the identical mark for whiskey, the word 
“American” being disclaimed. The issues here presented are much the same as 
those considered in the appeal in applicant’s copending application, Serial No. 
577,648, decided concurrently herewith. 

Subsequent to the forwarding of the examiner’s statement on appeal, applicant 
submitted a letter from the president of G. F. Heublein & Bro., Incorporated, the 
registrant of the registration on which this application has been refused, which letter 
states that the registrant consents to the use and registration by the applicant of the 
trade-mark “Early American.” In view of the letter of consent, applicant requests 
that registration No. 383,062 be withdrawn as a reference against this application 
and that it be passed to issue. 

Considering first the propriety of the examiner’s refusal to register the applicant’s 
mark in view of the prior registration, it is clear that if the goods to which the appli- 
cant applies its mark and the registrant’s goods are so nearly related that confusion 
as to origin of the applicant’s goods would be likely, then the application should be 
refused, since the marks are identical. The examiner found that in many instances 
the goods of the parties have a common source of origin as evidenced by the numer- 
ous registrations of record in this office covering the same marks for wines and 
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whiskey which have been granted to the same registrant. The examiner also con- 
sidered it a matter of common knowledge that whiskey and wine are sold in similar 
containers, over the same counters to the same class of purchasers and through the 
same channels of trade. There is no question in my mind that confusion would be 
likely to result through the use of the same mark applied to whiskey and wine. 
Fruit Industries, Ltd. v. Continental Distilling Corp., 1935 C. D. 14, 25 USPQ 177; 
Dubonnet Wine Corporation v. Ben-Burk, Inc., 28 C. C. P. A. 1298, 121 F. 2d 508. 

Considering next the letter of consent from the registrant, where, as here, the 
marks are identical and the goods are as closely related as in the present case, such 
letter of consent may not be accepted. Ex parte Munising Paper Company, 606 O. G. 
533, 75 USPQ 323; Ex parte Lynn, 614 O. G. 818, 78 USPQ 267; Ex parte Bian- 
chini. Ferier, Inc., 635 O. G. 1015, 85 USPQ 316; In re Laskin Brothers, Inc., 32 
C. C. P. A. 820, 146 F. 2d 308, 64 USPQ 225. 

The decision of the Examiner of Trade-Marks is affirmed. 


DICTAPHONE CORPORATION v. MAGNETIC CORPORATION 
OF AMERICA 


By a decision of the Examiner of Interferences, dated May 31, 1951, in the 
above opposition (No. 29,246), from which no appeal was taken, the word “Dicta- 
scriber,” used on apparatus for electrical recording of reproducing sound or other 
signals upon wire and particularly wire recorders-reproducers for dictation purposes 


and wires and spools for use therewith, was held confusingly similar to opposer’s 
registered: trade-mark “Dictaphone,” used on sound recording and reproducing 
machines, including electrically operated machines for use in recording and repro- 
ducing dictation, records for use therewith, and parts and accessories therefor. 


annem 
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